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Assessing incoming applications 

• Phase I: Identify patent application attributes 
critical to examination

• Phase II(a): Application scoring
• Phase II(b): Diagnostic interview pilot
• Phase III: Readability
• Next steps

7



Assessing incoming applications

• Filing a high quality application helps  
examiners with their search and overall 
prosecution quality

• Application readiness studies
– Attributes integral to the patent application file that 

enhance the ability of examiners to efficiently and 
effectively navigate through examination
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Phase I: Identify patent application 
attributes critical to examination

• Examiner perception survey (850 responses)
– Identified application attributes that examiners felt best enhanced 

their ability to efficiently and effectively navigate through 
examination

• Attributes measured on scale of zero to 10
– Importance (need) scale ranged from                                        

• “Not necessary” (0) to “Almost essential” (10)

– Frequency (experience) scale ranged from
• “Almost never” (0) to “Almost always” (10)
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Top Needs

Summary of findings
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Phase II(a): Application scoring 

• Developed a review form that scored 24 questions based 
on application attributes identified from the examiner 
survey

• Questions were rated on a scale of 1 (Very poor) – 5 
(Excellent) relative to an “average” application
– Some questions rated on a binary scale of Yes (three points) or No 

(zero points)

• 600 applications were assessed using the scoring form
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Phase II(a): Preliminary findings

• No statistically significant correlations were found 
between the scoring methodology and prevalence of 
112 rejections made or compliance of rejections rates 
from first office actions

• The scoring of certain attributes appears to correlate 
with an impact on pendency, the average number of 
applications to final disposition, and the likelihood of 
final disposition being an allowance versus an 
abandonment
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Phase II(a): Preliminary data

28.5

31.7
34.8

3.9 4.1 4.9

Above avg Average Below avg

Differences between invention and prior art described

Average pendency to issue/Abandonment Avg # of actions
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Phase II(a): Preliminary data

28.7

33.6 33.3

3.9 4.4 4.8

Above avg Average Below avg

Application presents a problem that the invention is 
addressing

Average pendency to issue/Abandonment Avg # of actions
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Phase II(a): Preliminary data

29.5
32.4

34.5

4.1 4.3 4.6

Above avg Average Below avg

Inventive concept is set forth

Average pendency to issue/Abandonment Avg # of actions
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• Examiners identified applications in which a diagnostic 
interview would help clarify misunderstandings and 
facilitate a more focused search

• Readability data of the claims and specification of 
applications in the pilot were analyzed for trends
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Phase II(b): Diagnostic interview pilot



• Preliminary findings suggest a correlation between the 
“difficulty” of the readability of the claims and 
specification and diagnostic interview requested by 
examiners

Phase II(b): Diagnostic interview 
pilot readability
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Phase II(b): Diagnostic interview 
pilot readability

• 79% of the applications in which the examiner felt an 
interview was needed scored above average readability 
difficulty for either the specification, claims, or both

• Examiners were three times more likely to request an 
interview when both the specification and claims scored 
above average for readability difficulty
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Phase III: Readability

• 2000 applications were scored to identify if readability 
correlations exist throughout prosecution:
– Average number of office actions to final disposition
– Prevalence of rejections under 35 U.S.C. 112
– Number of pages in the specification
– Total number of claims
– Priority claims
– Final disposition of application
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Next steps

• Continue to work with applicants and examiners 
on improving the quality of incoming 
applications 

• Identify opportunities for IT to assist with quality 
enhancements early in the process
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Conclusion/summary 
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• What other quality or prosecution trends 
should we assess?  

• How do applicants evaluate the readiness 
of a patent application before filing?

• What barriers do applicants face when 
preparing a patent application for filing?



Let’s chat about application 
readiness

• Stefanos Karmis, Director, Office of Patent 
Quality Assurance

• Martin Rater, Office of the Deputy 
Commissioner for Patent Quality
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Thank you!
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