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           1                   P R O C E E D I N G S

           2                                            (1:04 p.m.)

           3               CHIEF JUDGE ROGERS:  Okay, I think we

           4     will get things started since most of my remarks

           5     are not going to be particularly important to the

           6     discussion at hand, and they are mostly

           7     housekeeping matters.   But I don't want to hold

           8     up all the people who are tuning in by webcast.

           9     So if we have a few others who trickle in as we

          10     get started, that will be great.  I'm going to

          11     read my remarks because we will have this

          12     recorded, and there'll be a transcript, and we'll

          13     make the recording available later on.  So I will

          14     make sure that I cover all the things I'm supposed

          15     to cover.  Thank you all for coming to the meeting

          16     on the possible deployment at the TTAB of a

          17     streamlined type of cancellation proceeding for

          18     nonuse and/or abandonment claims.  The

          19     participants gathered here today on behalf of

          20     various stakeholders, or on their own, and we're

          21     welcoming everybody, will help generate a lively

          22     discussion.  And we expect more will be tuning in
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           1     to the webcast.  So the substantial interest in

           2     the topic at hand is impressive, and we expect

           3     discussion to be so as well.  So first, a few

           4     housekeeping matters, for those of you sitting at

           5     the discussion tables, please be sure to turn your

           6     microphones on before you state your question or

           7     comment.  We're recording this and we want to make

           8     sure we catch everything you have to say.  When

           9     you're done speaking, also, please turn your

          10     microphone off so we don't have too many

          11     microphones on at the same time and get feedback

          12     which can sometimes result from having too many

          13     microphones on.  Also, to avoid having to waste

          14     precious time going around and introducing

          15     ourselves now, if you can just state your name

          16     when you first do have a comment then we'll be

          17     sure to get that in the recording and the

          18     transcript.  And let us know whether you're here

          19     on your own or for a particular organization.

          20     That'll be helpful.

          21               For those in the audience sitting at the

          22     side but not at the tables, you're welcome to
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           1     participate by using the microphones set up at the

           2     side, or if there's an open seat here that you

           3     want to come up to then you can certainly do that.

           4     For those of you participating via the webcast, we

           5     will be able to take your questions or comments by

           6     having you type the same into the chat feature on

           7     your computer screen.  Then the questions will be

           8     brought to us.  Given the limited time we have

           9     here today and the extent of the anticipated

          10     discussion, we may not be able to get to every

          11     question or comment.  But we welcome submission of

          12     any comments or questions by email to

          13     TTABFRNOTICES@uspto.gov.  Though we had a deadline

          14     for comments filed in response to the Office's

          15     request for comments published in the Federal

          16     Register, we continue to welcome any additional or

          17     supplementary comments.  And so if there's

          18     anything that people feel they need to add or

          19     would like to respond to, if it comes up today,

          20     then we're happy to take any additional comments,

          21     from individuals, stakeholder groups -- that's

          22     fine.  I didn't necessarily tell Cynthia that she
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           1     was going to have to be reviewing a lot of

           2     additional comments, but I'm sure she will do it

           3     in good grace.  Posted on the TTAB website is the

           4     Federal Register notice, of course, as well as the

           5     comments we received, and which we will summarize

           6     during today's session.

           7               Also posted is the chart that any of you

           8     who are here today have a copy of, but for those

           9     viewing the webcast, you can see the chart

          10     summarizing the comments on our web page as well

          11     as a series of questions that we may be able to

          12     discuss today, many of which suggested themselves

          13     following our review of the comments already

          14     filed.  But of course, any additional subjects for

          15     discussion are fair game today, and we don't want

          16     you to think that our list of questions is all we

          17     want to talk about.  We want to talk about

          18     anything that is important to you.  Turning to the

          19     subject at hand, the idea for a streamlined

          20     cancellation proceeding was one option that

          21     resulted from the office's inquiry into the extent

          22     of dead-wood on the Register of marks.  None of us
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           1     thinks such a proceeding is a way to clear

           2     significant dead-wood from the Register, and the

           3     office is certainly pursuing other options for

           4     that broader effort, including the possibility of

           5     statutory changes that would allow for a possible

           6     expungement proceeding.  But those are not what

           7     we're here to discuss today.  Today our focus will

           8     be limited to the streamlined cancellation

           9     proceeding option.  We know there are many

          10     questions about its possible utility and that it

          11     will likely be of use to certain petitioners in

          12     particular circumstances.  Perhaps we can begin to

          13     figure out for who and when.  So we'll start by

          14     covering the comments that have already been

          15     received.  Amy Cotton, to my left, from the USPTO

          16     Office of Policy and International Affairs will

          17     provide a review of comments focusing on the

          18     bigger picture.  Cynthia Lynch from the TTAB, to

          19     my right, will review comments on timing issues,

          20     fees, and procedures.  And then Mary Beth Walker,

          21     to my left, will report out, and from the Office

          22     of the PTO Solicitor, will report out on the
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           1     comments addressing standing, use requirements,

           2     burdens of production and proof, and the possible

           3     preclusive effect of decisions resulting from the

           4     streamlined proceedings.  And then Cynthia will

           5     wrap it up with a review of miscellaneous other

           6     issues that were covered in the comments.  Then we

           7     hope that we will have saved a significant amount

           8     of time to get into the questions and comments and

           9     your reaction.  But we'll start with the comments.

          10     Amy?

          11               MS. COTTON:  Thank you, Judge Rogers.

          12     Happy to be here today, my name is Amy Cotton.

          13     I'm with OPIA.  I'm happy to report that there was

          14     overall support for improving accuracy of the

          15     Trademark Register, although I suppose that's not

          16     surprising.  Most commenters supported, or at

          17     least were appreciative of the USPTO's efforts to

          18     improve the accuracy of the U.S. trademark

          19     Register as to allegations of use.  There appears

          20     to be an acknowledgment that advancing policies

          21     that increase the accuracy of the Register is

          22     important.  Commenters said that an accurate U.S.

                                                                       10

           1     Trademark Register is important for business,

           2     while excessive clutter of unused marks hinders

           3     fair competition.  Comments stated that an

           4     accurate Register allows for businesses to more

           5     easily clear marks, leading to the availability of

           6     more resources for product development which

           7     creates new jobs and increases the quality and

           8     quantity of products in the marketplace for the

           9     benefit of consumers.  Comments also stated that

          10     unused marks on the Register place unacceptable

          11     costs on trademark applicants and businesses in

          12     the form of difficulties for mark clearance.

          13     Also, the cluttering phenomenon is resulting in a

          14     slow but inevitable march towards fewer available

          15     marks for new market entrants according to the

          16     research of some commenters.

          17               One commenter invoked the term

          18     warehousing which, as you know, is synonymous with

          19     the legislative history of the 1988 Trademark Law

          20     Revision Act, the TLRA, and the implementation of

          21     the U.S. intent-to-use system.  This is a useful

          22     callback to the main reason we established the
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           1     U.S. ITU system which was to bridge the gap

           2     between U.S. and foreign practice for purposes of

           3     developing the global trademark system.

           4               An ITU system respects U.S. definitional

           5     requirements and constitutional regulatory

           6     jurisdiction requirements while still meeting

           7     treaty obligations to give benefits to foreign

           8     applicants.  In 1988 we believed that the

           9     declaration of bona fide intention to use and the

          10     penalties for filing false ones would be enough to

          11     prevent the foreign practices from affecting the

          12     U.S.  Register.  I am referring, of course, to the

          13     practice of filing trademark applications overseas

          14     with very broad identifications of goods and

          15     services, which, of course, is directly related to

          16     the lack of a use requirement or an effective bona

          17     fide intention-to-use requirement until at least

          18     three years post registration.  But this foreign

          19     practice is reaching U.S. shores.  IDs are getting

          20     longer and the accuracy of those declarations of

          21     use or intention to use, for all those goods or

          22     services is in doubt according to the result of
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           1     our specimen pilot program.  One commenter's

           2     anecdotal research suggested that the median

           3     claimed coverage for a Section 66(a) Madrid

           4     registration is two classes, while a Section 1(a)

           5     application covers only one.  The commenter noted

           6     that non-U.S. applicants who are not required to

           7     show use in commerce are receiving twice the scope

           8     of legal protection for their trademarks compared

           9     to 1(a) registrants.  This commenter's research

          10     points to an unfair balance between U.S. and

          11     foreign registrants, a state of play that

          12     contravenes the intent of the 1988 TLRA drafters.

          13     In the comments there was some discussion of who

          14     should bear the burden of policing the Register.

          15     While many commenters agreed that an accurate

          16     Register is critical for U.S. interests, some of

          17     the comments raised questions about who should

          18     bear that burden, the USPTO or third parties.  For

          19     example, one commenter noted that a properly

          20     crafted expedited cancellation proceeding should

          21     be one of many measures that improve the quality

          22     and accuracy of the federal trademark Register,
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           1     but that improving the quality of trademark

           2     registration should begin with the application

           3     process itself.  That commenter was supported by

           4     another who believed that the streamlined

           5     cancellation proceeding was actually an

           6     inappropriate response to the problem of unused

           7     marks, stating that the issue is more

           8     appropriately addressed in examination and

           9     post-registration examination of Section 8 and 71

          10     maintenance filings.  The USPTO does agree that

          11     the office has an important role to play in

          12     examination of specimens of use.  However, we are

          13     also mindful that the greater the burden that is

          14     shifted to the USPTO, the more likely it is that

          15     the USPTO will require more information of all

          16     applicants and will need more resources to cover

          17     the costs of examining.  In the comments there was

          18     discussion about the gaps in the current TTAB

          19     procedures that prevent third parties from being

          20     able to effectively challenge unused

          21     registrations.  One commenter noted his own

          22     willingness as a third party to challenge these
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           1     overbroad 66(a) applications or registrations for

           2     nonuse, but he felt stymied in pursuing this

           3     course of action because, without his own

           4     application for registration, he was unlikely to

           5     meet the standing requirements for a nonuse

           6     cancellation proceeding.  Another commenter noted

           7     that while an inter partes procedure at the TTAB

           8     was created to be a faster and cheaper alternative

           9     to the protection of trademarks in federal court,

          10     the volume of litigation at the board, and

          11     therefore, pendency is increasing.  This makes

          12     current TTAB litigation less attractive for nonuse

          13     cancellations.  Another agreed, saying that

          14     litigation costs at the TTAB are too high to make

          15     it worth the effort to cancel an unused

          16     registration unless the defendant defaults.  One

          17     commenter reinforced that streamlined proceedings

          18     are needed, but argued that our focus should be on

          19     lowering the cost, not the time, to challenge an

          20     unused registration by allowing for flat-fee

          21     pricing by attorneys who work on these matters.

          22     If some of the responsibility for policing is to
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           1     fall on third parties, there was agreement from

           2     those favoring the streamlined procedures that we

           3     need to make it easier, less costly, and quicker

           4     for them to challenge these marks than it is now.

           5     That is certainly the goal that the USPTO was

           6     pursuing in attempting to design some new tools to

           7     eliminate unused registrations from the Register.

           8     However, in the comments there was some question

           9     of whether the streamlined proceedings were

          10     necessary or would even be used.  One commenter

          11     said that default judgments were fast enough

          12     already so the procedure was not necessary,

          13     although another person said that default

          14     judgments are not efficient nor predictable

          15     enough.  Even if streamlined cancellation

          16     proceedings were not pursued, the commenter

          17     believed that default judgment procedures should

          18     be improved, and the USPTO should expedite the

          19     cancellation of expired registrations.  Another

          20     commenter questioned whether this procedure would

          21     be used at all because the petitioner who faces a

          22     responding registrant, rather than a defaulting
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           1     registrant, is likely to just convert to a full

           2     proceeding thereby eliminating much of the

           3     streamlining benefit.  Additionally, this

           4     commenter noted that the petitioner will have to

           5     spend resources upfront to gather use evidence,

           6     and that extra expense might militate against

           7     using the procedure at all.  Perhaps that

           8     reasoning is why another commenter simply turned

           9     to the idea that a new statutory procedure for the

          10     expungement of unused marks from the Register,

          11     similar to Canada or Australia, would be a more

          12     effective way to eliminate clutter from the

          13     Register.  As we noted in the request for

          14     comments, the USPTO is exploring the idea of

          15     statutory changes to implement other options for

          16     challenging registrations, but for purposes of

          17     this roundtable, we're only looking at the

          18     regulatory changes that could be accomplished more

          19     quickly than statutory ones.

          20               Lastly, there were concerns raised about

          21     how this procedure would affect the presumption of

          22     validity for registered marks.  For several of
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           1     those in favor of the streamlined procedures, the

           2     commenters raised questions about the impact of

           3     these procedures on the presumption of validity.

           4     These questions spawned further suggestions for

           5     various safeguards to be added to the process to

           6     protect registrants.  That is an important point.

           7     But we hope that the overall goal of accuracy will

           8     not fall victim to the presumptive rights of a

           9     registrant who has not met the statutory

          10     requirements to use the mark on all of the goods

          11     and services listed in the registration.  The

          12     comments that focused on exploring those possible

          13     safeguards will be addressed by my colleagues.

          14               MS. LYNCH:  Thanks, Amy.  Before I

          15     launch into talking about the comments on the

          16     streamlined cancellation, I wanted to just quickly

          17     follow up on one of the comments that Amy

          18     mentioned which was, and I think there may even

          19     have been two along these lines, to talk about our

          20     current default procedures.  There was some

          21     criticism of the timing or the predictability of

          22     the default procedures.  And I did just want to
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           1     mention that after the deadline for an answer, and

           2     before a notice of default issues, there is a

           3     modest amount of administrative waiting time

           4     that's built in there.  I think it's around ten

           5     days.  So I'm not sure if that may relate to some

           6     of the comments about perhaps expecting the notice

           7     of default to issue immediately after the answer

           8     deadline, or again when the notice of default and

           9     show cause goes out, there's the same type of

          10     modest administrative waiting time for the

          11     response to that.  But in the event that that's

          12     not what was contemplated by the comments about

          13     default, I think it's fair to say if there are

          14     suggestions or concerns that folks want to

          15     express, we could receive them also into the

          16     [TTABFRNOTICES@uspto.gov] mailbox and take them

          17     into consideration.  So turning to the comments on

          18     the streamlined cancellation, Amy talked about

          19     some of the high level up or down, in favor or not

          20     in favor on the policy, and I'm getting a little

          21     more into the nuts and bolts.  So the first area

          22     that I wanted to talk about where we had comments
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           1     was on the timing.  And there was not a lot of

           2     input on the overall timing, the expected duration

           3     of the proceeding as a whole, but we did have

           4     comments about the amount of time to answer.  And

           5     we had proposed 40 days for the respondent to

           6     answer the petition, and again, just as a reminder

           7     for everyone, this was with the idea that the

           8     petitioner was coming in with its prima facie

           9     evidence along with the petition, and then the

          10     respondent would be providing its use evidence at

          11     the time that it answered.  So we had some

          12     comments taking the position that 40 days for the

          13     respondent to answer seemed too short.  The

          14     concerns there came from a few different

          15     perspectives.  One was that we might have foreign

          16     registrants who might need to retain U.S. counsel,

          17     or you might have U.S.  Counsel for those

          18     registrants working through foreign counsel, and

          19     that there might be just some delays involved in

          20     the communications necessary to gather the use

          21     evidence from the foreign registrant.  There were

          22     similar concerns about pro se registrants who
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           1     might need to time to get themselves up to speed

           2     on the proceedings and find counsel to represent

           3     them.  And then there were also concerns about

           4     mark owners who have large IDs, and perhaps are

           5     from big corporations who, in fact, may be using

           6     the mark on all the goods and services, but might

           7     need time to gather the use evidence.  And the

           8     sense was that 40 days might be too short a time.

           9     So I think those commenters were suggesting either

          10     lengthening the time or allowing for one or more

          11     extensions of time if the respondent needed it.

          12     Then we also had at least one comment on the other

          13     side saying 40 days seems too long, and if this is

          14     a streamlined proceeding, why wouldn't 30 days

          15     suffice?  Turning from the timing to fees, the

          16     fees comments were a little unexpected in some

          17     sense because we actually had several commenters

          18     who thought that the fees proposed were too low,

          19     and we don't hear that very often at the PTO.  So

          20     a couple of the concerns seemed -- one was just,

          21     why is the fee going to be less than for a full

          22     proceeding?  I think the sense was perhaps the
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           1     scope of work for the agency would be similar or

           2     maybe there was a recognition that all of the

           3     board proceedings are to some extent subsidized

           4     because the fees don't typically cover the full

           5     cost of the board handling those kinds of

           6     proceedings.  So the commenter thought the higher

           7     fee commensurate with the full proceeding might be

           8     appropriate.  And then we had another commenter

           9     who thought the fees needed to be much higher as a

          10     deterrent to potential abusive filings of

          11     petitions for streamlined cancellation.  So next

          12     on to just some of the procedural comments. So

          13     here we have lumped in several different subject

          14     matters, but they all generally relate to the

          15     outline of procedure for streamlined cancellation

          16     that we gave in the request for comments.  Several

          17     of the comments addressed what a respondent's

          18     options would be upon being served with the

          19     petition for streamlined cancellation.  Some

          20     commenters wanted to ensure that there would be an

          21     ability for the registrant to delete particular

          22     goods and services if that was how it wanted to
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           1     respond to the petition for cancellation, or even

           2     voluntarily surrender the entire registration

           3     without prejudice provided it was done by the

           4     answer deadline.  Some wanted to ensure that the

           5     registrant might be able to come back and reapply

           6     for the same mark at a later time and that there

           7     wouldn't be any type of preclusive effect to

           8     prevent that.  We also had a comment relating to

           9     our proposed procedure that involved allowing the

          10     petitioner an opportunity to reply after receiving

          11     the answer, and at that time to potentially put in

          12     rebuttal evidence if the petitioner wanted to do

          13     so.  We had a comment that the petitioner really

          14     should not have the ability to reply, that it

          15     should be left with three options, to either just

          16     go forward after the answer was received and await

          17     the decision on the merits based on the filings so

          18     far, to withdraw the petition for cancellation, or

          19     convert to a full cancellation action.  So I think

          20     the idea was keep it streamlined and don't build

          21     in a reply for the petitioner.  I think one of the

          22     most controversial areas was the inability of the
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           1     respondent to convert to a full cancellation

           2     proceeding.  So in the proposal, and we gave a

           3     little explanation for this. Our thinking had been

           4     that if the petitioner, after receiving the

           5     answer, felt that it really was going to need

           6     discovery to move forward on these claims, that

           7     there were other issues that it really wanted to

           8     bring in, or that it no longer wanted to go

           9     forward with the streamlined cancellation

          10     proceeding, then the petitioner would have the

          11     option at the time when it otherwise might reply,

          12     to convert to a regular, full cancellation

          13     proceeding. But the respondent would not have that

          14     option.  We were taking into account that we're

          15     limited to just abandonment and nonuse claims in

          16     the streamlined cancellation.  And the respondent

          17     would be in control of the information about its

          18     own use, and likely wouldn't have that kind of

          19     need to convert to a full cancellation proceeding

          20     and obtain discovery.  So in the interest of

          21     keeping it streamlined, that was why we proposed

          22     not allowing that option for the respondent to
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           1     convert. But as I mentioned, there was definitely

           2     some discomfort with having the respondent

           3     foreclosed from converting to a full proceeding,

           4     with some commenters taking the position that if

           5     the respondent can make a compelling case for some

           6     reason, including perhaps that it wanted to bring

           7     counterclaims, then we really ought to at least

           8     allow the board the ability to grant a conversion

           9     for the respondent, just like we would for the

          10     petitioner.  And I think we're going to explore

          11     that issue a little further when we have our open

          12     discussion.  One commenter applauded the effort to

          13     limit motions practice, emphasizing that that is

          14     certainly something that contributes to cost and

          15     delay in the proceedings.  And to the extent that

          16     we can limit that in streamlined proceedings, we

          17     thought that was the right way to go.  We had a

          18     comment asking whether the board would have the

          19     ability to sua sponte request or require

          20     additional evidence from a respondent. I think

          21     there wasn't a lot of detail surrounding this, but

          22     the commenter mentioned that perhaps there might
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           1     be a suspicion of fraud and maybe all of the goods

           2     and services hadn't been challenged.  Would the

           3     board be able, on its own, to perhaps broaden the

           4     scope of the proceeding, and require information

           5     about other goods and services in the

           6     registration?

           7               And then finally, evidentiary issues

           8     were raised including that the board should allow

           9     parties the opportunity to cure evidentiary

          10     defects if they were raised, or to attempt to

          11     overcome objections that were raised by another

          12     party.  And there was curiosity about exactly how

          13     evidentiary objections might be raised and

          14     addressed in the streamlined proceedings, given

          15     the way we were proposing to structure them.  A

          16     couple of last points: I'm not sure that they fall

          17     under procedure, but I think that Amy mentioned we

          18     did have commenters who were concerned about

          19     having safeguards in the proceedings to make sure

          20     that respondents were not inappropriately or

          21     unfairly targeted with these types of proceedings.

          22     And some commenters felt like this could
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           1     potentially be a really significant burden on

           2     respondents both in terms of time and of expense

           3     and they wanted the PTO to keep in mind, when

           4     moving forward, that whatever procedures and

           5     whatever requirements we establish for those

           6     streamlined proceedings, to make sure that that is

           7     taken into account, and that we are protecting the

           8     interests of respondents.  And then we have more

           9     specific comments along the same lines that we

          10     would need specific rules to deter and punish bad

          11     faith, allow for remedies for what were called

          12     serial abusers of proceedings, and consider

          13     sanctions for a petitioner if, in fact, it turns

          14     out evidence of use of the mark that's being

          15     challenged is readily available.  So I think I'm

          16     going to stop there and turn it over to Mary Beth

          17     Walker to talk about a few of the other issues.

          18               MS. WALKER:  Thanks, Cynthia.  So the

          19     first topic that I'm going to talk about is

          20     standing, and there were a lot of comments on

          21     standing.  And I just wanted to say at the outset

          22     just as a reminder we're operating within the
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           1     existing statutory framework.  And so that is

           2     going to affect, I think, how we answer some of

           3     these questions with respect to standing.  And I

           4     just wanted to mention that before I offer some of

           5     the comments.

           6               So the comments on standing were

           7     interesting in that it seemed that some commenters

           8     were concerned that standing would be too high a

           9     burden, the existing statutory standing would be

          10     too high a burden, and that standing should be

          11     opened.  There shouldn't really be a standing

          12     requirement.  And other commenters were concerned

          13     that the standing requirement is too low, and that

          14     combined with a lower fee, this might be an avenue

          15     for abuse.  And so there were really comments on

          16     both sides in the standing requirements.  One

          17     commenter specifically suggested that we look to

          18     other countries, and that we have no standing

          19     requirement, and they mentioned Australia in

          20     particular for nonuse proceedings where no

          21     standing is necessary.  There were a couple of

          22     comments about procedure with respect to standing.
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           1     One commenter said that discovery on standing is

           2     unnecessary.  And as you may recall, in the notice

           3     we had suggested that the only opportunity for

           4     discovery might be on the standing question,

           5     because that's something that would be in the

           6     possession of the petitioner rather than in the

           7     position of the registrant.  So one commenter had

           8     said that seemed unnecessary, and that it might

           9     impede the efficiency of the process, which would

          10     then impede the goal of decluttering the Register.

          11     There was also a question about or a comment about

          12     whether if standing is raised as a concern, would

          13     the proceeding be suspended.  So again, in the

          14     notice we had suggested that if standing is raised

          15     as a challenge that the registrant also has to

          16     come forward with any response, substantive

          17     response, and evidence at the same time so that

          18     there wouldn't be a suspension for the standing

          19     question to be resolved.  And one commenter had

          20     suggested that there should be a suspension at

          21     that time.  With respect to use requirements,

          22     there are a number of comments that were asking
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           1     what the nature of the showing of use and nonuse

           2     would be.  There are a number of questions about

           3     what evidence would be sufficient to demonstrate

           4     use in this proceeding and intent to resume use.

           5     There were also questions about what would be

           6     sufficient to establish evidence of nonuse; so

           7     there were questions on both sides.  There were

           8     specific comments about what standards might apply

           9     to 44 and 66(a)-based registrations.  Obviously,

          10     for those applications use isn't required at the

          11     time of filing.  So there was a question about how

          12     that might affect a later cancellation for

          13     abandonment.  There was a question, and I believe

          14     that Amy may have mentioned this as well, about

          15     whether the TTAB may sua sponte request additional

          16     evidence of use.  But there was also a comment

          17     that suggested that that may create inefficiencies

          18     and may not be the best use of office resources.

          19     And then there was a comment that suggested that

          20     any further notice or regulations should

          21     explicitly provide for excusable nonuse as a

          22     defense.  There were a number of comments that
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           1     related to the burden of production and

           2     proof.  And these relate, in part, to what Amy

           3     mentioned earlier which is a question about the

           4     effect of the prima facie weight of the

           5     registration.  And so when a petitioner is coming

           6     forward with a petition, how much does a

           7     petitioner have to show in order to shift the

           8     burden to the registrant to come back in with

           9     evidence showing use.  There were also a number of

          10     comments that related to whether a respondent has

          11     the option to come forward just with some sort of

          12     paper challenging the petition on its face.  So no

          13     evidence of use, but can they challenge

          14     effectively by a motion to dismiss.  And there

          15     were comments on both sides some saying that there

          16     should be an opportunity for a motion to dismiss,

          17     others saying that there shouldn't be a motion to

          18     dismiss, that it's not necessary.  There were a

          19     couple of comments that were concerned about the

          20     burden on the respondent and I believe this also

          21     relates to a comment that Cynthia mentioned which

          22     is that there may be some timing limitations,
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           1     particularly when you have a number of goods that

           2     are covered by the registration.  And so there was

           3     concern that the burden on the respondent may be

           4     too great, and there was a request for more

           5     guidance on the nature of the evidence, and the

           6     burden of proof.  One comment had said that the

           7     petitioner should not have the ability to reply,

           8     essentially because there was no need to do so.

           9     That the petitioner should only have three

          10     options; that it can await the decision after the

          11     filing of the petition and any response, it can

          12     withdraw the claim, or can convert to a full

          13     cancellation.

          14               And then there were a number of comments

          15     asking what type of evidence would be necessary to

          16     bring forward with the petition itself.  And there

          17     were concerns about whether the type of evidence

          18     that would be brought forward with the petition

          19     might disclose privilege or work product

          20     materials.  And the last topic that I'm going to

          21     talk about is the effect of the proceedings.  And

          22     there were a number of comments that were
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           1     addressing questions or concerns about what the

           2     preclusive effect of these proceedings would be.

           3     There were some questions whether a petitioner

           4     should be allowed to withdraw after receiving the

           5     response, or whether a registrant should be

           6     allowed to withdraw after receiving the notice,

           7     and whether those should be treated differently

           8     with respect to preclusive effects.  So for

           9     example, I believe there were several comments

          10     that suggested that if a registrant received one

          11     of these petitions that they could surrender the

          12     registration at least for those goods or services

          13     that are challenged, and that should not be

          14     preclusive as to a filing for the same goods and

          15     services for the same mark in the future.  There

          16     was also a question about how streamlined

          17     proceedings would operate as claim preclusion

          18     against different claims arising from the same

          19     facts.  And one of the examples was for a nonuse

          20     filing. Oftentimes the same facts will give rise

          21     to a fraud claim as well.  But fraud is not

          22     something that can be brought in the streamlined
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           1     petition context.  So there was a question of

           2     whether a finding, for example, that

           3     there was use as of the time of filing would be

           4     preclusive against a later filing of a fraud

           5     claim, even if there are more facts that are

           6     discovered later.  And then there was a question

           7     raised about whether streamlined proceedings would

           8     operate as full and fair proceedings to give rise

           9     to issue preclusion, and a couple of commenters

          10     specifically referenced B&B Hardware and how this

          11     fits in with the B&B Hardware decision.  And I'll

          12     turn this back to Cynthia for some miscellaneous

          13     comments.

          14               MS. LYNCH:  Okay.  So a few other

          15     comments that didn't fit into any of our general

          16     categories. We had a couple that dealt with what a

          17     petitioner might be able to do with a streamlined

          18     cancellation petition.  And one suggested that in

          19     addition to only allowing nonuse and abandonment

          20     grounds for cancellation, that we consider also

          21     allowing genericness, functionality and lack of

          22     distinctiveness as additional grounds that the
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           1     commenter thought might be suitable for a

           2     streamlined proceeding.  We had one commenter who

           3     suggested that a petitioner, in addition to being

           4     able to challenge particular goods or services as

           5     not being used, be able to request a particular ID

           6     amendment for the registration to perhaps narrow,

           7     or be more specific as to the nature of the goods

           8     and services.  I'm assuming an amendment in a way

           9     that they think might work around a 2(d) or

          10     infringement issue, so that they be able to use

          11     the streamlined proceeding to seek some kind of

          12     greater specificity in the ID.  We had a request

          13     that in going forward in any way with these

          14     proceedings, if we did a notice of proposed

          15     rulemaking, for example, that we provide

          16     additional examples of acceptable pleaded

          17     defenses.  I think we mentioned only estoppel and

          18     prior judgments as defenses that we thought might

          19     be raised in the streamlined proceedings, and this

          20     commenter was looking for more.  And then we had a

          21     request that as a way of achieving the greatest

          22     degree of consistency in the streamlined
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           1     proceedings, if they're implemented, the board

           2     consider dedicating specific personnel to deal

           3     with the streamlined proceedings.  And then the

           4     last miscellaneous comments I wanted to close with

           5     were a rare, widespread but almost universal

           6     agreement from everyone who commented on it, that

           7     if the parties are interested in either a brief

           8     suspension or brief extensions of time to

           9     facilitate settlement, that we allow those even in

          10     streamlined proceedings.  And I think there was

          11     some acknowledgment that maybe we might limit them

          12     but that at least to some extent, we ought to

          13     allow them.

          14               CHIEF JUDGE ROGERS:  Before we get into

          15     any of the questions, such as how can we do this,

          16     or how can we address a particular comment

          17     successfully, it's useful to throw it open to you

          18     if there are any things that you would like to

          19     latch onto that you've heard in the summary of the

          20     comments, something that you would like to echo or

          21     reiterate, or if there are any particular subjects

          22     that you think it's most important for us to
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           1     address as we work through this.

           2               MS. CHAPMAN:  This is Beth Chapman.

           3     When this was first being discussed and talked

           4     about at really, really early stages everyone

           5     talked about Canada.  And I do not know the

           6     Canadian regular cancellation system nor am I

           7     terribly familiar with their expedited system.  If

           8     it's a good example, could someone just explain

           9     how Canada does it and how Canada's proceeding may

          10     be different?  I'm just curious.

          11               MR. HUDIS:  Jonathan Hudis, Quarles &

          12     Brady.  Today I'm here for the ABA IPL section.

          13     So, Beth, the way I understand the Canadian system

          14     works is it's basically all on declarations and no

          15     discovery.  So basically there is a declaration

          16     attesting to proof of a search for use of the

          17     mark.  It's not being used.  There is a provision

          18     for a response.  What I am not sure of, and maybe

          19     somebody else on the panel can assist, is I don't

          20     know if they allow for discovery such as by

          21     depositions.  But my understanding is the entire

          22     proceeding is all on paper and it's by
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           1     declarations.

           2               MS. RICKETTS:  And there's no standing

           3     requirement.

           4               MR. HUDIS:  This is Jonathan Hudis

           5     again.  I'd like to jump off from a part of Amy

           6     Cotton's comments, which has to do with utility of

           7     the proceeding in general before we get into the

           8     specifics.  And so I don't ramble, I'm going to

           9     read this question.  So we've been hearing

          10     comments that the proposed streamlined proceeding

          11     would be used very much in actual practice.

          12     Presently, the party who's the putative petitioner

          13     after investigation believes that the registrant

          14     is not using the mark, the petitioner would file a

          15     petition for cancellation, and there is a

          16     significant likelihood that the respondent would

          17     default.  With either procedure, that is the

          18     current cancellation procedure based upon

          19     abandonment or nonuse, or the contemplated

          20     streamlined proceeding, the petitioner is likely

          21     to obtain a default judgment in most situations.

          22     So if the respondent files an answer and evidence
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           1     in the streamlined proceeding, the petitioner is

           2     likely to convert to a regular cancellation

           3     proceeding if the petitioner wants to further

           4     pursue the matter.  It's been questioned whether

           5     the petitioner would want to incur the added

           6     expense of developing and filing evidence up front

           7     when the desired usual result is a default

           8     judgment.  And this added expense is likely to far

           9     exceed the reduction in filing fees for the

          10     streamlined proceeding.

          11               CHIEF JUDGE ROGERS:  Let me say that

          12     unfortunately the board is unable to actually

          13     answer the simple, direct question: In how many

          14     cases involving nonuse or abandonment claims do we

          15     actually get default judgments?   I think that

          16     would go a long way towards helping people figure

          17     out whether the utility of a default judgment in a

          18     streamlined proceeding might be enough rather than

          19     getting a default judgment in a regular

          20     proceeding.  We can only identify the number of

          21     cases involving nonuse or abandonment claims if we

          22     actually looked at all petitions, to see what was
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           1     asserted.  There's

           2     no easy way for us to extract that data

           3     from the ESTTA cover sheets or from the

           4     attachments to the cover sheets.  We can probably

           5     figure out the percent of cases involving default

           6     judgments, but only irrespective of the claims.

           7     And that's - probably our best guesstimate is -

           8     about 25 percent so I don't know if that's what

           9     you were thinking, Jonathan, when you were

          10     thinking that default judgments are likely.  But

          11     we also have to figure that there may be

          12     settlements that parties enter into essentially

          13     because one side knows it has no chance of

          14     prevailing.  And so there may be settlements that

          15     should in all fairness, if you wanted to get a

          16     sense of which cases would go forward and which

          17     cases would not, settlements that might be worth

          18     considering in tandem with default judgment.  And

          19     so we'll continue to look at our records and try

          20     and figure that out.  But for now, I don't think

          21     we have any easy answers to that question.  And it

          22     seems to me that, and all of you who file before
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           1     us can tell me if I'm wrong, but it seems to me

           2     that many potential petitioners are going to be in

           3     the best position to figure out whether the

           4     circumstances revealed by their investigation are

           5     such that the default is likely or not.  You'll

           6     know more about the respondent, the extent of

           7     their business, how deep their pockets are, that

           8     kind of thing, hopefully, than we will, and so I

           9     would think that that's something that just has to

          10     go into the calculation of whether the proceeding

          11     is worth it or not.  And it seems to me another

          12     side issue is if you really do think you're going

          13     to get a default, would you prefer having a

          14     default judgment on a multiplicity of claims that

          15     could be of use down the road rather than just on

          16     the abandonment or nonuse claim? But anyway, just

          17     some observations on default issues.

          18               MS. RICKETTS:  This is Allison

          19     Strickland Ricketts.  I'm with Fross Zelnick.  I

          20     am here today representing IPO.  Can you explain

          21     how it would work if the person did not file an

          22     answer?   Because it says in the Fed Reg notice
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           1     that if there's no answer filed that proceeding

           2     could conclude within approximately 70 days.  So I

           3     guess it won't be a notice of default?   It'll

           4     just be like they don't answer and then you cancel

           5     it or what's the plan?

           6               MS. LYNCH:  I don't think we had worked

           7     out the particulars of what the timeframe would be

           8     entirely at each step of default.  But I am

           9     assuming that we would have some notice of default

          10     before the default judgment.

          11               CHIEF JUDGE ROGERS:  I could tell you

          12     because I've looked into it that our systems are

          13     set up to automatically issue a notice of default

          14     in all cancellation cases once we hit 50 days

          15     without an entry number four in the prosecution

          16     history.  Because if there's no entry number four,

          17     then we know there's no answer.  Now entry number

          18     four could be an extension or a suspension or

          19     something else which would prevent the system from

          20     automatically issuing the notice of default.  But

          21     it is right now an automated process so that if we

          22     don't have anything whatsoever from the defendant,
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           1     a notice of default would issue within 50 days.

           2     Now that's presuming that we keep our current

           3     response period, and I think we were thinking it

           4     would be easier for practitioners if we kept the

           5     40-day response period, and may, perhaps, be

           6     easier on docketing systems rather than having

           7     different response periods to docket depending on

           8     what kind of proceeding you were bringing.  But

           9     the notice of default would issue within 50 days

          10     and then I don't know that we would get to 70 days

          11     unless we change those response periods and made

          12     them shorter and maybe made even the automatic

          13     issuance of a notice of default shorter.

          14               MS. LYNCH:  That was my understanding,

          15     that we were looking at having some flexibility in

          16     shortening the administrative wait time that I

          17     mentioned and shortening the period of time to

          18     respond to a notice of default.

          19               MR. BROOKE:  Yes.  There it goes.  Tom

          20     Brooke with Holland & Knight here today with the

          21     INTA.  On the issue of standing, and we've kicked

          22     this around a lot, but the times when I've had
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           1     filed petitions to cancel and we have compliance,

           2     often our guys don't have use.  Our client does

           3     not have use of mark.  They don't want to use it

           4     because there's a registration blocking them, and

           5     we could probably show evidence of an intent to

           6     use, whatever the heck that is.  Yeah, we really

           7     would like to use this but we don't really want to

           8     telegraph too much.  So I think that's something

           9     we have to think about here.  I mean, on the one

          10     hand, you don't want people just coming and filing

          11     these petitions just for the thrill of it,

          12     although I don't know why anybody would want to

          13     spend money on this sort of thing just for the

          14     thrill of it.  On the other hand, I think most of

          15     the time we're going to see people who aren't

          16     using the mark hoping to clear the way, clear a

          17     path.

          18               And that you got from our comments

          19     earlier.  I just wanted to, again, highlight the

          20     whole use analogous to trademark use which is

          21     written down in here.  I don't think you

          22     specifically said that, but that's one of our big
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           1     questions is advertising.  You know, the board

           2     seems to accept use analogous to trademark use in

           3     proceedings whereas at the 8 & 15 stage, at the

           4     renewal stage and certainly at the prosecution

           5     stage, that isn't good enough.  So I think that

           6     may be a bigger issue down the road.  What is

           7     trademark use especially in this electronic age?

           8               MS. WALKER:  Could I just ask a

           9     clarification point, and this is Mary Beth Walker.

          10     When you just mentioned use analogous just now,

          11     were you mentioning that in the context of the

          12     showing of the registrant or the showing of the

          13     petitioner?

          14               MR. BROOKE:  The registrant, the

          15     registrant.

          16               MS. WALKER:  Thanks.

          17               MR. BROOKE:  Sure we're using it.  We've

          18     got, you know, all this advertising, all this

          19     promotion.  Yeah, but is it on the box?   Is it on

          20     the actual label?   You know, would this fly when

          21     it got to the 8 & 15 stage?   And, you know, maybe

          22               I'm in the position where I tell the
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           1     client look, just wait.  They've got to file a

           2     declaration in two years.  They'll never be able

           3     to get it past the office.  Just let it go.  But

           4     sometimes our clients actually have businesses

           5     they're operating and they want to move this

           6     along.

           7               MR. HUDIS:  So if this contemplated

           8     proceeding goes forward in the board's plans - and

           9     this is in response to one of Judge Lynch's

          10     comments - it would be appreciated if there could

          11     be a discussion or a set of examples in the final

          12     rules package of what proof is required in

          13     connection with the petitioner's petition.  As

          14     some of the written comments have already stated

          15     to the PTO, some practitioners were concerned

          16     about revealing too much which would delve into

          17     matters of privilege or work product.  So would it

          18     be, for example, enough to have a signed pleading

          19     from petitioner's counsel that said we conducted

          20     an investigation online; we conducted an

          21     investigation commercially, leaving that assertion

          22     intentionally vague, and we did not find any use
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           1     of respondent's mark?  I think what the board said

           2     in the Federal Register notice about discovery

           3     limited to standing on the part of respondent

           4     would be enough.  But I think discovery going

           5     forward any further than that, going into the bona

           6     fides of the petitioner's "investigation", I think

           7     that would be going too far.  And that also goes

           8     to the expense of bringing the streamlined

           9     proceeding in the first place.  If it is just a

          10     statement by counsel in the petition and that's

          11     enough, one would think that the bar and their

          12     clients would more readily take advantage of the

          13     streamlined proceeding.  The more you require

          14     upfront, something further than that, the less

          15     likely putative petitioners will take advantage of

          16     streamlined proceedings and just go forward with,

          17     as I mentioned earlier, a straightforward

          18     cancellation proceeding with the anticipation of

          19     default.

          20               CHIEF JUDGE ROGERS:  Ted, do you mind if

          21     I put you on the spot as a follow up to Jonathan's

          22     question?   I know you've articulated before
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           1     concerns about devaluing the prima facie

           2     presumptions of a registration.  And does the kind

           3     of showing that Jonathan suggests we ought to

           4     specify in an NPRM that a plaintiff might be able

           5     to make without revealing privileged or work

           6     product material, and without being subject to a

           7     lot of discovery, would that do harm to that

           8     presumption as you see it?

           9               MR. DAVIS:  Well, I am enthusiastic

          10     about this proposal generally so my concern is

          11     less devaluing the value of a registration than it

          12     is leaving what I read into this proceeding as a

          13     significant vulnerability when and if it's

          14     challenged at the Federal Circuit level, as I

          15     believe it will be.  You know, I think we've

          16     already discussed the fact that if you have a

          17     federal registration under Federal Circuit case

          18     law, the challenger always bears the burden of

          19     proof.  There may be a shift in the burden of

          20     production if there is three years of nonuse, but

          21     the burden of proof always remains with the

          22     challenger.  Here the issue is, I think, less what
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           1     is required as part of the petitioner's prima

           2     facie case than it is what happens once that prima

           3     facie case has been proven.  Do we have, as the

           4     language of these proposals, the various proposals

           5     I've seen consistently suggest, a shift in the

           6     burden of proof, or a shift in the burden of

           7     production?  If it's a shift in the burden of

           8     proof, again, I think it is vulnerable.  I think

           9     it is very vulnerable and I think very quickly

          10     respondents who get these orders are going to take

          11     it up with the Federal Circuit, and a shift in the

          12     burden of proof cannot be reconciled with

          13     controlling authority from that court.  This gets

          14     into, as well, an issue we've talked about, the

          15     inability of the respondent to convert into a

          16     full-blown cancellation action.  As long as you

          17     have this discrepancy, you are allowing the

          18     petitioner to choose the burdens that the parties

          19     are operating under in a way that the respondent

          20     is unable to.  In a streamlined proceeding somehow

          21     there's a shift in the burden of proof.  In a

          22     regular cancellation action there never is.  You
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           1     may want as a normative proposition to have that

           2     rule.  I know we've got it on the patent side

           3     where you've got a discrepancy between what it

           4     takes to invalidate a patent in district court

           5     litigation on the one hand and in an IPR

           6     proceeding in another.  The patent bar gets along

           7     with that discrepancy just fine for reasons I

           8     can't understand.  But nonetheless, I don't think

           9     it's appropriate to import that sort of

          10     distinction here.  But I do agree that there needs

          11     to be a prima facie showing of nonuse.  I think it

          12     would be up to the board to define what that is.

          13               CHIEF JUDGE ROGERS:  Jonathan has a

          14     follow up.

          15               MR. HUDIS:  Yes, as a follow up.  I

          16     Think, as an institutional matter for the board,,

          17     the PTO should immunize itself against a smart

          18     appellant's lawyer such as Ted Davis from such a

          19     challenge. I think the board in the notice of

          20     final rulemaking and in some of its initial

          21     precedential decisions, if this type of

          22     streamlined proceeding goes forward, should
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           1     explain what the parties' burdens are; burden of

           2     proof, burden of production.  There is a

           3     requirement once the petitioner has made its prima

           4     facie case that the burden shifts to the

           5     respondent.  And there is nothing wrong with that.

           6     The question is from a turn of phrase either in

           7     the final rulemaking, or in precedential decisions

           8     from the board, are you going to make these

           9     proceedings vulnerable to an appellate challenge.

          10     I think the board just initially has to be very

          11     careful with that.  Being mindful that the whole

          12     purpose of this project for streamlined

          13     proceedings is you want them to be relatively

          14     efficient/quick, and not overly expensive as

          15     compared to a regular cancellation proceeding.

          16               MS. LYNCH:  I just wanted to comment.  I

          17     mean, your scenario of what you might proffer in a

          18     petition, it's very helpful for us to hear,

          19     especially to the extent you're seeking, and I

          20     think several of the commenters have sought, more

          21     specific guidance from us.  And so to the extent

          22     you all, from your experience with any nonuse and

                                                                       51

           1     abandonment claims, want to here or in future

           2     comments to the [TTABFRNOTICES@uspto.gov] mailbox,

           3     give us any indications, please share them.  We

           4     had put out in the request for comments the idea

           5     of the declaration, but if you have other ways

           6     that may work, apart from your cases where you

           7     would have had discovery responses to use, you may

           8     want to put forward hypotheticals or ideas about

           9     how the prima facie case might be made in the

          10     context of the streamlined petition for us to take

          11     into consideration. I think it would be very

          12     helpful.

          13               CHIEF JUDGE ROGERS:  Ted, if I can

          14     follow up on your suggestion that with the

          15     respondent not having the option to convert, we're

          16     leaving the plaintiff to define the burden of

          17     proof.  Is this a significant enough issue that

          18     you're arguing the respondent should have the

          19     opportunity to convert, or that we just need to be

          20     careful in how we establish what would be the

          21     prima facie case and shift the burden of

          22     production?
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           1               MR. DAVIS:  I think it's an issue that

           2     relates to what is the shift in.  What is the

           3     burden that is shifted?   If it's a shift in the

           4     burden of persuasion, the burden of proof, then I

           5     think there is a problem.  If it's only a shift in

           6     the burden of production, then you've got a rule

           7     that's consistent with Federal Circuit case law.

           8     You don't have that issue.  But yes, as proposed,

           9     it allows the challenger to essentially allocate

          10     the parties' respective burdens of proof.  Now

          11     Jonathan discussed earlier, why would somebody

          12     choose this proceeding over a regular cancellation

          13     action?   I would do so if I wanted to get the

          14     advantages of that shift that I would not get in a

          15     regular cancellation action.  If I can put the

          16     burden of proof on the registrant to prove the

          17     validity of its mark in response to my prima facie

          18     case, it gives me a significant advantage over if

          19     I'm a petitioner in a standard cancellation action

          20     where if I show 50 years' worth of nonuse the

          21     Federal Circuit says, well, that just shifts the

          22     burden of production to the respondent to come up
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           1     with some kind of evidence or testimony of an

           2     intent to resume use, and then the respondent

           3     prevails.

           4               CHIEF JUDGE ROGERS:  So you would use

           5     this because of the advantage it would offer you,

           6     but it would still then be vulnerable on appeal?

           7               MR. DAVIS:  Yes.

           8               CHIEF JUDGE ROGERS:  Okay.

           9               MR. DAVIS:  I think so.  And again, I'm

          10     in favor of something here but I'm concerned about

          11     the vulnerability.  And I might just say as well,

          12     you talked about the difficulties of identifying

          13     what percentage of nonuse-based challenges

          14     actually settle out.  I think the number of

          15     disputes is going to be significantly higher

          16     because no matter on what side of this I am, if I

          17     am being blocked by a prior registration, and I

          18     think that mark no longer is in use, perhaps it's

          19     been abandoned.  Prior to filing anything with the

          20     board, I am very likely to contact the

          21     registrant's counsel and ask for a consent

          22     agreement.  And by the same token, if I represent
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           1     a registrant who has a problem in this area, and

           2     my client or I receive some correspondence saying

           3     we think this mark is not in use, one thing that

           4     I'm going to offer up in return is a consent

           5     agreement.  And in both cases, you know, this

           6     dispute, that resolution, this scenario isn't

           7     going to wind up in the board's statistics at all

           8     because nothing is ever going to be filed.

           9               MS. FRASER:  This is Jennifer Fraser of

          10     Dykema Gossett also here on behalf on INTA.  I'm

          11     also curious as to what the board would envision

          12     for replies from the petitioner and why that's

          13     being allowed?   Would they be challenging the

          14     sufficiency of the registrant's evidence? Why the

          15     reply, and what do you envision its purpose would

          16     be, and should the registrant then have an ability

          17     to rebut that, especially if they cannot convert?

          18               MS. WALKER:  I think we had contemplated

          19     the reply at least in one example for a situation

          20     where we have, let's say, evidence of an intent to

          21     resume use.  So because the petitioner didn't have

          22     the benefit of seeing that evidence when they
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           1     filed it, it's an opportunity for them to argue

           2     why that evidence is insufficient.  So it would be

           3     legal arguments in response to evidence that's put

           4     in by the respondent because the petitioner may

           5     well think that the respondent just hasn't made

           6     out that burden of production in coming forward

           7     with whatever evidence it has to respond to the

           8     prima facie case.

           9               CHIEF JUDGE ROGERS:  And that would go

          10     for excusable nonuse, too, I presume if the

          11     defendant came forward with evidence of that?

          12               MS. WALKER:  Right.  I think the same

          13     thing.

          14               MR. BROOKE:  Ted has asked or you and

          15     Ted had had a discussion about when would you use

          16     this proceeding versus just filing a petition to

          17     cancel based upon default.  And it seems to me

          18     that where this type of proceeding would be useful

          19     is when you're dealing with those laundry list

          20     registrations where somebody has a registration in

          21     class 25 for 16 different pieces of clothing when

          22     you are pretty confident that all they're doing is
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           1     selling T-shirts and they're out there.  If you

           2     were to file a standard petition to cancel, the

           3     other side could certainly file an answer.  You

           4     wouldn't be able to get a default, a judgment.  If

           5     they file an answer you'd have to go through a

           6     year and a half, two years before you could get to

           7     the end.  If this is structured properly and you

           8     can file this new streamlined action against the

           9     registration and pick and choose and say we just

          10     want to cancel this, this, this, and this, and

          11     they've got come up with evidence to show they're

          12     using it on leggings, and women's blouses, that to

          13     me is where this kind of proceeding comes in

          14     handy, you know, could come in handy.  So that,

          15     again, brings up the question what kind of use are

          16     we looking for here?   What are they going to have

          17     to come up with as a registrant?  You had been

          18     talking about the burden, and I understand the

          19     difference between production and, you know, the

          20     various evidentiary burdens here.  My

          21     understanding of the Canadian procedure is they do

          22     shift the burden there.  Now I don't know how
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           1     that's going to work and what the Federal Circuit

           2     would say about that here, but the danger is that

           3     if there is a registrant out there and they aren't

           4     really -- and they haven't gone out of business

           5     five years ago, all they have to do is say, oh, we

           6     want to convert.  And suddenly you're back into

           7     the more expensive proceeding and time-consuming

           8     proceeding.  It seems to me that if somebody wants

           9     to convert, if a registrant wants to convert and I

          10     have no idea how to structure this.  I'm sort of

          11     making notes to myself but I don't yet.  If they

          12     were to present some evidence of use, then they

          13     could convert.  But if they have no evidence of

          14     use, they can't just convert for the sake of

          15     converting to drag this thing out, where they go

          16     back and go to the print shop and come up with

          17     some labels that they said that had been in the

          18     back room somewhere.  Not that that's ever

          19     happened to any of us.

          20               MR. HUDIS:  Tom made two very excellent

          21     points that I want to address one at a time.  When

          22     Tom was talking about a laundry list of goods and
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           1     in his hypothetical the registrant is only selling

           2     T-shirts and some other goods such as leggings and

           3     skirts.  Would the streamlined proceeding, this is

           4     my first question, would the streamlined

           5     proceeding be available in Section 18 cancellation

           6     proceedings where you just want to excise out the

           7     goods and/or services that are giving your client,

           8     the petitioner, a problem?   And then allege what

           9     is normally required in a Section 18 proceeding

          10     which is that with the deletion of those goods or

          11     services likelihood of confusion is avoided. My

          12     standing is I have an application on file that's

          13     been blocked because of the registrant's laundry

          14     list registration that's on file?  Now Tom's other

          15     point goes again to the standard of proof.  And

          16     I'm trying to stay away from Ted Davis' comment on

          17     burden of proof and burden of persuasion because I

          18     think really this is an issue regarding standard

          19     of production; and the availability of a

          20     cancellation counterclaim.  In the circumstance

          21     where the respondent has some ability to show some

          22     use, what is the standard under which, if at all,
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           1     the board might allow a conversion by the

           2     petitioner to a full proceeding?   I think it

           3     should be a standard of good cause, not

           4     extraordinary circumstances, for example.  And

           5     that good cause would be that, for example, the

           6     petitioner's standing was based upon a registered

           7     mark and the registrant should be able to

           8     challenge that with a counterclaim.  But if it's

           9     based upon an application that has been at least

          10     initially refused because of priority and

          11     likelihood of confusion with an existing

          12     registration, what is the basis for the

          13     counterclaim?   There has to be some good cause

          14     showing for that counterclaim along with, as Tom

          15     alluded to, the proof that there's still use of

          16     respondent's mark.

          17               CHIEF JUDGE ROGERS:  One of the things

          18     I've been wondering about was why plaintiffs, why

          19     petitioners might bring a proceeding if they

          20     actually have a registration.  Maybe you can

          21     follow up on that for me.  It seems to me that the

          22     utility is mostly when you have an application
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           1     pending that's been refused.  And although it

           2     doesn't happen very often, I understand the

           3     concern with tipping your hand, but if you don't

           4     have an application on file, we have seen cases

           5     from time-to-time when somebody files a petition

           6     to get out of the way a blocking registration that

           7     they think will be cited against their

           8     application, if they file it.  But by the time

           9     they get around to filing it, someone else already

          10     has and they've simply cleared the way for someone

          11     else to go forward.  So it seems to me most people

          12     who are going to petition are going to be

          13     applicants who have the problem.  But I guess I'm

          14     wondering under what circumstances a registrant

          15     might want to pursue this petition.

          16               MR. HUDIS:  A petitioner who has a

          17     registration could be somebody who wants to expand

          18     to another registration for expanded goods or

          19     services who can't now because of the blocking

          20     registration.

          21               CHIEF JUDGE ROGERS:  But they would do

          22     that without filing an application first?
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           1               MR. HUDIS:  Good point, Judge Rogers.

           2               CHIEF JUDGE ROGERS:  I don't know.  They

           3     might not.  Okay.  So go back to your -- we'll

           4     come back to Allison in a second, but I wanted to

           5     address your Section 18 issue.  It seems to me

           6     that we've got a couple of issues there.  One is

           7     that Section 18 is, of course, often a nonuse

           8     issue.  It's not restricted to nonuse, but it

           9     certainly is useful there.  And we've

          10     differentiated in our case law in the past between

          11     partial cancellation, for example, when you have a

          12     discrete set of goods or services and you're just

          13     targeting those items and you don't need to reform

          14     the words of the identification in any way, as

          15     compared to cases where you are not targeting

          16     discrete items but do need to rework the ID, for

          17     example, by adding channel of trade or class of

          18     consumer restrictions.

          19               For a partial cancellation, you just say

          20     I want to knock this one out.  I want to knock

          21     that one out.  That can be a partial cancellation.

          22     You don't necessarily need to resort to Section
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           1     18.  And Section 18 has that additional

           2     requirement that you show that this deletion or

           3     restriction would avoid the likelihood of

           4     confusion. But you do have those cases where you

           5     don't have discrete items.  And it seems to me

           6     that we ought to have this restriction type of

           7     proceeding be available in cases such as computer

           8     programs where, you know, it just says computer

           9     programs, and if you want to restrict the computer

          10     programs to particular kinds of programs, market

          11     it to particular kinds of people so you could then

          12     clear your application for progress forward then

          13     you'd have to use Section 18 because you'd be

          14     trying to rework the ID in a particular way.  I

          15     don't see why we couldn't have that be part of a

          16     nonuse proceeding because you're saying it's not

          17     being used on anything that would not be covered

          18     by the resulting reworded ID.

          19               MR. HUDIS:  So to send that question

          20     back to you, Judge Rogers, I think why not in this

          21     streamlined proceeding have both?   A targeted

          22     approach would be to get rid of X, Y, Z goods
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           1     versus I want to challenge the entire ID and

           2     restrict it to a field of use?  Computer programs

           3     for calculating widgets on an assembly versus

           4     computer programs generally?

           5               CHIEF JUDGE ROGERS:  I'm saying I don't

           6     see why that couldn't fit within a nonuse claim.

           7     Now also you make the point that the board has

           8     said in the past in its cases that we would not

           9     exercise our authority under Section 18 unless it

          10     would also help avoid a likelihood of confusion.

          11     There's a purpose behind exercising that

          12     authority.  But that's not written into the

          13     statute.  It's a laudable aspect, I think, of

          14     Section 18 practice but it's not necessarily a

          15     requirement that we would have to have here.  I

          16     think in most cases it would be pretty much part

          17     and parcel of the conflict to be resolved but

          18     that's certainly open to discussion I think.

          19               MR. HUDIS:  Judge Rogers, it's your case

          20     law.

          21               CHIEF JUDGE ROGERS:  That's exactly my

          22     point.
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           1               MS. RICKETTS:  The reasons why I would

           2     want to do this kind of proceeding and a reason

           3     that would make it not worth doing at all would be

           4     the respondent could convert it into a full

           5     proceeding, because one of the advantages of it is

           6     that it focuses solely on the validity of the

           7     registered mark.  You know, is it in use?   Was it

           8     in use when they claimed that it was in use?

           9     Going into a full proceeding the petitioner now

          10     has to answer discovery about its use, its intent

          11     to use, all of which is not all that relevant to

          12     the question of whether these people are still

          13     using their mark.

          14               So I view this as something that will

          15     definitely be less expensive because you're not

          16     going to be looking at the having the tables

          17     turned, and you're suddenly into the more

          18     expensive proceeding when that's not what you

          19     wanted.  Another time to use it is because

          20     sometimes you really cannot find the people, or

          21     they never had an attorney at all to even talk to

          22     them about a consent.
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           1               The investigator, you know, calls,

           2     emails, texts and people just don't answer.  You

           3     know, you're like, are they still out there or are

           4     they not?   If they are and they're using, fine,

           5     I'm more than happy to respect their rights, but

           6     if we can't find them, then, there's no one to

           7     have that any kind of settlement discussion with.

           8     So this is a way to try to find out the answer to

           9     that question.  And also I think that even if I

          10     could contact them, I wouldn't necessarily contact

          11     someone who has prior use and prior rights and ask

          12     them for consent because why would they agree?

          13               I mean, I have no leverage, whereas if I

          14     file a proceeding based on a belief, you know,

          15     then we can talk because I have some leverage in

          16     that discussion.  So I would be -- I'm very

          17     opposed to having it where the respondent can turn

          18     it into a full proceeding, because at that point

          19     there really is no purpose for me to go to the

          20     extra expense upfront to put in my investigation

          21     and, you know, I'd just go with a cancellation the

          22     way that it is.  As far as whether they're going
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           1     to default, I mean, you just never know.  I mean,

           2     I've had cases like that where you can't find

           3     anyone to talk to and suddenly they're represented

           4     by a big law firm.  Okay, that's a surprise but

           5     okay, good. And then sometimes they're already

           6     represented by a big law firm, and   I expect to

           7     get the call any day: Let's work something out.

           8     Never hear anything.  It goes through on default.

           9     So there's just really no predicting.

          10               MR. HUDIS:  So I have a question for Tom

          11     and for Allison.  From your remarks are you

          12     suggesting -- and I'm not opposed to this if

          13     that's what you're saying --   Would you be

          14     advocating for no ability for the respondent to

          15     convert to a full proceeding under any

          16     circumstances, cause or no cause?

          17               MR. BROOKE:  I agree no reason for them

          18     to do it.  Either they're using it or they're not.

          19               CHIEF JUDGE ROGERS:  Let me ask people

          20     to weigh in on what I think might be a low-hanging

          21     fruit question because I think some of these

          22     questions are going to be hard for us to decide
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           1     ultimately.  I suspect that there might be a good

           2     deal of willingness if the parties find themselves

           3     involved in this kind of a proceeding to

           4     accommodate agreed extensions or suspensions to

           5     accommodate settlement talks.  Now of course, that

           6     doesn't mean it's a fast proceeding, but if the

           7     parties are actually talking and willing, I mean,

           8     that has been a desirable part of our practice in

           9     regular cancellation proceedings.  And I guess I'm

          10     wondering what people's thoughts are about that

          11     particular point that was made in the comments?

          12               MS. RICKETTS:  I'm fine with that if

          13     it's gotten them to respond, then great.

          14               MR. HUDIS:  I agree with Allison.  As a

          15     practical matter I think the board should cut off

          16     the number of extensions or suspensions.  The

          17     whole purpose of this proceeding is to be

          18     streamlined and relatively quick.  If the parties

          19     are talking, then talk and get to an agreement, or

          20     you're back in the proceeding and let the board

          21     rule.

          22               MS. FRASER:  I agree with both of those
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           1     comments but also wonder if -- I guess I'm just

           2     worried that there could be a scenario where I'm

           3     representing the respondent and it's summer in

           4     Europe and I've got a long list of goods, and

           5     they've got lots of invoices and things that the

           6     board might not like, if there would be

           7     opportunities for extensions in some cases.

           8               CHIEF JUDGE ROGERS:  But actually, I was

           9     talking about not good cause extensions, and that

          10     might be a good cause.  I was talking about

          11     stipulated ones because of settlement talks.  Are

          12     you suggesting that the settlement talks might be

          13     stymied because of the European vacation but they

          14     would be interested in it?

          15               MS. FRASER:  Well, I guess in theory it

          16     could, but no, I was agreeing that in proper

          17     circumstances, the parties could consent for

          18     settlement.  But then I also wanted to make sure

          19     that extensions would be permitted in appropriate

          20     cases, too, even just by one party who had a need.

          21               MS. LYNCH:  I think we talked about

          22     allowing one extension, trying to limit them more
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           1     than in a regular proceeding, but allowing some

           2     reasonableness if there are extenuating

           3     circumstances or good cause.

           4               MR. BROOKE:  I agree.  The one extension

           5     seems fair, and I think one of the big -- one of

           6     the best developments over the past few years at

           7     the board, it's actually been more than a few

           8     years, is the cutoff on the number of extensions

           9     of time to oppose.  I mean, we've -- I see

          10     Jonathan making facial expression.  I think he's

          11     agreeing with me, you know, but we've been in

          12     situations where people would keep filing the EOT

          13     and filing the EOT and filing the EOT and filing

          14     the EOT.  Let's get down to it.  Either go away or

          15     let's fight this out.  And so you know, what I

          16     would recommend is 30 days to file an answer

          17     and/or one extension of time.  40 days is kind of

          18     long.  I've always Thought, why does anybody need

          19     40 days?   I understand the European situation.  I

          20     understand small entity.  I understand foreign

          21     counsel but even with today's -- it's not like

          22     you're sending a Telex anymore or sending boat
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           1     mail.  Everybody has email.  Anybody with a real

           2     serious commercial operations is going to be

           3     paying attention and going to be able to find

           4     somebody who can at least alert a decision-maker

           5     to the fact that we've got to do something here.

           6     So I make it 30 and 30 is what I would personally

           7     suggest.

           8               CHIEF JUDGE ROGERS:  How about the mixed

           9     comments on discovery?   I mean, we've had

          10     discussions where some people have suggested that

          11               That maybe some additional discovery

          12     might be warranted for the plaintiff under certain

          13     circumstances.  Can we get any suggestions about

          14     what those circumstances might be under which we

          15     should think about more discovery?   Anybody?

          16     See when you're on a game show, Jonathan, you have

          17     to have the answer once you hit that button.

          18               MR. HUDIS:  First of all, for the

          19     record, my facial expression in response to Tom's

          20     last comment was laughter.  I think the board has

          21     to make a valued balancing decision between the

          22     intent of these proceedings to be streamlined and
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           1     relatively quick as compared to a full-out

           2     cancellation proceeding. As to Mary Beth's

           3     comments about issue and claim preclusion under

           4     B&B Hardware, would a streamlined proceeding have

           5     enough of the tenets of a proceeding that would be

           6     warranted for issue preclusion or claim preclusion

           7     in a subsequent action in district court?

           8               I mean, it's all well and good to have

           9     these streamlined proceedings, but eventually this

          10     is going to be litigated to what value the outcome

          11     of those proceedings have in a future infringement

          12     or dilution action in court.

          13               CHIEF JUDGE ROGERS:  Are there

          14     circumstances where -- I'm asking you to think of

          15     yourselves as counsel for petitioner, and you've

          16     received the respondent's response, and now you're

          17     trying to decide whether to convert or not --

          18     Might there be cases where that would be a time

          19     when a plaintiff might benefit from some limited

          20     discovery to figure out whether the conversion

          21     option is one to elect or not?   Just guessing

          22     here.

                                                                       72

           1               MS. FRASER:  I could think there would

           2     be a lot of situations where you would want to

           3     probe the veracity of a declaration or specimens

           4     that are provided.  But again, that might then

           5     thwart the purposes of the streamlined

           6     cancellation because as soon as we get into

           7     discovery, then there will be disputes, and then

           8     it will go on for much longer I would imagine.

           9               MS. RICKETTS:  I sort of feel like the

          10     things that we might want to explore are going to

          11     be obvious to the judges as well.  I mean, I just

          12     had a case where a guy sent me his evidence of

          13     use.  It had no dates on it whatsoever.  Like

          14     emails with the top cut off.  So I'm like okay, so

          15     you once sent this email but was it five years or

          16     was it five days ago?  The board is not going to

          17     miss things like that.

          18               MR. BROOKE:  I would allow no discovery

          19     on the standing issue for the reasons we were

          20     talking about earlier especially in the ITU

          21     situation.  I mean, what's my evidence that I have

          22     standing?  Well, we'd like to use the mark.
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           1     Here's a declaration from the president of the

           2     company, or the marketing director, that they were

           3     considering using this mark.  But, you know, they

           4     don't want to stick their neck -- if it's that

           5     kind of a situation, a petitioner isn't going to

           6     want to stick their neck out too far.  I mean, the

           7     last thing I want to do is say you're using the

           8     mark and suddenly end up with a possible federal

           9     lawsuit admitting they're actually using the mark.

          10     So I would allow none for that and for the reasons

          11     already discussed, if you allow the respondent to

          12     start serving discovery, then what's the point of

          13     the exercise here?

          14               CHIEF JUDGE ROGERS:  So I take it if

          15     respondent doesn't get any discovery you're not

          16     going to posit any circumstances where the

          17     plaintiff would get discovery either?

          18               MR. BROOKE:  Correct.  My position is no

          19     discovery.

          20               MS. CHAPMAN:  This is Beth Chapman.  I

          21     would concur with that because if you start having

          22     discovery, and frankly, if you have suspension for

                                                                       74

           1     settlement which could certainly involve a

           2     settlement that leaves the questionable ID as is.

           3     And the stated purpose, or at least a stated

           4     purpose, for the streamlined cancellation

           5     proceeding is to get rid of marks that are not in

           6     use, at least not for all of the goods, perhaps

           7     not in use for any of the goods.  And settlements

           8     don't necessarily end up serving that stated

           9     purpose of the PTO of removing marks not in use.

          10     So I guess if you have discovery and suspension

          11     for settlement and all these other things, well, I

          12     mean, that's not a streamlined proceeding.

          13               MR. DAVIS:  And I agree as well.  If the

          14     petitioner chooses this type of proceeding, the

          15     petitioner is waiving, should be required to waive

          16     any right to discovery unless and until it's

          17     converted into a full-blown cancellation action.

          18     And by the same token, I'm not sure what evidence

          19     other than on the issue of standing that a

          20     respondent would need from a petitioner if the

          21     issue is limited to nonuse at the time of

          22     registry, or a filing of a statement of use, that
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           1     sort of thing.  That information is exclusively

           2     within the possession of the respondent to begin

           3     with.

           4               CHIEF JUDGE ROGERS:  Is the concern

           5     about or the desire amongst some to allow a

           6     respondent's discovery on standing, is that solely

           7     to thwart potential abuse, or is there some other

           8     reason for it?  Because we have heard mixed

           9     comments about whether people are likely to abuse

          10     this proceeding, and if we ultimately determine

          11     that we don't think it's likely to be a

          12     significant problem because of the costs, even if

          13     they are reduced, then maybe the way Tom suggests

          14     is no discovery even for respondent is necessary.

          15               And you don't need it to stem possible

          16     abuse.  I guess I'd just like thoughts on that.

          17               MR. PARTINGTON:  Josh Partington,

          18     Harness Dickey here on behalf of AIPLA.  One thing

          19     that came up in our discussions was some sort of

          20     limitation on repeated proceedings.  This might be

          21     a way to stop abuse.  If you just showed six

          22     months ago on one of these proceedings that you
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           1     were using it, I think the utility of somebody

           2     else being able to challenge the same thing is

           3     limited, and if there are exceptions, you know,

           4     that could be made on a motion for good cause,

           5     this would be one way of limiting a potential

           6     abuse without changing the standing framework.

           7               MS. LYNCH:  This is a question and

           8     comment that came in from one of our webcast

           9     participants.  It says "I am curious as to whether

          10     the streamlined cancellation proceedings would be

          11     appropriately directed to circumstances where a

          12     service mark registrant uses its mark internally,

          13     but arguably not in commerce and cannot show use

          14     of the services being provided to others not

          15     within the registrant's company.  It also seems

          16     important that the evidence of use required be

          17     more substantial than what is required for

          18     prosecution or maintenance or renewal, and

          19     specifically that the use evidence support

          20     appropriate dates on which the mark was used and

          21     that such use occurred in the United States."   So

          22     I think the question goes to some of the comments
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           1     that Mary Beth discussed about what is the nature

           2     of the use showing that would be required here.

           3               MR. HUDIS:  Wouldn't the outside

           4     question go to Mary Beth's comment about the

           5     purpose of a reply?  It's not for new evidence but

           6     it is to comment on what the respondent filed as

           7     his or her evidence?

           8               MS. LYNCH:  Correct, and I think

           9     theoretically, Mary Beth was talking about the

          10     reply in almost a briefing context.  But I suppose

          11     it's also possible that a petitioner could marshal

          12     some kind of rebuttal evidence that would be

          13     related to an intent to resume use or something

          14     like that. That we might provide for at the reply.

          15               MS. RICKETTS:  I just had a comment

          16     about the kind of use requirement.  One concern

          17     has been would the use requirement be different in

          18     this kind of proceeding than in any other

          19     proceeding.  And I tended to think that it needs

          20     to be consistent so that people can be guided by

          21     past case law on that issue.  I don't know how

          22     much more robust the requirements are in a board
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           1     proceeding than they may be at the time of

           2     maintenance.  That's something I could look into

           3     but I don't know if that might be the focus of

           4     this person's question.

           5               Do you already require that higher level

           6     in a board proceeding than what would be

           7     sufficient to maintain a registration?  And I

           8     think that even on the trademark side they're

           9     looking at differences between technical specimens

          10     of use versus what qualifies as proof of use in

          11     connection with the other -- another aspect of

          12     this dead wood project.

          13               MR. HUDIS:  So in the service mark

          14     context the old adage is if you're talking to

          15     yourself you're not having a conversation. This is

          16     in line with cases at the Federal Circuit that if

          17     you're preparing to make use of a service mark

          18     you're not using it in commerce.  If you are using

          19     a service mark internally to talk to yourself,

          20     basically the members and employees of your

          21     company, you're not making service mark use in

          22     commerce.  So that's where you might want
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           1     discovery, but I have to go back to Tom Brooke's

           2     comment.  You want this to be streamlined.  At

           3     that point do you make the election just to go to

           4     a full proceeding?

           5               Also to go back to what was said

           6     earlier, on discovery in a streamlined proceeding

           7     versus conversion to a full-blown proceeding, I

           8     think there the decision points should be do you

           9     want to add extra claims.  So for example, fraud.

          10     There aren't other types of claims that are coming

          11     to mind right now but fraud would not be as, Judge

          12     Rogers, I believe you said earlier, that would not

          13     be appropriate for the streamlined proceeding

          14     because there are intent issues there.  But if you

          15     want more discovery for additional claims that's

          16     the decision point.

          17               CHIEF JUDGE ROGERS:  I have another

          18     issue.  It's on the list of questions and I will

          19     bring it up now since there seems to be a pause.

          20     And that is will it take the office a while to

          21     digest the comments, and obviously there are so

          22     many different opinions.  There are so many
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           1     different opinions about what we should do and how

           2     we should do it.  I think it's going to take us a

           3     while to figure this out and even get to the point

           4     of issuing a notice of proposed rulemaking.

           5               And then of course, that would have its

           6     own comment period.  So one of the things we were

           7     kicking around a little bit was whether there

           8     would be a way for us to, in a sense, pilot some

           9     of the streamlined proceeding attributes by taking

          10     petitions for cancellation that include a nonuse

          11     or abandonment claim and bifurcating them for

          12     immediate treatment of the nonuse or abandonment

          13     claim, and holding other claims in abeyance.  So

          14     this would be in a regular cancellation petition

          15     that had been brought.  And the board has

          16     occasionally done this kind of bifurcation -

          17     sometimes when there's clearly a priority dispute

          18     that is going to settle the whole case, or an

          19     ownership dispute.  Sometimes we've done it by

          20     inviting a motion for summary judgment on a

          21     particular issue.  Sometimes we've just said we're

          22     going to handle this issue first.  And so I guess
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           1     I'm curious about any comments or thoughts about

           2     whether the board should consider taking this

           3     approach in some cases and using it to handle some

           4     nonuse or abandonment claims that we think, had

           5     the option been available, would be more like a

           6     streamlined proceeding?

           7               MS. RICKETTS:  Yes.

           8               MR. BROOKE:  I second that motion, but

           9     when you -- when the board introduced ACR I don't

          10     think you needed a statutory change for that, you

          11     know, so there's no reason why you couldn't do

          12     that, it seems to me.  And I, you know, just

          13     thinking off the top of my head, I think the way

          14     to do it would be to advertise or promote and let

          15     people know, maybe check this box here on ESTTA if

          16     you want to have an accelerated proceeding.  You

          17     know, I've got a couple of cancellations going

          18     right now where the other side hasn't answered and

          19     we've got default or default orders and just

          20     waiting for the timetable.  It's moving along

          21     pretty quick, but heck, I'd get it done 30 days,

          22     60 days earlier if I could.  And if there was a
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           1     box I could check that says this case qualifies

           2     for accelerated case review I'd do it when I'm

           3     pretty confident that the other side isn't going

           4     to file an answer.  I don't know --

           5               CHIEF JUDGE ROGERS:  Although in that

           6     case, Tom, you're really angling for the default

           7     judgment anyway, and I guess what I'm thinking

           8     about are the cases where you may not get the

           9     default judgment.

          10               MR. BROOKE:  Right.

          11               CHIEF JUDGE ROGERS:  But we can more

          12     quickly focus on a nonuse or abandonment claim

          13     that might involve some submissions, but would

          14     avoid a full trial on multiple claims at the same

          15     time.

          16               MR. BROOKE:  Sure.  Again, I think the

          17     way to do it is just, again, I mean, you've done a

          18     pretty good job of promoting ACR over the past

          19     several years, and I think continue to promote it

          20     and maybe, as I said, if there was a big box you

          21     could check on ESTTA, you know, like when we file

          22     applications now there's the RF choice.  You know,
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           1     it's pretty clear this is the cheaper way to go.

           2     Do it this way dummy and you'll save money and

           3     time, and if you use an approved ID it'll go along

           4     a lot quicker.  I don't know.  Believe me you

           5     don't want me designing computer interfaces, but

           6     maybe that's the way to do it, something like

           7     that.

           8               MR. DAVIS:  But isn't there a

           9     distinction between the nonuse mechanism that

          10     we've been discussing up until now and

          11     abandonment?   I agree with the nonuse proceeding

          12     might be a good candidate for bifurcation in this

          13     manner.  I'm not sure that abandonment would

          14     similarly be in the same way that abandonment

          15     would be a little more difficult to work into this

          16     overall framework than --

          17               MR. HUDIS:  Why, because you have --

          18               MR. DAVIS:  Yes.

          19               MR. HUDIS:  My comment to Ted was

          20     abandonment wouldn't work so well because you have

          21     an intent not to resume use - you have that issue.

          22               MR. DAVIS:  It might or might not be I
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           1     should say, but I think it presents some different

           2     issues than the nonuse streamlined proceeding.

           3               MR. HUDIS:  So Judge Rogers, if you

           4     wanted to try to have a pilot project on this, as

           5     Tom Brooke said, first of all promote it.  Second,

           6     if somebody's going to file a petition based upon

           7     abandonment and nonuse, you could start with the

           8     election in the ESTTA form, but my question to the

           9     board is wouldn't you need both parties to

          10     consent?

          11               CHIEF JUDGE ROGERS:  Well, my thought is

          12     that, and I won't bind the board with this, I'll

          13     just tell you my personal thought, was that we

          14     could order the bifurcation as part of our

          15     management of the cases as we might do in a case

          16     where we think this is really an ownership dispute

          17     and there are a lot of claims here, but if the

          18     ownership dispute is tried and determined, then we

          19     don't really need to get into any of these other

          20     claims.  So I think it's within our power to

          21     decide that certain cases are suitable for some

          22     sort of bifurcation.  But the other question is
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           1     could you then order the parties to do it in a

           2     kind of cross motions for summary judgment ACR

           3     approach, or would you have to say: And now you'll

           4     have discovery if you need it but it's going to be

           5     limited to this one issue.  And then we'll try

           6     that issue, and we'll try it quickly, and we're

           7     not going to have lots of extensions.  I mean

           8     there are ways, I think, that we could manage a

           9     bifurcated claim that we were going to deal with

          10     in isolation.

          11               MR. HUDIS:  So the elephant in the room

          12     with this pilot project is not only cleaning up

          13     the Register of its dead wood but also the

          14     resources of the board.  So my question is in the

          15     first instance is who would make that decision as

          16     to the applicability of a case filed in the normal

          17     course that would be eligible for the pilot?

          18     Would that be a paralegal?   Would that be a board

          19     judge?  Would that be an interlocutory attorney?

          20     And does the board have resources to do that?

          21               CHIEF JUDGE ROGERS:  All fine questions

          22     and I think right now we do have the resources to
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           1     do it notwithstanding one of the comments we heard

           2     about much earlier, which I can now respond to.

           3               We've actually done a very good job I

           4     think in recent years of reducing pendency.  We've

           5     reduced overall end-to-end pendency in trial

           6     cases, I think, five years running.  Maybe this'll

           7     be the sixth.  We're pretty close.  And judges and

           8     attorneys are turning their discrete portions of

           9     the work around pretty quickly.  Average time to

          10     decisions on motions is very low, and average time

          11     to issuance of decisions on the merits is also

          12     pretty low.  So anyway, I think we've got the

          13     capacity and the resources without doing a lot of

          14     significant harm to pendency measures and

          15     inventory control.  And I don't think we would be

          16     using paralegals to identify these cases.  As Tom

          17     suggested we might be having people self-select

          18     and flagging things for our attention in a very

          19     easy way.  But even for people who don't

          20     self-select, we might want to think about

          21     diverting particular cancellation cases into a

          22     bifurcated process.  And that, I think, might
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           1     involve paralegal review just to alert an attorney

           2     to the fact that, hey, here's a cancellation case

           3     and it has a nonuse claim.  And so it might be one

           4     that you'd want to look at.  But obviously, the

           5     judgment about whether we want to do something

           6     with that case we're going to entrust, at least,

           7     to one of our attorneys.

           8               MS. FRASER:  It would seem to me that

           9     you might want both parties to consent because

          10     that might provide a better first few cases to get

          11     a representative example of how it would work out

          12     best.  Otherwise, you could have people that are

          13     unfamiliar with the board proceedings, and it

          14     could be motions, and a lot of complicating

          15     factors that wouldn't provide the best examples of

          16     how it should work in ideal situations.

          17               MS. RICKETTS:  Yeah, it could be like a

          18     declaratory judgment.  Like, okay, is your use

          19     purely internal on your company website good

          20     enough?  Let's ask the board.  I mean, seriously,

          21     sometimes I don't know the answer, I mean, I know

          22     the answer to the question, but I see specimens
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           1     accepted all the time that are not consistent with

           2     the answer.  The reason I like that idea is

           3     because rarely are you going to have a proceeding

           4     that just says nonuse, because if based on no use

           5     at the time the statement of use was filed, or

           6     when the use-based application was filed, because

           7     people are going to throw in fraud.  They're going

           8     to throw in void ab initio.  You know, so the real

           9     issue should be decided just as to whether there

          10     was use on that date, and that seems like that can

          11     be easily bifurcated out.

          12               CHIEF JUDGE ROGERS:  One other thing

          13     that we were discussing recently was, and we had a

          14     lot of responses here today, and in the comments

          15     on discovery, and obviously, that is an issue of

          16     concern because of cost and delays and things like

          17     that.  So one of the things we were wondering was,

          18     we haven't had any discussion about whether this

          19     kind of proceeding should involve any sort of

          20     disclosures.  And maybe one way to deal with some

          21     of the issues relating to discovery is to require

          22     certain disclosures instead of discovery.  And so
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           1     that's something I value any thoughts on.

           2               MS. RICKETTS:  When?   And like at what

           3     point in the proceeding?

           4               CHIEF JUDGE ROGERS:  Whenever you think

           5     it might be useful and not a detriment to the

           6     proceeding, if you thought it would be.

           7               MR. HUDIS:  If you're going to require

           8     mandatory disclosure, that would have to come with

           9     the petition and the response.  But then comes the

          10     gamesmanship of disclosures.  And I think they

          11     would have to be different types of disclosures

          12     than the ones that you have in board proceedings

          13     now under Federal Rules 26(a).  They would have to

          14     be very targeted.  Judge Rogers, if you recall,

          15     during the proposed changes to the trademark rules

          16     in 2006 to 2007 the initial thought was you'd have

          17     a very long list of mandatory disclosures and my

          18     recollect --

          19               CHIEF JUDGE ROGERS:  If appropriate.

          20               MR. HUDIS:  -- if appropriate.  And my

          21     recollection was that the bar screamed back, sorry

          22     to say, loud and long that this was not
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           1     appropriate.

           2               And so we are now limited to half of

           3     what even the federal rules require, basically who

           4     are your witnesses and what is your documentary

           5     evidence.  And in recent board decisions the board

           6     has even said only lists of documents are

           7     required, not much more.

           8               So I think if you're going to mandate

           9     disclosures, remember that the purpose is not to

          10     have discovery. That is because where you get a

          11     lot of your discovery ideas is the initial

          12     disclosures.  But very, very targeted as to what

          13     one relies on for your initial case and your

          14     defense.

          15               MR. BROOKE:  I agree that if the entire

          16     point of this is to make it simple and make it

          17     fast, adding more requirements just defeats the

          18     entire purpose of the exercise.  What you could do

          19     is require that certain statements or disclosures

          20     be made in the petition.  If you file a petition

          21     you must include a list of witnesses or you must

          22     include a description of documents or something
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           1     like that.

           2               But again, if you make this so -- if you

           3     make the burden on the petitioners so hard, it's

           4     like I've got to spend hours putting this

           5     together?   To hell with that.  I'm going to file

           6     a six-paragraph petition to cancel, take my

           7     chances.  You know it's much cheaper to do it that

           8     way.

           9               MR. HUDIS:  Agreed.

          10               MS. FRASER:  I just have a thought in

          11     hearing Tom speak, and while I don't think I would

          12     generally favor disclosures, I do think there

          13     might be a way to use the petition cover sheet in

          14     this situation to at least affirm that certain

          15     investigations were done and that there's a good

          16     faith basis for it, and something along those

          17     lines to at least help put the respondent on

          18     notice as to what was done so they know what

          19     evidence they have to meet when they respond.

          20               MR. HUDIS:  Jennifer's comment brings

          21     back my original comment last hour, discovery

          22     should not be allowed on those additional
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           1     statements in the petition.  Otherwise, it's

           2     really defeating the whole purpose.

           3               CHIEF JUDGE ROGERS:  I wasn't suggesting

           4     that extensive disclosures in the nature of

           5     pretrial disclosures would be useful especially

           6     because here the petition is going to include the

           7     evidence.  So there would be no need to include

           8     disclosures about what you've already disclosed by

           9     providing it with the petition.  But the thought

          10     was just that if there was going to any kind of

          11     discovery, then maybe disclosures are a way to, if

          12     there was desire for some kind of discovery -- and

          13     which I understand there's not from many people --

          14     disclosures might be a way to get at some of the

          15     same information without the exchanges of requests

          16     and responses and therefore the attendant time.

          17               MR. DAVIS:  And too extensive of a

          18     disclosure requirement is going to run afoul of

          19     Rule 8 notice pleading requirements.  I think the

          20     better rule is that if you play it close to the

          21     vest and you don't want to put into evidence the

          22     results of your investigation, if you want to
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           1     disclose the fact that you've conducted an

           2     investigation, then you're not going to be able to

           3     establish your prima facie case.  That's the flip

           4     side of not wanting to put anything into your

           5     opening petition.

           6               CHIEF JUDGE ROGERS:  Well, I think we've

           7     just about run out of time, but for those who

           8     participated via webcast, again, you weren't here

           9     with us.  You weren't, perhaps, able to articulate

          10     questions, but if you've got questions or comments

          11     please send them to the TTABFRNOTICES@upsto.gov.

          12     And we're certainly willing to take any additional

          13     comments or suggestions from anyone here in the

          14     room as well.  And we thank you all for attending

          15     today.

          16                    (Whereupon, the PROCEEDINGS were

          17                    adjourned.)

          18                       *  *  *  *  *

          19
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