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From: Jon Jurgovan 
Sent: Tuesday, October 02, 2012 3:46 PM 
To: fitf_rules 
Subject: Changes to Implement the First Inventor to File Provisions of the Leachy-Smith America 
Invents Act (RIN 0681-AC77; Docket No. PTO-P-2012-0015) 

Hello, 

Attached please find comments from Research In Motion, Ltd. (“RIM”) regarding the Changes to Implement the 
First Inventor to File Provisions of the Leahy‐Smith America Invents Act (RIN 0681‐AC77; Docket No. PTO‐P‐2012‐
0015). 

RIM appreciates the opportunity to provide comments to the proposed Implementation Rules and hopes the 
Patent Office will give due consideration to our proposals. 

Best Regards, 

Jon M. Jurgovan 
Patent Attorney 
Director, Patent Strategy 
Standards and Licensing Group 

Research In Motion Corporation 
5000 Riverside Drive 
Brazos West, Building 5 
3rd Floor, Room 351 
Irving, TX 75039 

 (972) 556.2605 | (972) 310.1197 | * jjurgovan@rim.com |RIM Phone 820.63605 
|FAX (972) 409.1268 

RIM CONFIDENTIAL INFORMATION 
NOTE: The preceding e‐mail message (including any attachments) contains information that may be confidential, be protected by the attorney‐
client or other applicable privileges, or constitute non‐public information. It is intended to be conveyed only to the designated recipient(s). If 
you are not an intended recipient of this message, please notify the sender by replying to this message and then delete it from your system. 
Use, dissemination, distribution, or reproduction of this message by unintended recipients is not authorized and may be unlawful. 

This transmission (including any attachments) may contain confidential information, privileged 
material (including material protected by the solicitor-client or other applicable privileges), or 
constitute non-public information. Any use of this information by anyone other than the intended 
recipient is prohibited. If you have received this transmission in error, please immediately reply 
to the sender and delete this information from your system. Use, dissemination, distribution, or 
reproduction of this transmission by unintended recipients is not authorized and may be 
unlawful. 
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O<:tobeT 2, 20 12 

Sent via electronic maillofltrJlIle5~~(j;uspto.J.:o-,' 
M<lil Stop Comments - Patents 
Commi~ioner I(lr P<llenl~ 
P.O. Box 1450 
Alexandria, VA22J13-1450 

Ann: 	 SUS} Tsang-Foster, Legal Advisor, Offiee of Patent Legal Administration 

RE: 	 Change,! Ii> Implement the Fir,\'/ lnven/or 7i> File Provision., of the reahy-Smirh 
America Invents Acr (RTh' 0681-AC77; Docke\ No. PTO-P-2012-00IS) 

Dear Ms. T:;.ang-Foster: 

Re>earch In Motion (RL\1), <I glob<ll leader in wireless innovation, r~vollLtioni/ed the 
mobile industry with the introduction of the Blw;kRerry''" sohdion in 1999. Trw)', FIlackBerry 
products and services are used by millions of customers mVlInU the worhl to stay connected to 
the people and content that matter most throughout their day. Founded in 1984 and based in 
Waterloo, Ontario, RI\1 operates glohally in the Americas, Europe, the Middle Last, Africa and 
Asia-Pacific. TIlere <Ire more than 630 ~'arriers and distribution partners offering Hla.;kRerry 
products and services in over 175 countries around the world. \1ore than 9()% or the Fortune 
SOO, as well a~ countless government agencies, are among our ~u~l(lmer:;. 

Rl/l,1 appreciates the opportunity to respond to the notice of propo~d rulemaking entitled 
Changes To Impl~mentth~ Fir,\'1 lnven/or To Fi/i! Provision.> ofthe Leahy-Smith Amerim [nvenls 
Act (hereinafter the "Proposed Rules"). I The Propo~.,J Rules are intend.,J 10 implement the 
provisions of35 U,S.C. §§100 et s,'q. of the Leahy-Smith l\meri~a Inv<!l1ts Act ("AB.,,).l 

1. 	 RIM Generally Applauds the Propo~ed Rule~ for Changes To Iml'l~ment the Fir~t 
Inventor to File Provisions 

RIM appreciates the excellent work and thoughtfulnes> embodied in the Propo s.ed Rules. 
The Proposed Rules are a collaborativ~, balane~d effort to provide meaningful guidance for 
lnmsitioning to the new li~t-tn-li1e ~ystem. At the ",'tmc time, the Proposed Rules recogniJ:e tha\ 
dle current first-to-invent sys tem will co-exist with the li~t-to-li1~ system for many years. RTh-f 
thanks the United States Patent and Trademart OUice Cthe Onice") I(lr the e:l:cellent work in 
preparing th~ Proposed Rules. particularly in light of the complexity of the patent laws to be 
implemented. 

I 77 r od. R"~ 43742.59 (p"'p.=J lui)· 26. 201:n (~, be rodined at 37 Cor.K. pI. 1). 
'Pub. L No. 112-29. 125 Stat. 2~4-341 (2Ul1) 

http:43742.59


2. 	 The Ollice Should Provide a Meehanism on the Application Data Sheet For 
Applicant(~) Clniming Suhject :\-blter or Claims with an Elfeclh'c Filing Date On or 
After M:llrch 16,2013 

The Olliee is propo~ing thai ~ppli~ant> pmvide a S\a\tm1ent indicating \h<l\ cither claims 
or subject matter hning an effective filing date on or aller March 16, 2013 claims the benefit of 
a tiling date prior to March 16, 2013. We propose that the GUice provide a mechanism (c.g., a 
chockbox) on thc Application Data Sheet so that the applicant(s) may make such a statemenl 
throo.Lgh lhe Application Data Sheet directly. 

Therefore. we suggest amending the Propo~ Ruk~ ws lollows; 

Proposed ~ 1.55(aX4) would not require that the applicant idcntify 
how man\' or which claims in the nonprovisional application havc 
an ell"edive filing date on or alkr ~larch 16, :013, or tha! the 
applicWlt identify the subject m<lUer in lh~ nonprvvisional 
application not also disclosed in the li.>reign <lpplication. Prvposed 
§ 1.55( a)(4) would require only that the applicant state tbat there is 
a claim in the nonprovisional application that has !Ill cffc.::tive 
liling date on or aller March 16,2013 (e.g .. ""upon reasonable 
belief; this application ~onu\in~ at least One claim thal hws an 
effective fili.ng date on or after M<lrch 16, :013"), or the applicWlt 
smt~ that there is subject matter in the nonprovisional application 
not also discjo~"<i in thc foreign application (e.g., "upon 
r~asonable belieJ: thi~ application contains ~ubjcet matter not also 
disclosed in the loreign appli~ation).J Such statements may b<; 
made by checking the ~o!JeWQnilim[ aykmlWledgm"nlOOx on the 
application data sheet. 

Section 1.7R(a)(3) is pmpowd to be amended to rcquir~ tllllt if a 
nonprvvisional <lpplkation liled On or aller March 16, 2013, ~Iaims 
the benefit of the tiling date of a pl"\lVisional <lpplicalion filed prior 
to March 16. 2013, and also contains, or contained m any time. a 
claim to a claimed invention thm bas an effective filing date on or 
<ll"ter March 16, :013, the applicant mw;! prol'ide a stawmellt to 
that effect 'within the later 01" lour months Irom the actual Jiling 
date of the later-tiled application, 10Llf months from the dat~ of 
entry into the natiolllll stage as set forth in § 1.491 in !Ill 

international application, ~ixteen months from the filing datc of the 
prior liled provisional application, or the date that a /irst claim to a 
claimed invention tlult has an el1e~tive lilin); ,hk on or al"ter 
i\larch 16, 2013, is presented in the application. Such a statement 
may be made by ch~cking thc corresponding acknov.1edgment box 
on the application data sheet. Section 1.78(a)(3) is also proposed 

, 77 Fed. Reg. 43745 (Pf'~ Jul)' 26, 20 12} (00 be mdiJicoJ ., 37 C.F.R. pl. I " , 




III lJ;;, 1I.m~n<.kd to require that if a nonprovisional application fi[.-xi 
on or atter lvlaT~h 16, 2013, claims the benefit of thc liling dale or 
a provisional application filed prior to MaT~h Iii, 2013, Uoe8 not 
contain a claim to a claimed invention that ha> an efTe<:tive filing 
date on or after March 16, 2013, but disclo s.es subject matter not 
also disclosed in the pro~'isional application, the applicant must 
provide a ~l1l.l~m""l 10 lhat elTert wilhin the lata of four months 
fi:om the actual tiling dale 01' lh~ laler-filed application, rOI.lT 
months from the date of entry into lhe natioual ,tage "s ~et f<.mh in 
~ 1.491 in an international application, or sixteen months from the 
liling date of tho prior-filed provisional application: Such a 
~latemenl may also be made hv checking thc corresponding 
acknowledgment OOx on Ihe applicalion data sheet. 

§ 1,55 CI"irn for forcign priority. 

(4) 11' a nonpnlVi,ional application liled on or aftcr March Iii , 
2013, claims the iJt,nefit of th~ li]ing d"k or" I()reign 'lppli~,\tion 

filed prior to March 16, 2013, and also contain" or contained at 
any time, a claim to a claimed im'cmion that has an effective filing 
date on or 'lftcr r>.1arch Iii, 2013, thc applicant must providc a 
stat~m~nl to lhal ~11"cl wilhin the later of four months from lh~ 
actual filing date 0(' the application, luur monlhs from the dale lll' 
entry into the national stage as set forth in § 1.491 in an 
international application, sixteen months from the filing date of the 
prior foreign application, or thc datc that a first claim 10 a claimcd 
jnv~nlion Ih<ll h"", an d lec live Iiling dale on or aftcr r>,.larch Iii, 
2013, i, presented in the application. Tn addition, ir " 
nonprovisional application filO!{j on or after )'1arch 16, 2013, daims 
the b.::nctit of the filing datc of a foreign application filed prior to 
Mareh Iii. 2013. docs not contain a claim to a claimed invcntion 
thaI h<l~ M ~Iredive lili ng dal~ on or aller 'vIareh 16,2013, bltl 
disclo,es subject matler not ,,]so di~lo""d in lhe lureign 
application, th~ applicant must provide a statement to that effect 
within the latcr of four months from the actual filing date of the 
IMer-filed application, four months from the date of entry into the 
national st"ge as 8e\ forth in § 1.491 in an international application. 
or sixteen months from the filing dak or Ih", priOT 1<)rei~'11 

application. I S\lCh statements may be made by ch~ckiug the 
corresponding acknov.1cdgmclll box on the applicatjon data sheet. 

, fd, .143747, 
, M at 437~~ , 
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§ 1.78 Claiming benefit of earlier filing date and cross­
rererences to other applications. 

(a) Claim~ under 35 (js.c. 119(e) j or rhe b«n~fit of" rrim'-jilfd 
pmvision,,! application. 

(3) Any nonprovi~i()nal applie<llion or intcrnational application 
designating the Uni ted Stat~> oC Am~rica that claims thc benefit of 
one or more prior-filed provisional applications m,~~t contain. Of be 
amended to contain. a reference to each ~uch prioT- lile<1 
provi~ional application, identifying it by the provisional 
application number (c()nsi~ting of series eode and serial number). 
If the later-filed applicalion is a nonprol'isional application, thc 
rcference required by this parab'rdph m"st be includod in an 
application data sheet (§ 1.76(b)(5», II' a l1onprovisional 
application filod on or aftcr ),lareh 16, 2013, claims lh~ benefit of 
the liling date of a provi,ional application filed prior to March 16. 
2013, and also conlains, or ~on tained at any time, a claim to a 
claimed invention that has an elT~<..tiv<l filing datc on or after 
March 16, 2013, the applicant must provi<1e a ~tatement 10 lhal 
", Ired within the latcr of four months from til<: aclual liling dale of 
the \al~r-lil",d application, four months from the dat", of entry into 
the national stage as sd lilrth in § 1.491 in an international 
application. sill:ken month~ from the liling dat~ of the prior filed 
provisional application. or the date tlml a lint claim to a claime<1 
inv~ntion that has an effective filing date on or alkr Man;h 16. 
2013, i~ presented in the application. In uddition, if a 
nonprovisiona\ applicalion liled on or aftcr :March 16, 2013, claims 
the benefit of the flling dall' 01' a provi~ional application filed prior 
to March 16, 2013. does not conwin a daim to a claimed invenli(m 
lhat has an effcetiv~ filing date on or after March 16, 2013, bu t 
di~do:;es suhj<lCt matter ll<lt also disclosed in the provisional 
application, th", applkant 1THISt provide a stawment to tha.t effect 
within the later of four months I'mm the aetUllI filing date of the 
later-filed application, four months from the dale or entr)' inlo th~ 
national stage as s.ct forth in § 1,491 in an international application, 
Of Six:J.;xl1 months from the filing daw ofth~ prior-filed provisional 
application." Sl$h )tat<:m",nl~ may be made by checking the 
eorresoondjm: acknowJed\!lllem box on the Application Data 
Sheet. 

• fd ,1 437 56 
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3. 	 The OFfice Should Provide a Mechanism for Applicant(s) to Claim the Benefit of a 
Foreign Filing in II ~on-P"rticipating Olliee when a Cop~ of the Foreign 
Application was Filed in an Application Subs~... ocntly Filed in a Participating 
Foreign Office 

'Ole Proposed Rules allo,vs for the requirement of a certified copy of the foreign 
application for an application claiming th~ benefit of a foreign filing to be satisfied if th~ fon:ign 
applicalion originally liled in a foreign intellectual property officc is suhsequenUy Jihl in a 
participaling Ibreign intdll"-'tual property on'ice. We recommend that the Ol1ic~ provide a 
mechanism (e.g .. II checkbox) in till: Application Data Shed so that till: Applicant may 
llcknowledge such II scenario. 

Thcrefor;::, wc suggQst amending the Proposed Rules as follow~: 

§ 1.55 Claim for foreign priority 

(d)(2) If the foreign application was filed at a toreign intellectual 
property offitt that is not participating with the Officc in a priority 
dOClllnent exchange agreement, hut a copy of thc foroign 
applkation was lib,! in an application ~llh~ll~nll)' liled in a 
participating foreign intelll"-'tual prIJperty o(1j~e. the request under 
paragraph (d)(l)(i) of this section must identify the participating 
foreign intdlccmal prop.;rty office and the application munocr of 
the suhsequ~nt application in which a copy of thc fim~ign 

appli~alil>n was lile<l-' This i<lentilicalion lOa,' he pmvide<l in the 
appropriate space in the application <lata ~he«t. 

4. 	 Delct~ the RtiJuircmcnt to (dentif} Foreign Applicatjon.~ with Same Subject Matter 
Ha"ing a Filing Datc Before That of the Application for \Vbich Priority Is Claimed 

The Pwpose<l Rules in<licate that a claim for I'oreign priority must i<lenti(y "any foreign 
application for the same subject matter having a filing date before that of the application lor 
which priority is claimed.''>! This requirement seems unnccessarily burdensom~ and there <loes 
not 'lppear to be any jlc'>tification as to why such information may he r~quired to <ld~nnine 
foreign priority. We re<:ommend that the requirement he <le1el~d and the ~pe<:iti~ provision is 
amended as follows: 

§ 1.55 Claim for foreign priority. 

(aX2) In an original application lib,! llnder 35 U.S.C 111 (a), the 
claim for prioJity as well as II certifie<l ~opy of the foreign 
application must both be fikd within the later offom months from 
thc actual filing datc of the application or sixteen months from thc 

fd."t 4J75~ . 
• hi .t 437.'i4. 
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filing date of the prior foreign application. The claim for priority 
l11l~~t be presented in an application data shect (§ 1.76(b)(6)). 1he 
daim ml.l,t identify the foreign application for which priority is 
claimed. a.; ~,eH '" fIH) t'lre;gR "t'!l!i~a!ien IAT IRe sarna sHbjeet 
mMter Rlt'.ia,; a [lEa!!: date eel"8Bo' that 81' tlle ar!lli~a!iln AclF Wflid\ 
~rieftty i~ elaimeE!, by specifying the application nWllt><;,r, COlUllry 
(or intellectual property authority), day, month, and yem: of its 
liling. The time periods in this paragraph do not apply III an 
application und",," 35 U,S,e. 111(a) if the application is: 

(i) A design applicalion; or 
(iil An application filcd bcforcKovembcr 29, 2000.9 

5, 	 Clarify 'Vh~ Infnrmlltion Regarding a Plitent Application Having New Subject 
Matter But No New Ch.ims Associated with the New Subject Matter Should be 
Identified Under the AlA 

The Proposed Rules suggest that applicJnts soould provide a ~l;\lement indicating that 
new subject matter having an effective filing date on or after March 16, 2013 and claims benefit 
lO a foreign application tiled prior to March 16. 2013 but does not actually contain a claim 
related to the new ~llbjed mailer. We request addilional clarification as to the necessity oj' ~llch a 
statement and how ~uch intonT1alion would hoe impacted and related to the AlA. The ~pecific 
provision that we are referencing is highlighted JS folio''''':;: 

§ 1.55 Claim for foreign priorit)". 

(0.)(4) It" a nonpnwisional applil'lllion liled on or after March If>, 
2013. claims the t><;,nelit of the liling date of a loreign applicalion 
filed prior to March 16, 2013, and also contains, or contained at 
any time, a claim to a claimed invention that has an effective filing 
date ')11 nr aOer \-larch If>, 2013, the applicant must provide a 
stat;;:menl to (hal ell"ect within the later 01' four months from the 
actual filing date of the application, four months tTom the dale of 
entry into the national stage as set forth in § 1.491 in an 
intomational application, sixteen months from thc filing date of the 
prior lilreign application, or the date that a first claim to a claimed 
inycntion in thaI has an ell"eclive liling dale on or aftor March 10, 
2013. is presented in the application. In addition. if a 
nonprovisional application filed on or after March 16,2013, claims 
the hcnofit of the filing date of a foreign application filed prior to 
Man;h 16,2013 , does not contain a claim to a c1aimcd invention 
that has an dTectivc liling dale on or alkr !>larch 10,2013, hul 
discloses subject matter not also disdosed in tbe loreign 
application, the applicant must provide a statement to that effect 
""ithin th~ lat~r of four months from the actual filing date of the 

'M 
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lat~r-lileJ application, four months from the date of entry into the 
national >tag~ as ~",t forth in § 1.491 in an international application. 
or sixteen months from (he liling date of thc prior foreign 
application. 10 

6. 	 The Requirement fOf Filing" Certilied Copy of the Foreign Application Should !l;ot 
Include the Requirement for Actual Receipt of the Foreign Application by the Ortiee 

37 Cl'R § 1.55 indicates that a claim I'JT I,)reign priority includes a re><}uirement lor a 
certificd copy of the fordgn application. Th~ Propo~~d Rl1le~ state that the requiremenl I,,)r th~ 
<xrli lied cop)' 0 f the foreign application will be considered >ati~lio:<l i I' th~ applicant (I) fi les the 
n::que~t; (2) lh~ application is identified in an application data sheet; and (3) the foreign 
application is n::ceiveu by l\1~ Ol1ic~, We ~lLgg~st that the requirement should be considered 
satisfied upou fulfilhnent of (lJ anu (2), R~ql1iring that the applicant be r~sponsible also for (3) 
would place an undue burden on the applicant, ~~p"""ially ifth.e reason that the eerlilied copy or 
(he loreign application was not r~ecivcd by the Office was a dencal or oth~r error solei)' ....ithin 
the OI1i,,~'s or the foreign olliee's control (q~., failure to requesllhe Ii.>reign application by the 
Office or the failure o('\he Ibr~ign onice to wnd the foreign application). 

For the aforementioned reasons, w~ r~c.()mmend amending th.e relcvant ,'>eetion a~ 

1()llows: 

§ 1.55 Claim for foreign priori,,"'. 

(dX]) The requirement in this ~tion for the certified copy of the 
foreign application will be considered sati~lied i f: 

(i) The applicant files a request, in a ~anlt~ uocumtnt. 
lhal [he Onice obtain a copy of the foreign application from 
a rortign intelkctlU,l pmperty o!lice participating with the 
Oflice in a bilater-II or multilateral priority docnmcnt 
exchange agreement (participating loreign inlell~e!LLaI 

property offiee (sec § 1.14 (h)(l)); i!ll'.! 
(ii) Th~ I(m~ign application is identified in an application 
data she~l (§ 1.76(aX6)); aru:I 

(iii) Tfie eSjl) of I!\e rOF~igR <lfJfJli~awlR is FBee(leEl 

~y {fie Offiee withia the jlerioa set I",FllI in pamgrapi1 (It) ur 
{hi~ 5~BtiBR Sf ~y sll~h litter time !IS may be sel by Ihe 
Ollie~.11 

10 Id. ~t 4.,755 (cmpha.,i, oJded). 
Hid 
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Conclusi"n 

RIM aprr~ciatcs the opportunity to wmment on tnc Chan~e5 To Implement rhe Firsl 
Invenlor To File Provisions of the Leahy-Smith Arne/-k" fnv~nlS Ael. RL\1 bdieves that lhe 
rnodification.s to the rules proposed will greatly enhan<:e (he u>elulncss of the First to File 
Pmvisions. The Office is 1Xque~led 10 seriously consider and adopt the~e pnlJXlsak 

Ir there should be any questions rela\e<llo our proposals. please feci free to contact me at 
972-310-1197. 

Respe<:\fully Sllhmi!led, 

I Strategy 

s 



