From: Jon Jurgovan

Sent: Tuesday, October 02, 2012 3:46 PM

To: fitf_rules

Subject: Changes to Implement the First Inventor to File Provisions of the Leachy-Smith America
Invents Act (RIN 0681-AC77; Docket No. PTO-P-2012-0015)

Hello,

Attached please find comments from Research In Motion, Ltd. (“RIM”) regarding the Changes to Implement the
First Inventor to File Provisions of the Leahy-Smith America Invents Act (RIN 0681-AC77; Docket No. PTO-P-2012-
0015).

RIM appreciates the opportunity to provide comments to the proposed Implementation Rules and hopes the
Patent Office will give due consideration to our proposals.

Best Regards,

Jon M. Jurgovan

Patent Attorney

Director, Patent Strategy
Standards and Licensing Group

Research In Motion Corporation

5000 Riverside Drive

Brazos West, Building 5

3rd Floor, Room 351

Irving, TX 75039

@ (972) 556.2605 | #%z (972) 310.1197 | * jjurgovan@rim.com |RIM Phone 820.63605
[FAX (972) 409.1268

RIM CONFIDENTIAL INFORMATION

NOTE: The preceding e-mail message (including any attachments) contains information that may be confidential, be protected by the attorney-
client or other applicable privileges, or constitute non-public information. It is intended to be conveyed only to the designated recipient(s). If
you are not an intended recipient of this message, please notify the sender by replying to this message and then delete it from your system.
Use, dissemination, distribution, or reproduction of this message by unintended recipients is not authorized and may be unlawful.

This transmission (including any attachments) may contain confidential information, privileged
material (including material protected by the solicitor-client or other applicable privileges), or
constitute non-public information. Any use of this information by anyone other than the intended
recipient is prohibited. If you have received this transmission in error, please immediately reply
to the sender and delete this information from your system. Use, dissemination, distribution, or
reproduction of this transmission by unintended recipients is not authorized and may be
unlawful.
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Sent viat electronic mail to fitf rulesiduspto. gov
Mail Slop Commenis — Patents

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Aln: Susy Tsang-Foster, Legal Advisor, Office of Patent Legal Administration

RE: Changes To Implement the Firsi Invenior To File Provisions of the Lealn-Smith
America frvents Acr (RIN 0681-ACT7; Docket No. PTO-P-2012-0015)

[ear Ms. Tsang-Foster:

Research In Motion {R1M), a global leader in wircless innovation, revolutiomized the
mobile industry with the introduction of the BlackBerry® solulion in 1999, Today. BlackBerry
products and scrvices are used by millions of customers around the world to stay connected to
the people and content that matter most thronghout their day. Founded in 1984 and bascd in
Walerloo, Ontario, RIM operates globally in the Americas, Lurope, the Middle Last, Africa and
Asia-Pacific. There are more than 630 carniers and distribution partners offering BlackBerry
products and services in over 175 countries around the world. More than 0% of the Fortune
3, as well as countless government agencies, are amMong our Cuslomers.

RIM appreciates the opportunity to respond to the notice of proposed rulemaking entitled
Changes To Implement the First Invenfor To File Provisions of the Leahy-Smith America Ivents
Aet (hereinafier the “Proposed Rules™. | The Proposed Rules are intended 1o implement the
provisions of 35 ULS.C., §§100 ef seq. of the Leahy-Smith Amenca lovents Act (“ATA™.?

i. RIM Generally Applauds the Proposcd Rules for Changes To Implement the First
Inventor ta File Provisions

RIM appreciates the excellent work and thoughtfulness embadied in the Proposed Rules.
The Proposed Rules arc a collaborative, balanced cffort to provide meaningful guidance for
transitioning 1o the new [irsi-lo-lile sysiem. At the same time, the Proposed Rules recognive that
the current first-to-invent systern will co-exist with the (rst-to-file system lor many vears. RIM
thanks the United States Patent and Trademark Otffice (“the Office™) lor the excellent work in
preparing the Proposed Rules, particularly in light of the complexity of the patent laws to be
implemented.

_i 77 Fed, Reg, 43742-30 (proposed July 26, 200123 (1o be codilied at 37 C.IWH. pt. 1
* Pub. L. No. 112-29, 125 Stat. 284-341 (2011}
|
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2. The Office Should Provide a Mechanism on the Application Data Sheet For
Applicant(s) Claiming Subject Matter or Claims with an Effective Filing Date On or
Adter Mareh 16, 2013

The Office is proposing thal applicants provide a statement indicaling that either ¢laims
or subject matter having an effective filing date on or abter March 16, 2013 claims the benefit of
a filing date prior to March 16, 2013, We propose that the Office provide a mechanism {c.g., a
checkbox) on the Application Data Shect so that the applicant(s) may make such a statement
through the Application Daila Sheet directly.

Therefore. we suggest amending the Proposed Rules as [oliows:

Proposed § 1.533(a)4) would not require that the applicant identify
how many or which claims in the nonprovisional application have
an ellective hng dale on or after March 16, 2013, or that the
applicant identify the subject maller m Lthe nonprovisional
application not also disclosed in the loreigm applicalion. Proposed
& 1.55(a)(4) would require only that the applicant state that there is
a claim in the nonprovisional application that has an cffcetive
filing dale on or afler March 16, 2013 {(e.g.. “"upon rcasonable
belief, this application conlaing al least one claim thal has an
effective filing date on or after March 16, 20137"). or the applicant
state that there s subject matier in the nonprovisional application
not also disclosed in the forcign application {e.2.., “‘upon
reasonable beliel) this application contains subject matter not also
disclosed in the (oreign application).” Such stalements may be
made by checking the corresponding acknowledgment box on the
application data sheet.

Section 1.78(a}3} is proposed to be amended to require that if a
nonprovisional application [iled on or aller March 16, 2013, ¢laims
the benefit of the filing date of 4 provisional applicalion filed prior
to March 16, 2013, and also contains, or contained at any time. a
claim to a claimed invention that has an effective filing date on or
alter March 16, 2013, the applicant must provide a statcment 1o
that effect within the later of lour months rom the actual [fhing
date of the later-filed application, four months from the date of
cntry inte the national stape as set forth in § 1491 in an
international application, sixtcen months from the filing date of the
prior (iled provisional application, or the date that a first claim to a
claimed inventon that has an eflecuve Ghing dule on or after
darch 16, 2013, is presented in the application. Such a statement
may be madec by checking the corresponding acknowledement box
on the application data sheet. Section 1.78{a)(3) is also proposed

777 Fed. Reg. 43745 (propsed July 26, 2002} {to be codilicd ae 37 C.F.R. pL 1),
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lo be amended to requare that if a nonprovisional application filed
on or afler March 16, 2013, claims the benelii of the filing date of
a provisional application lled prior (o March 16, 2013, does not
contain a claim to a claimed invention that has an effective filing
datc on or after March 16, 2013, but discloses subject matter not
also disclosed in the provisional application, the applicant must
provide a statement 1o thal eflect within the later of four months
from the actual Aling date of the later-Hied application, [our
months from the date of entry into the natioual stage as set forth in
3 1.491 in an international application, or sixteen months from the
(iling date of the prior-filed provisional application.® Such a
slalernent may alse be made by checkine the corresponding
acknowledgment box on the application dala sheet.

§ 1.55 Claim for foreign priority.

{4) T & nonprovisional application fited on or after March 16,
2013, claims the benefit of the filing dale ol a loreign application
filed pricr to March 16, 2013, and also contains, or conlained at
any time, a claim to a claimed invention that has an effective filing
daie on or after March 16, 2013, the applicant must provide a
statement 1o that ellect wathin the later of four months from the
actual filing date of the application, [vur months from the dale of
entry into the national stage as set forth in § 1491 in an
international application, sixteen months from the filing date of the
prior forcign application, or the date that a first claim to a claimed
imvention that has an elfective [iling date on or after March 16,
2013, is presented i the application. In addition, il a
nonprovisional application filed on or after March 16, 2013, claims
the benefit of the filing date of a forcisn application filed prior to
March 16, 2013, docs nat contain a claim to a ¢laimed invention
that has an ellective [ling date on or alter March 16, 2013, but
discloses subject matter not also disclosed in the loreign
application, the applicant must provide a statement to that effect
within the later of four months from the actual filing date of the
later-filed application, four months from the date of eniry into the
national stage as sel forth in § 1,491 in an inlernational application,
or sixteen months from the fling date ol Lthe prior {oreign
application. ° Such statements may be made by checking the

corresponding acknowledgment box on the application data sheet.

11wl 43747,
* fed at 43735,
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§ 1.78 Claiming bencfit of carlier filing date and cross-
references to other applications.

(a) Claims under 35 US.C. 119} for the benefit uf a priov-filed
provisional application.

(3} Any nonprovisional application or international application
designating the United States ol America that claims the benefit of
one or more prior-filed provisional applications must contain, or be
amended to contain, a reference to each suwch pror-fled
provisional application, identifving it by the provisional
application number (consisting of scrics code and serial number).
If the later-filed application is a nonprovisional application, the
reference required by this paragraph must be included in an
application data sheet (§ 1.76(b)(3)). II' a nonprovisional
appheation filed on or after March 16, 2013, claims lhe benefit of
the filing date ol a provisional application filed prior to March 16.
2013, and also conlains, or conlained at any time, a ¢laim to a
claimed invention that has an ellective filing datc on or afier
March 16, 2013, the applicant must provide a statement 1o that
elTecl within the later of four months from the actual Rhing date of
the later-[iled application, four months from the date of entry mto
the national stage as sel lorth in § 1491 in an international
application, sixteen mouths from the (ihng date of the prioe filed
provisional application. or the date that a lirst claim to a claimed
imvenhon that has an cffcctive filing date on or aller March 16,
2013, is presenled in the application. In addition, if a
nonprovisional applicalion Iiled on or after March 16, 2013, claims
the benefit of the filing date of a provisional application filed prior
to March 16, 2013, does not contain a ¢claim Lo a claimed invenlion
that has an cffective filing date on or after March 16, 2013, but
discloses subject matter not aiso disclosed in the provisional
application, the applicant must provide a statement to that effeet
within the later of four months (rom the actual filing date of the
latee-filed application, four months from the date of eniry inlo the
national stage as set forth in § 1.491 in an international application,
ot sixleen months (rom Lhe filing datc of the prior-filed provisional
application.” Such statemenls may be made by checking the
corresponding  acknowledgment box on the Application Data
Sheet.

® Id at 43756



3. The Office Should Provide a Mechanism for Applicant(s) to Claim the Benefit of a
Forcign Filing in a Non-Participating Office when a Copy of the Foreign
Application was Filed in an Application Subscequently Filed in a Participating
Foreign Office

The Proposed Rules allows for the requirement of a certified copy of the foreign
application for an application claiming the benefit of a foreign filing to be satisficd if the foreign
apphcation originally [led in a forcign intellectual property office is subsequently [fled in a
parlicipating loreign inlellectual property office.  We recommend that the Oilice provide a
mechanism (e.g., a checkbox) in the Application Dala Sheet so that the Applicant may
acknowledgze such a scenario.

Thercfore, we suggest amending the Proposed Rules as follows:
& 1.35 Claim for foreizn priority

{d)¥2) If the foreizn application was filed at a foreign intellectual
property office that is not participating with the Offiec in a priority
document exchange agreement, but a copy of the foreign
application was [iled n an application subsequently filed in a
participating forzign intellectual property oflice, the request under
paragraph (d) 131} of this section must identify the participating
forcign intcllectral property office and the application mumber of
the subsequent application in which a copy of the foreign
application was filed.” This identification may be provided in the
appropriate space in the application data sheet.

4, Delete the Requirement to Identify Foreign Applications with Same Subjeet Matter
Having a Filing Date Before That of the Application for Which Priority Is Claimed

The Proposed Rules indicate that a claim for lorgign priorily must identity “any foreign
application for the same subject matter having a filing date before that of the application lor
which priority is claimed.™ This requircment scems unnecessarily burdensome and there does
nol appear to be any justification as to why such information may be required o delermine
foreign poorily. We recommend (hat the requiremeni be deleled and Lhe specific provision is
amended as follows:

§ 1.55 Claim for foreign priority.

{212} Tn an original application lled under 35 ULS.C. 111{a), the
claim for priority as well as a certified copy of the foreign
application must both be filed within the later of four months fram
the actual filing datc of the application or sixteen months from the

TR at 43755,
Brd at437s4.



3. Clarify Why Information Regarding a Patent Application Having New Subject
Matter But No New Claims Associated with the New Subject Matter Should be

filing date of the prior foreign application. The claim for priority
must be presented in an application data sheet (§ 1.76(b)&)). lThe
claim must 1dent1r} thc fnmlgn app!matmn ﬁ:}r which prmrm is
claimed,—as

ﬁﬁefm—ts—e}aiﬂed— by spemf‘»m" the apphcauon number. country
{or intcllecetnal property authority), day, month, and year of its

filing. The time periods in this par&gﬁph do not apply in an
appheation under 33 1L.5.C. 111{a) if the application is:

{i) A design application; or

{ii) An application filed before November 29, 2000.°

Identified Under the ATA

The Proposed Rules suggest that applicants should provide a stalement indicating that
new subjcct matter having an effective filing date on or after March 16. 2013 and claims benelit

a foreign application filed prior to March 16, 2013 but dees not actually contain a claim
relaled (o the new subject malter. We request addinional elarification as to the necessily ol'such a

statement and how such infbrmation would be impacted and related to the AlA
provision that we are referencing is highhighted as follows;

§ 1.55 Claim for foreign priority.

{a)(4) Tf a nonprovisional application [iled on or after March 6,
2013, claims the benefit of the fling date of a loreign apphicalion
filed prior to March 16, 2013, and also contains, or contained at
any time, a claim to a clalined invention that has an effective filing
date on or alter March 16, 2013, the applicant must provide a
statement to that ellect within the later of four months from the
actual filing date of the application, four months from the dale of
cntry into the national stage as set forth m § 1491 in an
international application, sixtcen months from the filing date of the
prior Ibreign application, or the date that a [irst claim to a elaimed
invention in that has an eflective hiling dale om or after March 16,
2013, is presented in the application. Inm  addition. if &
nonprovisional application filed on or after March 16, 2013, claims
the benefit of the filing date of a forcign application filed prior to
March 16, 2013, does nol contain a claim to a claimed invention
that has an effective ling date on or aller March 16, 2013, bul
discloses subject matter not also disclosed in the [oreign
application, the applicant must provide a statement to that effect
within the later of four months from the actual filing date of the

The specific



later-liled application, four months from the date of enfry into the
national stage as set lorth in § 1,491 in an international application,
or sixteen months [rom the filing date of the prior forcign
application. ™

6. The Requircment for Filing a Certilied Copy of the Foreign Application Should Not
Include the Reguircment for Actual Receipt of the Foreign Application by the (ffice

37 CI'R & 1.55 [ndicates that a claim for loreign priority includes a requirement for a
certified copy of the foreign application. The Proposed Rules state that the requirement (or the
cerliffed copy ol the forcign application will be considered satisbied il the applicant (1) files the
request; (2) the application 1s identificd in an application data sheet: and (3) the foreign
application is received by the Oilice. We suggest that the requirement should be considered
satisficd upon fulfillment of (1) and (2), Reguiring that the applicant be responsible also for (3)
would place an undue burden on the applicant, especially if the reason that the certilied copy of
the loreign application was not received by the Office was a clerical or other error solely within
the Oifice’s or the loreign office’s control (c.g., failure to request the foreign application by the
Office or the failure ol the loreign oflice to send the foreign application).

For the aforementioned reasons, we recommend amending the relevant sechion as
Tollows:

§ L.55 Claim for foreign priority.

{(d) 1) The requirenmant in this section [or the certitied copy of the
forcign application will be considered satislied 103
{1} The applicant files a request, in a separale document,
Lthat the CTice oblain a copy of the foreign application from
a foreign inlellectusl property office participating with the
Office in a bilateral or muliilaleral priority document
exchange agreement (participating loreign  iniellectual
property office (sce § 1.14 (h)(1)); and
{1} The loreign application is identified n an application
data sheet (§ 1,76(a)0)); and
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Conchesion

RIM appreciates the opportunity to comment on the Changes To Implement the First
Inventor To File Provisions of the Leaky-Smith America fnvents Acf. RIM belicves that the
modifications to the rules proposcd will greatly enhance the uselulness of the First to File
Provisions. The Office is requested to seriously consider and adopt these proposals.

If there should be any questions relaled o our proposals, please feel free to contact me at
972-310-1197.

Respectiully Submilted,

RESEARCH IN MOTION LTD.

/
on M. Jurgovin

Director, Patent Strategy




