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This is a decision on the petition under 37 CFR 1.378(e), filed on November 28,2005, 
. requesting reconsideration of a prior decision refusing to accept under 37 CFR 1.378(b) 
the delayed payment of a maintenance fee for the above-identified patent. 

The petition under 37 CFR 1.378(e) is DENIED.1 

BACKGROUND 

The above-identified patent issued December 7, 1993. The 7.5 year maintenance fee
 
could have been paid from December 7,2000 to June 7,2001, or with a surcharge
 
during the period from June 8,2001 to December 7,2001. The maintenance fee was
 
not timely paid. Accordingly, the patent expired at midnight December 7,2001.
 

A petition to accept the delayed payment of the maintenance fee pursuant to 37 CFR
 
1.378(b) was filed on April 18, 2005 and dismissed on September 29,2005.
 

The instant.petition requests reconsideration of the decision of September 29, 2005.
 
The request for reconsideration is accompanied by declarations of Cathy E. Shore-
 
Sirotin and Oscar E. Marina.
 

IThis decision may be viewed as a final agency action within the meaning of 5 V.S.C.
 

§704for purposes of seeking judicial review. SeeMPEP1002.02
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STATUTE AND REGULATION 

35 U.S.C. § 41 (c)(1) states that: 

The Director may accept the payment of any maintenance fee 
required by subsection (b) of this section...after the six-month grace 
period if the delay is shown to the satisfaction of the Director to 
have been unavoidable. 

A petition under 37 CFR 1.378(b) to accept an unavoidably delayed payment of a 
maintenance fee must include: 

(1)	 The required maintenance fee set forth in §1.20 (e) through (g); 

(2)	 The surcharge set forth in §1.20(l)(1); and 

(3)	 A showing that the delay was unavoidable since reasonable care was 
taken to ensure the maintenance fee would be paid timely and that the 
petition was filed promptly after the patentee was notified of, or otherwise 
became aware of, the expiration of the patent. The showing must 
enumerate the steps taken to ensure timely payment of the maintenance 
fee, the date and the manner in which patentee became aware of the 
expiration of the patent and the steps taken to file the petition promptly. 

OPINION 

A petition under 37 CFR 1.378(b) for the acceptance of an unavoidably delayed 
payment of maintenance fee is considered under the same standard as that for reviving 
an application unavoidably abandoned under 37 CFR 1.137(a) because 35 U.S.C. § 
41(c)(1) uses the identical language, i.e., "unavoidable" delay.2 Decisions reviving 
abandoned applications have adopted the reasonably prudent person standard in 
determining if the delay was unavoidable.3 To meet this standard, petitioner must 
establish that he or she treated the patent the same as a reasonably prudent person 
would treat his or her most important business. In addition, decisions on revival are 

2Rav v. Lehman, 55 F.3d 606, 608-09, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995)(quoting In re Patent No. 
4.409,763, 7 USPQ2d 1798, 1800 (Comm'r Pat. 1988». 

3Ex parte Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 (Comm'r Pat. 1887) (the term "unavoidable" "is applicable 
to ordinary human affairs, and requires no more or greater care or diligence than is generally used and observed by 
prudent and careful man in relation to their most important business"); In re Mattullath, 38 App. D.C. 497, 514-15 
(D.C. Cir. 1912); Ex DarteHenrich, 1913Dec. Comm'rPat.139,141(Comm'rPat.1913). 
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madeon a IIcase-by-casebasis,takingall the factsand circumstancesintoaccount.114 

Finally, a petition to revive an application as unavoidably abandoned cannot be granted 
where a petitioner has failed to meet his or her burden of establishing that the delay 
was unavoidable.5 

The instant petition asserts: 
1. Arden acted prudently in entering into the Purchase Agreement; 
2. Arden did not second guess its decision to pay the maintenance fee; and 
3. It was reasonable and prudent for Arden to rely upon advice of counsel. 

The petition under 37 CFR 1.378(e) has been considered. However, the showing of 
record is not sufficient to establish to the satisfaction of the Director that the delay was 
unavoidable within the meaning of 35 U.S.C. § 41(c)(1) and 37 CFR 1.378(b). A 
showing of unavoidable delay requires a showing that the entire delay in filing a 
grantable petition under 37 CFR 1.378(b) was unavoidable. In re Application of Takao, 
17 USPQ2d 1"155,1158(Comm'r Pat. 1990). For reasons below, the record fails to 
establish that the entire delay was unavoidable. 

A. Arden Did Not Act Prudentlv in Reviewing the Patents Purchased. 

Petitioner insists that Arden acted prudently when entering into the purchase 
agreement. The purchase agreement was entered on October of 2000 and concluded 
in June of 2001.6 Petitioner contends the window for paying the maintenance fee did 
not open until December 2000 and the transaction was completed by January 2001. 
Petitioner states any investigation during the transaction would have shown that the 
patent was still enforce. However, a review of the purchase agreement/all schedules 
would have shown that two patents had been left off of schedule 4.180). Schedule 
4.180) was Unilever's listing of patents subject to licensing. A patent should not be 
purchased without proper investigation into the status of the patent. The other 
schedules provided by Unilever informed Arden that there was a patent which was 
subject to maintenance fee payments. A prudent person would track all patents, not just 
patents that were contained on a schedule provided by the seller. Upon the purchase of 
a patent a reasonable and prudent person would take immediate steps to ensure steps 
were in place to maintain the patent. 

4Smith v. MossinQhoff, 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982) (citinQ Potter v. Dann, 201 
U.S.P.Q. (BNA) 574 (D.D.C. 1978) for the proposition that counsel's nonawareness of PTO rules does not constitute 
unavoidable delay»; Vincent v. MossinQhoff, 1985 U.S. Dist. Lexis 23119, 13230 U.S.P.Q. (BNA) 621 (D.D.C. 1985) 
(Plaintiffs through their counsel's actions or their own must be held responsible for having noted the MPEP section 
and Official Gazette notices expressly stating that the certified mailing procedures outlined in 37 CFR 1.8(a) do not 
apply to continuation applications). 

5Haines v. QuiQQ, 673 F. Supp. 314, 5 USPQ2d 1130 (N.D. Ind. 1987). 

6Renewedpetition,pg. 3. 
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Further on renewed petition, petitioner acknowledges evidence has been located which 
establishes that Arden was or should have been aware that there was a licensing 
agreement for the above-identified patent as early as March of 2001.7 Thus a prudent 
person would have reviewed the documents received with the purchase agreement or 
confirmed that counsel was aware that the patent needed to be added to schedule 

- 4.180). 

B. Delav was caused in part bv Arden's reevaluation of the value of the patent. 

Petitioner's contention that the petition decision considered under 37 CFR 1.378 
mischaracterizes the decision not to pay the maintenance fee is not persuasive. Here, 
petitioner contends that the reevaluation whether to pay the maintenance fee was 
based upon discovering new facts rather than a reevaluation of the same facts. 
Petitioner further contends that once new facts were discovered, Arden's counsel was 
directed to file a petition under the unintentional standard. 

35 U.S.C. 133 and 151 each require a showing that the "delay" was "unavoidable," 
which requires not only a showing that the delay which resulted in the abandonment of 
the application was unavoidable, but also a showing of unavoidable delay until the filing 
of a petition to revive. See In re Application of Takao, 17 USPQ2d 1155 (Comm'r Pat. 
1990). The patent was abandoned when counsel for Arden Ms. Shore told counsel at 
Abelman not to submit the 7.5 year maintenance fee payment. The goal was to reduce 
corporate IP expenses.8The fact that Ms. Shore was not aware that there was a 
licensing agreement does not change the fact that there was a deliberate decision not 
to pay the 7.5 year maintenance fee. The belated request to reinstate under the 
unintentional standard after learning that there was a licensing agreement for the 
above-identified patent does not make the abandonment unavoidable. As set forth in 
MPEP 711.03(c): 

...[W]here the applicant deliberately chooses not to seek or persist in 
seeking the revival of an abandoned application, or where the applicant deliberately 
chooses to delay seeking the revival of an abandoned application, the resulting delay 
in seeking revival of the abandoned application cannot be considered as 
"unintentional" within the meaning of 37 CFR 1.137(b). An intentional delay resulting 
from a deliberate course of action chosen by the applicant is not affected by: 
(A) the correctness of the applicant's (or applicant's representative's) decision to 
abandon the application or not to seek or persist in seeking revival of the 
application; 

7Renewed petition, pg. 2. 

8 Id.pg.5. and MysticTan Letter(3/1/01) 
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(B) the correctness or propriety of a rejection, or other objection, requirement, or 
decision by the Office; or 
(C) the discovery of new information or evidence, or other change in
 
circumstances subsequent to the abandonment or decision not to seek or persist
 
in seeking revival.
 

Petitioner intended to not pay the maintenance fee because there was no known 
licensing agreement. In other words, the above-identified patent lacked sufficient 
commercial value to justify the expense of paying the maintenance fee. Even to the 
extent that the decision not to pay the maintenance fee and subsequent effort to 
reinstate was based upon new information i.e. the licensing agreement, it does not 
equate to unavoidable delay. Delaying the revival of an abandoned application, by a 
deliberately chosen course of action, until the industry or a competitor shows an interest 
in the invention is the antithesis of an "unavoidable" or "unintentional" delay. An 
intentional abandonment of an application, or an intentional delay in seeking the revival 
of an abandoned application, precludes a finding of unavoidable or unintentional delay 
pursuant to 37 CFR 1.137. See Maldague, 10 USPQ2d at 1478. 

C. Attornev Error is not Unavoidable Delav. 

Petitioner argues it was reasonable and prudent to rely on the actions of the various 
attorneys involved with this patent. Petitioner states after requesting the patent be 
reinstated, Ms. Shore continued to follow-up with Arden's lawyers at Abelman. 
Petitioner further contends the Ross firm informed Arden that the maintenance fee 
department verified patent data with publicly available sources to ensure data in the 
docket system was accurate. As evidence petitioner has submitted an e-mail from 
Andrew Wilford, a partner at the Ross Firm which indicates the general procedure when 
a patent was entered into the Ross docketing system. Petitioner states the fact the 
patent was entered into the Ross Firm's docketing system, supports the believe that the 
patent was in full force. 

Petitioner has failed to provide sufficient evidence of the steps of the two law firms in 
place to ensure the timely submission of the maintenance fee and the filing of a petition
for reinstatement. 

The U.S. Patent and Trademark Office must rely on the actions or inactions of duly 
authorized and voluntarily chosen representatives of the applicant, and the applicant is 
bound by the consequences of those actions or inactions.9 Specifically, petitioner's 
delay caused by the mistakes or negligence of his voluntarily chosen representative 
does not constitute unavoidable delay within the meaning of 35 U.S.C. 133 or 37 CFR 

9Link v. Wabash, 370 u.s. 626, 633-34 (1962). 
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1.137(a).10A delay resulting from an attorney's preoccupation with other legal matters 
or with the attorney's inadvertence or mistake is not sufficient to establish to the 
satisfaction of the Commissioner that the delay was unavoidable within the meaning of 
35 USC 151 and 37 CFR 1.137(a). Mossinghoff, 671 F.2d at 536. Case law is clear 
that the mistakes of an attorney do not rise to the level of unavoidable delay and that 
the actions of patentees representatives are imputed onto patentee.11The assurances 
that petitioner may have received with regard to reinstatement of the patent does not 
rise to the level of gross negligence nor does it supersede the acts of Arden. 

CONCLUSION 

The prior decision which refused to accept under §1.378(b) the delayed payment of a 
maintenance fee for the above-identified patent has been reconsidered. For the above 
stated reasons, the delay in this case cannot be regarded as unavoidable within the 
meaning of 35 U.S.C. § 41(c)(1) and 37 CFR 1.378(b). 

Since this patent will not be reinstated, a refund covering the maintenance fee and 
surcharge fee will be forwarded to petitioner. 

As stated 37 CFR 1.378(e), no further reconsideration or review of this matter will be
undertaken. 

The application is being forwarded to Files Repository. 

Telephone inquiries should be directed to Petitions Attorney Charlema R. Grant at (571) 

2~1L 
Charles Pearson 
Director, Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 

cc: Scott D. Locke 
Kalow & Springut, LLP
 
488 Madison Avenue 19thFloor
 
New York, NY 10022
 

IOHaines v. Ouiqq, 673 F. Supp. 314, 5 USPQ2d 1130 (D. Ind. 1987); Smith v. 
Diamond, 209 USPQ 1091 (D. D.C. 1981); Potter v. Dann, 201 USPQ 574 (D.D.C. 1978); Ex 
parte Murrav, 1891 Dec. Cornm'r Pat. 130, 131 (Cornm'r Pat. 1891). 

11 See. California v. Medical Products, Inc. v. Tecno1 Medical Products, Inc, 
921 F. Supp 1219 and Hainesv. Ouiqq673 F. Supp 314, 
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