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PART 1 - RULES OF PRACTICE IN
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GENERAL INFORMATION AND CORRESPONDENCE

Sec

1.1 Al communications o be addressed o the Commissioner of
Patents and Trademarks.

1.2 Business to be transacted in writing.

1.3 Business to be conducted with decorum and courtesy.

1.4 Nature of correspondence.

1.5 Identification of application, patent or registration.

1.6 Receipt of letters and papers.

1.7 Times for taking action; expiration on Saturday, Sunday, or Federal
holiday.

1.8 Cenificate of mailing.

1.9 Definitions.

1.10 Filing of papers and fees by “Express Mail” with certificate.

RECORDS AND FILES OF THE PATENT AND TRADEMARK
OFFICE
1.11 Files open to the public.
1.12 Assignment records open to public inspection.
1.13 Copies and certified copies.
1.14 Patent applications preserved in secrecy.
1.15 Requests for identifiable records.

FEES AND PAYMENT OF MONEY
1.16 National application filing fees.
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1.17 Patent application. processmg fees
1.18 Patent issue fees.
1.19 Documemnt supply fees.
1.20 Post-issuance fees.
1.21 Miscellaneous fees and charges.
1.22 Fees payable in advance.
1.23 Method of payment.
1.24 Coupons.
1.25 Deposit accounts.
1.26 Refunds.
1.27 Statement of status as small entity.
1.28 Effect on fees of failure to establish status, or change status, as a
small entity.

Subpart B - National Processing
Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF
ATTORNEY OR AGENT

1.31 Applicants may be represented by a registered attorney or agent,

1.32 Prosecution by assignee.

1.33 Cormrespondence respecting patent applications, reexamination
proceedings, and other proceedings.

1.34 Recognition for representation.

1.36 Revocation of power of attorney or authorization; withdrawal of
attorney or agent.

WHO MAY APPLY FOR A PATENT
1.41 Applicant for patent.
1.42 When the inventor is dead.
1.43 When the inventor is insane or legally incapacitated.
1.44 Proof of authority.
1.45 Joint inventors.
1.46 Assigned inventions and patents,
1.47 Filing when an inventor refuses to sign or cannot be reached.

1.48 Correction of inventorship.

THE APPLICATION
1.51 General requisites of an application.
1.52 Language, paper, writing, margins.
1.53 Serial number, filing date, and completion of application.
1.54 Parts of application to be filed together; filing receipt.
1.55 Claim for foreign priority.
1.56 Duty of disclosure; fraud; striking or rejection of applications.
1.57 [Reserved]
1.58 Chemical and mathematical formulas and tables.
1.59 Papers of application with filing date not to be returned.
1.60 Continuation or divisional application for invention disclosed in
a prior application.
1.61 [Reserved]
1.62 File wrapper continuing procedure.

OATH OR DECLARATION

1.63 QOauth or declaration.
1.64 Person making oath or declaration,
1.66 Officers authorized to administer oaths.
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171 Demled description and memﬁcauon of the mvmnon.
1.72 Title and abstract. ‘ '
1.73 Suspmary of the invention.

1.74 Reference to drawings.

1.75 Claim(s). - ‘
1.77 Arxrangement of apphcanon e!emenrs

1.78 Clmnungbencf'tofeaﬂmﬁlmgdatemdmssrefcremesto ‘

other applications.
1.79 Reservation clauses not permitted.

THE DRAWINGS
1.81 Drawing required.
1.83 Content of drawing.
1.84 Standsrds for drawing.
1.85 Informal drawings.
1.88 Use of old drawings. -

MODELS, EXHIBITS, SPECIMENS
1.91 Models not generally requn'ed a5 part of application or patent.
1.92 Model or exhibit may be required.
1.93 Specimens.
1.94 Return of models, exhibits or specimens.
195 Copies of exhibits.
1.96 Submiscion of computer program hsungs

INFORMATION DISCLOSURE STATEMENT
1.97 Filing of information disclosure statement.
1.98 Content of information disclosure statement.
1.99 Updating of information disclosure statement.

EXAMINATION OF APPLICATIONS
1.181 Order of examination.
1.102 Advancement of examination.
1.103 Suspension of action.
;.104 Nature of examination; examiner’s action.
1.105 Completeness of examiner’s action.
1.106 Rejection of claims.
1.107 Citation of references.
1.108 Abandoned applications not cited.
1.169 Reasons for allowance.
1.110 Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION
1.111 Reply by applicant or patent owner.

1.112 Reconsideration.

1.113 Final rejection or action.

AMENDMENTS
1.115 Amendment.
1.116 Amendments after final action.
1.117 Amendment and revision required.
1.118 Amendsment of disclosure.
1.119 Amendment of claims.
1.121 Manner of making amendments.
1.122 Entry and consideration of amendments.
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1.126 Nmnbenn&of chums'

~"1 127 Peuum fmm reﬁzsal o admit amendment.

AFFIDAVITS OVERCOMING REJECTIONS
1. 131 ‘Affidavit or declatation of pnor invention to overcome: clted

palentorpubhcauom S
1. 132 Afﬁdavns or declaranons uavexsmg grounds of rejecuon.

INTERVIEWS
1.133 Interviews.

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT OF
APPLICATION

1.134 Time period for response to & Office action.

1.135 Abandonment for failure to respond within time period.

1.136 Filing of timely responses with petition and fee for extension of
time and extensions of time for cause.

1.137 Revival of abandoned applicatiosn.

1.138 Express abandonment. - :

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
1.141 Different inventions in one national application.
1.142 Requirement for restriction.
1.143 Reconsideration of requirement.
1.144 Petition from requirement for restriction.
1.145 Subsequent presentation of claims for differen: invention.
1.146 Election of species.

DESIGN PATENTS
1.151 Rules applicable.
1.152 Drawing.
1.153 Title, description and claim, oath or declaration.
1.154 Asrangerent of specification.
1.155 Issue and term of design patents,

PLANT PATENTS
1.161 Rules applicable.
1.162 Applicant, cath or declaration.
1.163 Specificaiion.
1.164 Claim.
1.165 Drawings.
1.166 Specimens.
1.167 Examination.

REISSUES
1.171 Application for reissue.
1.172 Applicants, assignees.
1.173 Specification.
1.174 Drawings.
1.175 Reissue oath or declaration.
1.176 Exarmination of reissue.
1.177 Reissue in divisions.
1.178 Original patent.
1.179 Notice of reissue application.

PETITIONS AND ACTION BY THE COMMISSIONER
1.181 Petition to the Commissioner.
1.182 Questions not specifically provided for.
1.183 Suspension of rules.
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- PATENTRULES ;- o

APPEAL TO TH_E BOARD OF PATEN”' APPEALS AND
: - 'INTERFERENCES . : .
1.191. Appeal to Board of Patent Appeals andIntcrfermces
1192 . Appellant’s brief.: i
1.193 Examiner’s answer.
1.194: Oral hedring.: -
1.195 Affidavits or declmnons aftu appeal . e
1.196: Decision by the Board of Patent Appeals and Imerfezmoes
1.197 Action following decision.
1.198 Reopening after decxsmn.

MI SCELLANEOUS PROVISIONS
1.248 Service of papers; manner of service; proof of service in cases
other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending applications.

1.292 Public use proceedings.

1.293 Statutory invention registration.

1.294 Examination of request for publication of a stamtory invendion

registration and patent application to which the request is directed.

1.295 Review of decision finally refusing to publish 2 sr.atumry
invention registration.

1.296 Withdrawal of request for publicatior: of statutory invention
registration.

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT
1.301 Appeal to U.S. Court of Appeals for the Federa! Circuit.
1.302 Notice of appesl.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT
1.311 Notice of Allowance
1.312 Amendments afier allowance.
1.313 Withdrawal from issue.
1.314 Issuance of patent.
1315 Delivery of patent.
:.316 Application abandoned for failure to pay issue fee.
1.317 Lapsed patents; delayed payment of balance of issue fee.
1.318 Notification of national publication of a patent based on an
international application.

DISCLAIMER
1.321 Statutory disclaimer.

CORRECTION OF ERRORS IN PATENT
1.322 Certificate of correction of Office mistake.
1.323 Certificate of correction of applicant’s mistake.
1.324 Correction of inventorship in patent.
1.325 Other mistakes not cosrected.

ASSIGNMENTS AND RECORDING
1.331 Recording of assignments.
1.332 Receipt and recording.
1.333 Conditional assignments.
1.334 Issue of patent to assignee.
1.335 Filing of notice of arbitration awards.
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S AMENDMENT CE: RULES
1,351 Amendments to rules will be published. ..
1.352 Pubhcazwn of notxce of proposed 3 mnendmems

MAIN'I'ENANCB FEES

1.362 Time for payment.of maintenance fees. .

1 363 :Fee address for maintenance fee. purposes

1.366 Submission of maintenance fees. O

1.377 Review of decision refusing to accept and record paymentof 2
maintenance fee filed prior to expiration of patent.

1.378 Acceptance of delayed payment of maintenance fee in expired
patent to reinstate patent. - o

Internaiional Processing
Provisions

Subpart C -

GENERAL INFORMATION
1.401 Definitions of terms under the Patent Cooperation Treaty.
1.412 The United States Receiving Office.
1.413 The United States International Searching Authority.
1.414 The United States Patent and Trademark Office as a Designated
Office or Elected Office.
1.415 The Intemnational Bureau.
1.416 The United States International Preliminary Examining
Authority.

WHO MAY FILE AN INTERNATIONAL APPLICATION
1.421 Applicant for international application.
1.422 When the inventor is dead.
1.423 When the inventor is insane or legally incapacitated.
1.424 Joint inventors.
1.425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION
1.431 International application requirements.
1432 Designation of States and payment of designation fees.
1.433 Physical requirements of international application.
1.434 The request.
1.435 The description.
1.436 The claims.
1437 The drawings.
1.438 The abstract.

FEES
1.445 International application filing, processing and search fees.
1.446 Refund of intemnational application filing and processing fees.

PRIORITY
1.451 The priority claim and priority document in an international
application.
REPRESENTATION

1.455 Representation in international applications.

TRANSMITTAL OF RECORD COPY
1.461 Procedures for ransmittal of record copy to the International
Bureau.

TIMING
1.465 Timing of application processing based on the priority date.
1.468 Delays in meeling time limits.
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1 MANUAL OF PATEE%TWING PROCEDURE :

1471 Corrccuons M‘mdmcms diririg mwmauonal pmcessmg.
1472 Chang&smpetson.nme.oraddressof apphcmtsandmvenm

UNITY OF INVENTION
1.475 Unity of invention before the Intemational Searchmg Aut.homy
1.476 Determination of m'uty of mvennon before the Intematmnal
Searching Authority. - R
1.477 Protest to lack of uriity of mvennon before the Intemanonal
uearc}_mg Authonty R

INTERNATION AL PRELIMINARY EXAM]NATION

1.480 Demand for international preliminary examination.

1.482 Intemational preliminary examination fees.

1.484 Conduct of international preliminary examination.

1.485 Amendments by applicant during international preliminary
examination.

1.487 Unity of Invention before the International Preliminary

Examining Authority.

1.488 Determination of unity of invention before the International
Preliminary Examining Authority.

1.489 Protest to lack of unity of invention before the International
Preliminary Examining Authority.

NATIONAL STAGE
1.491 Entry into the national stage.

1.492 National stage fees.

1.494 Entering the national stage in the United States of Americaasa
Designated Office.

1.495 Entering the national stage in the United States of America as an
Elected Office.

1.496 Examination of international applications in the national stage.

1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

1.499 Unity of invention during the national stage.

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART
1.501 Citation of prior art in patent files.

REQUEST FOR REEXAMINATION
1.510 Request for reexamination.
1.515 Determination of the request for reexamination.
1.520 Reexamination at the initiative of the Commissioner.

REEXAMINATION
1.525 Order to reexamine.
1.530 Statement and amendment by patent owner.
1.535 Reply by requester.
1.540 Consideration of responses.
1.550 Conduct of reexamination proceedings.
1.552 Scope of reexamination in reexamination proceedings.
1.555 Duty of disclosure in reexamination proceedings.
1.560 Interviews in reexamination proceedings.
1.565 Concurrent office proceedings.

CERTIFICATE
1.570 Issuance of recxamination certificate after reexamination
proceedings.
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1 6{)1 Scope of rules, deﬁmuons

Subpart E- Interferences PR P

1.602 Interestin applications and patents involved in an interference.

' 1.603 Interference between applications; subject metter of me mter

ference.
1.604 Request for interference between appllcanons by an apphcant
1.605 Suggestion of claim to applicant by éxaminer. * -
1.606 Interference between: ] apphcanon and apatent subject matter
of the interference.
1.607 Request by applicant for mterference with patent.
1.608 Interference between an apphcauon and a patent; prima facie
showing by applicant. : :
1.609 Preparation of interference papers by examiner.
1.610 Assignment of interference to examiner-in-chief, time period
for completing interference.
1.611 Declaration of interference.
1.612 Access to applications.
1.613 Lead attorney, same attorney representing differentparties in an
interference, withdrawal of attorney or agent.
1.614 Jurisdiction over interference.
1.615 Suspension of ex parte prosecution.
1.616 Sanctions for failure to comply with rules or order.
1.617 Summary judgment against applicant.
1618 Retum of unauthorized papers.
1.621 Preliminary statement, time for filing, notice of filing.
1.622 Preliminary statemnent, who made invention, where invention
made.
1.623 Preliminary statement; invention made in United States.
1.624 Preliminary statement; invention made abroad.
1.625 Preliminary statement; derivation by an opponent.
1.626 Preliminary statement; earlier application.
..627 Preliminary statement; sealing before filing, opening of
statement,
1.628 Preliminary statement; correction of error.
1.629 Effect of preliminary statement.
1.630 Reliance on earlier applicatios:.
1.631 Access to preliminary stalement, service of preliminary
statement.
1.632 Notice of intent to argue abandonment, suppression, or
concealment by opponent.
1.633 Preliminary motions.
1.634 Motion to correct inventorship.
1.635 Miscellaneous motions.
1.636 Motions, time for filing.
1.637 Content of motions.
1.638 Opposition and reply, time for {iling opposition and reply.
1.639 Evidence in support of motion, opposition, or reply.
1.640 Motions, hearing and decision, redeclaration of interference,
order 1o show cause.
1.641 Unpatentability discovered by examiner-in-chief.
1.642 Addition of application or patent to interference.
1.643 Prosecution of interference by assignee.
1.644 Petitions in interferences.
1.645 Extension of time, late papers, stay of proceedings.
1,646 Service of papers, proof of service.
1.647 Translation of document in foreign language.
1,651 Seting times for discovery and taking testimony, parties entitled
to tzke testimony.
1.652 Judgment for failurc to take testimony or file record.
1.653 Record and exhibits.

R-4




; < i - 5,
1655 ‘Matters’ conszdemdmrcndamg a fmal c
1:656 Bnefsferﬁmlhemg P
1657 Burden of: pmofas ) date of invention:
1:658 - Final decision.;.’ S L
1.659 Recommendancm.

L 661 Termmatmn of mtcrference after. Judgment. :

1.662 Request for entry of adverse Judgment. reissue filed by patentee

1.663 Status of claim of defeated apphctmt after mterference

1.664 Action after mterference

1.665 Second interference.

1.666 Filing of interference settlement agreements.

1.671 - Evidence must comply with rules. -

1.672 Manner of taking testimony.

1.673 Notice of examination of witness.

1.674 Persons before whom depositions may be taken.

1.675 Examination of witness, reading and signing wanscript of
deposition.

1.676 Certification and filing by officer, marking exhibits.

1.677 Form of a transcript of deposition.

1.678 Transcript of deposition must be filed.

1.679 Inspection of transcript. '

1.682 Official records and printed publications.

1.683 Testimony in another interference, proceeding, or action.

1.684 Testimony in a foreign country.

1.685 Errors and irregularities in depositions.

1.687 Additional discovery.

1.688 Use of discovery.

1.690 Arbitration of interferences.

Subpart F - Extension of Patent Term

1.710 Patents subject to extension of the patent term.

1.720 Conditions for extension of patent term.

1.730 Applicant for extension of patent term.

1.740 Application for extension of patent term.

1.741 Filing date of application.

1.750 Determination of eligibility for extension of patent term.

1.760 Interim extension of patent term.

1.765 Duty of disclosure in patent term extension preceedings.

1.770 Express withdrawal of application for extension of patent term.

1.775 Calculation of patent term extension for a human drug product.

1.776 Calculatiost of patent term extension for a food additive or color
additive,

1.777 Calculation of patent term extension for a medical device.

1.780 Certificate of extension of patent term.,

1.785 Multiple applications for extension of term of the same patent

or of different patents for the same regulatory review period for

a product.

Subpart A - General Provisions
GENERAL INFORMATION AND CORRESPONDENCE

§ 1.1 All communications to be addressed to the
Commissioner of Patents and Trademarks.
(a) All letters and other communications intended for the
Patent and Trademark Office must be addressed to “Commis-
sioner of Patents and Trademarks,” Washingion, D.C, 20231,
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assignment of a national serial number should be addmonally‘
marked “Box PCT.” ‘

(c) Requests for reexammauon should be addmonally
marked “Box Reexam e

) Payments of mamtenance fees in patents and other com-
munications relating thereto should be addttlonally marked
“Box M. Fee.”

(¢) Communications relating to mterferences and apphca-
tions or patents mvolved in an interference should be addition-
ally marked “BOX INTERFERENCE ”

(f) All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionaliy marked “Box Patent
Ext.” When appropriate, the communication should also be
marked to the attention of a particular individual, as where a

decision has been rendered.
NOTE. — Sections 1.1 to 1.26 are applicable to trademark cases as

well as to national and internaticaal patent cases except for provisions
specifically directed to patent cases. See § 1.9 for definitions of
“national application” and “international application.”

[46 FR 29181, May 29, 1981; para.(d) added, 49 FR 34724, Aug.
31, 1984, effective Nov. 1, 1984; para (), 49 FR 48416, Dec.12, 1984,
effective Feb. 11, 1985, para. (f) added, 52 FR 9394, Mar. 24, 1987]

§ 1.2 Business to be tramsacted in writing,

All business with the Patentand Trademark Office should be
transacted in writing. The personal attendance of applicants or
their attorneys or agents at the Patent and Trademark Office is
unnecessary. The action of the Patentand Trademark Office will
be based exclusively on the written record in the Office. No
attention will be paid to any alleged oral promise, stipulation, or
understanding in relarion to which there is disagreement or
doubt.

§ 1.3 Business to be conducted with decorum and
courtesy.

Applicants and their attoreys or agents are required to con-
duct their business with the Patent and Trademark Office with
decorum and courtesy. Papers presented in violation of this
requirement will be submitted to the Commissioner and will be
returned by his direct order, Complaints against examiners and
other employees must be made in communications separate
from other papers.

§ 1.4 Nature of correspondence,
(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and facilities of the
Office, such as gencral inquiries, requests for publications
supplied by the Office, orders for printed copies of patents or
trademark registrations, orders for copies of records, transmis-
sion of assignments for recording, and the like, and

(2) Correspondence in and relating to a particular applica-
tion or other proceeding in the Office. Sce particularly the rules

Rev. 7, Dec. 1987



§ L5

apphcanons §§2.11 2. 189 : e

. (b) Since each application file should be com ) _,f
a separate copy of every paper to be ﬁled in an apphcat:on
should be furnished for each apphcauon 11} whlch the paper
pertams even thcagh the contents of the papers ﬁled in two or
more applications may be identical.

(c) Since different matiers may be consndered by dnfferenz
branches or sections of the Patent and Trademark Office, each
distinct subject, inquiry or order should be contained in a
separate letter to avoid confusion and delay in answering letters
dealing with different subjects. ‘

[24FR 10332,Dec. 22, 1959;43FR 20461, May 11, 1978; para.(a),
48 FR 2707, Jan. 20, 1983, cffective Feb. 27, 1983; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.5 Identification of application, patent or
registration.

(2) When a letter concerns an application for patent, it should
state the name of the applicant, the title of the invention, the
serial number or intemational application number of the appli-
cation, the date of filing the same, and, if known, the group ant
unit or other unit within the Patent and Trademark Office
responsible for considering the letter and the name of the
examiner or other person to which it has been assigned.

{b) When the letter concerns a patent, it should state the
number and date of issue of the patent, the name of the patentee,
and the title of the invention.

{c) A letter relating to a trademark application should
identify it as such and by the name of the applicant and the serial
number and filing date of the application. A letier relating to a
registered trademark should identify it by the name of the
registrant and by the number and date of the certificate.

(d) A letier relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing
reexamination, the reexamination request control number as-
signed to such proceeding and, if known, the group art unit and
name of the examiner to which it been assigned.

(e) When a paper congerns an interference, it should state
the names of the parties and the number of the interference. The
name of the examiner-in-chief assigned to the interference (§
1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper.

[24 FR 10332, Dec 22, 1959; 46 FR 29181, May 29, 1981; para. (a)
49 FR. 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (), 49 FR 48416,
Dee. 12, 1984, effective Feb. 11, 1985]

§ 1.6 Receipt of letters and papers.

(a) Letters and other papers received in the Patent and Trade-
mark Office are stamped with the date of receipt, except where
such letters and papers are filed in accordance with § 1,10, Any
such letters and papers filed in accordance with § 1.10 will be
stamped with the date of deposit as “Express Mail” with the
United States Postal Service unless the date of deposit is a

Rev. 7, Dec. 1987

MANUAL OF PA’!'ETNT EXAMINING PROCED{FRE

‘ jSaturday, Sunday. o Fedeml hohday wnthm the District of
.. Columbia ir, which case the date. stamped will_be the next
- succeeding day which is not a Sawrday. Sumday, or Federal

holiday within the District of Columbia. No papers are received

in the Patent and Trademark Office on Saturdays; Sundays or

Federal hohdays within the District of Columbia: -

&) Manlplaced it thePatent and Trademark Offic pouch up
to mndmght on weekﬂays, exceptmg Saturdays
hohdays, by the post ‘office at Was 'ngton DC, semng the

~ Patent and Trademark Office, is cons:dered as havmg been

received in the Patent and Trademark Office on the day it was
so placed in the pouch. . .

(c) In addition to being mailed o dehvered by hand durmg
office hours, letiers and other papers may be deposited up to
midnight in a box provided at the guard’s desk at the lobby of
building 3 of the Patent and Trademark Office at Crystal Plaza,
Arlington, Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington, D.C., on
weekdays except Saturdaysand Federal holidays, and ail papers
deposited therein are considered as received in the Patent and
Trademark Office on the day of deposit.

(d) If interruptions or emergencies in the Umted States
Postal Service which have been so designated by the Commis-
sioner occur, the Patent and Trademark Office will consider as
filed on a particular date in the Office any paper or fee which is:
(1) Promptly filed after the ending of the designated interruption
or emergency; and (2) Accompanied by a statement indicating
that such paper or fee would have been filed on that particular
date if it were not for the designated interruption or emergency
in the United States Postal Service, Such statement must be a
verified statement if made by a person not registered to practice

before the Patent and Trademark Office.
{48 FR 2707, Jan. 20, 1983, effective Feb, 27, 1983; 48 FR 4285,
Jan. 31, 1983; para. (a), 49 FR 552, Jan. 4, 1984, effective Apr. 1,1984]

§ 1.7 Times for taking action; Expiration on
Saturday, Sunday, or Federal holiday.

Whenever periods of time are specified in this part in days,
calendar days are intended. When the day, or the last day fixed
by statute or by or under this part for taking any action or paying
any fee in the Patent and Trademark Office falls on Saturday,
Sunday, or on aFederal holiday within the District of Columbia,
the action may be taken, or the fee paid, on the next succeeding
day which is not a Saturday, Sunday, or a Federal holiday. See
§ 1.304 for time for appeal or for commencing civil action.

(48 FR 2707, Jan. 20, 1983, effeciive Feb. 27, 1983; correcied 48
FR 4285, Jan. 31, 1983]

§ 1.8 Certificate of mailing.

(a) Except in the cases enumerated below, papers and fees
required to be filed in the Patent and Trademark Office within
a set period of time will be considered as being timely filed if:

(1) They are addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and deposited with the
U.S. Postal Service with sufficient postage as first class mail
prior to expiration of the set period; and

(2) They also include a certificate for each paper or fee
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 ‘should have reasonable basis toexpecuhatme
wmﬂdbemledmmbefmethedm" dicated. The

of receipt of the paper or - fee will be used for all other pmposes
Thls procedure does niot apply to the following:

*.(i) The filing of a national patént apphcat:on specxﬁcanon
and drawing orotherpapers for the pmpose of obtammg an ap-
phcauon filing date; -

* (ii) The filing of u'ademark apphcanons SR

(iii) The filing of agreements between pames to an mter-
ference under 35 U.S.C. 135(c);

(iv) The filing of an afﬁdav:t showmg t.hat a mark is sull
in use or containing an excuse for nonuse under section 8 (a) or
(b) or section 12(c) of the Trademark Act, 15 U S.C. 1058(3),
1058(b), 1062(c);

{v) The filing of an application for renewal of a mark reg-
istration under section 9 of the Trademark Act, 15U.S.C. 1059;

(vi) The filing of a petition to cancel a registration of a
mark under section 14 (3) or (b) of the Trademark Act, 15U.S.C.
1064(a), 1064(b);

(vii) The filing of an affidavit under section 15, subsection
(3) of the Trademark Act, 15 U.S.C. 1065; o

(viii) The filing of a notice of election o proceed by civil
action in an inter partes proceeding under 35 U.S.C. 141 or
section 21{a)(1) of the Trademark Aci, 15U.8.C. 1071(2)(1),in
response to another paity’s appeal to the Court of Appeals for
the Federal Circuit;

(ix) The filing of a notice and reasons of appeal under 35
U.S.C. 142 or a notice of appeal under section 21(a)(2) of the
Trademark Act, 15 U.S.C. 1071(a}(2);

(x) The filing of a statement under 42 U.S.C. 2182 or 42
U.S.C. 2457(c); and

(xi) The filing of international applications for patent and
all papers and fees relating thereto;

(xii) The filing of a paper in an interference which an
examiner-in-chief orders to be filed by hand or “Express Mail”,
and

(xiii) Papers filed in connection with a disciplinary pro-
ceeding under Part 10 of this subchapter.

(b) In the event that correspondence or fees are timely filed
inaccordance with paragraph (a) of this section, but not received
in the Patent and Trademark Office, and the application is held
to be abandoned or the proceeding dismissed, terminated, or
decided with prejudice, the correspondence or fee will be
considered timely if the party who forwarded such correspon-
dence or fee (1) informs the Office of the previous mailing of the
correspondence or fee promptly after becoming aware of the
Office action, (2) supplies an additional copy of the previously
mailed correspondence or fee and certificate, and (3) includes a
declaration under § 1.68 or § 2.20 which attests on a personal
knowledge basis or to the satisfaction of the Commissioner (o
the previous timely mailing,

[41 FR 43721,0¢t1. 4,1976; 43 FR 20461, May 11, 1978; para. (a).
47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (a),48 FR
2708, JIan. 20, 1983; para. (a) 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; para. (a), 49 FR 5171, Feb, 6, 1985, effective Mar. 8,
1985; 52 FR 20046, May 28, 1987)
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'Office under 35 US:C. 111 of which resulted from : an 1ntema-
tional application'after compliance with 37°CFR 371,

~ (b) An international application as used in “this “chiapter
means an international application  for- patent’ “filed under the
Patent Cooperation Treaty prior toentering national processm g
at the Designated Office stage.

- (©) An mdependent inventor as used in this r‘hﬂpter means
any inventor who (1) has not assngned granted, conveyed, or li-
censed, and (2)is under no obhgauon under contract or law to
assign, grant, convey, or hcense, any nghts in the invention to
any person who could not likewise be classified as an independ-
ent inventor if that person had made the invention, or to any
concern which would not qualifyasa small busmess concern or
a nonprofit organization under this section. .

(d) A small business concern as used in this chapter means
any business concern as defined by the Small Business Admini-
stration in 13 CFR 121.12. For the convenience of the users of
these regulations, that definition states:

§ 121.12. Small business for paying reduced patent fees

(a) Pursuant to Pub. L. 97-247, a small business concern for
purposes of paying reduced fees under 35 U.S. Code 41 (a) and (b)
to the Patent and Trademark Office means any business concern (1)
whose number of employees, including those of its affiliates, does
not exceed 509 persons and (2) which has not assigned, granted,
conveyed, or licensed, and is underno obligation under contract or
law to assign, grant, convey or license, any rights in the invention
1o eny person who could not be classified as an independent
inventor if that person had made the invention, or to any concern
which would not qualify as a small business concerm or a nonprofit
organization under this section. For the purpose of this section
concerns are affiliates of each other when either, directly or
indirectly, one concern controls or has the power to control the
other, or a third party or parties controls or has the power to control
both. The number of employees of the business concern is the
average over the fiscal year of the persons employed during each
of the pay periods of the fiscal year. Employees are those persons
employed on a full-time, pari-time or temporary basis during the
previous fiscal year of the concern.

(b) If the Patent and Trademark Office determines that a
concern is not eligible as a small business concern within this
section, the concern shall have aright to appeal that determination
to the Small Business Administration. The Patent and Trademark
Office shall transmit its written decision and the pertinent size
determination file to the SB A in the event of such adverse determi-
nation and size appeal. Such appeals by concerns shon'd be
submitted to the SBA at 1441 L Street, NW., Washington, D.C.
20416 (Attention: SBA Office of General Counsel). The appoe!
should state the basis upon which it is claimed that the Patent and
Trademark Office initial size determination on the concern was in
error; and the facts and arguments supporting the concem’s
claimed status as a small business concern under this section,

(e) A nonprofit organization as used in this chapter means
(1) a university or other institution of higher education located
in any country; (2) an organization of the type described in
section 501(c)(3) of the Internal Revenue Code of 1954 (26
U.S.C. 501(c)(3)) and exempt from taxation under section
501(a) of the Internal Revenue Code (26 U.S.C. 501(a)); (3) any
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- nonprofit scientific oreducanonalm'gamzauon uali

a nonprofit organization statute. of a state of lhxs cmm'y @35
U.S.C. 2013i));. or (4) any noapre ﬁt orgamzauoniommd ina
fmmgncouMywhxch wouldquahfyas anonprofitorganization
under paragraphs:(¢) (2)or (3). of tlns section if it wetek:wed
in this country. -

- (f) Asmall entllyasusedmthlschapter meansan mdq:uend—
ent inventor, a small business concern or a nonproﬁuxm
tion. ,

. {g) For definitions in mterferences see s 1 601

f43 FR 20461 May 11, 1978; 47 FR 40139, Sep{. 1&, 1582,
eﬁecuve QOct. 1, 1982 47FR 43275 Sepl. 30 1982, effecm*eOa. 1,
1982; para. (d), 49 FR 34724, Aug. 31, 1984 effective Nov 1,1984;
para. (g), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.10 Filing of papers and fees by “Express Mail”
with certificate. '

{2) Any paper or fee to be filed in the Patent and Trademark
Oitwce can be filed utilizing the “Express Mail Post Office to
Addressee” service of the United States Postal Service and be
considered as having been filed in the Office on the date the
paper or fee is shown to have been deposited as “Express Mail”
with the United States Postal Service unless the date of deposit
is a Saturday, Sunday, or Federal holiday within the District of
Columbia. See § 1.6(a).

(b) Any paper or fee filed by “Express Mail” must have the
number of the “Express Mail” mailing label placed thereom prior
10 mailing, be addressed to the Commissioner of Patenis and
Trademarks, Washington, D.C. 20231, and any such paper or
fee mustalso include a certificate of mailing by “Express Mazil”
which states the date of mailing by “Express Mail” and is signed
by the person mailing the paper or fee.

(c) The Patent and Trademark Office will accept the certifi-
cate of mailing by “Express Mail” and accord the paper or fee
the certificate date under 35 U.S.C. 21(a) (unless the certificate
date isa Saturday, Sunday, or Federal holiday within the District
of Columbia - see § 1.6(a)) without further proof of the date on
which the mailing by “Express Mail” occurred unless aquestion
is present regarding the date of mailing. If more than a reason-
able time haselapsed between the certificate date and the Pazent
and Trademark Office receipt date or if other questions regard-
ing the date of mailing are present, the person mailing the paper
or fee may be required to file a copy of the “Express Mail”
receipt showing the actual date of mailing and a statement from
the person who mailed the paper or fee averring to the fact that
the mailing occurred on the date certified. Such statement must
be a verified statement if made by a person not registered 10
practice before the Patent and Trademark Office.

{48 FR 2708, Jan, 20, 1983, added effective Feb, 27, 1983; 48 FR
4285, Jan. 31, 1983, paras. (a) & (c), 49 FR 552, Jan. 4, 1984, effective
Apr. 1, 1984]

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1.11 Files open to the public.
(a) After a patent has been issued or a statutory invention
registration has been published, the specification, drawings,and
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: iall paimrelanagtothecasem theﬁleof thcpatentorstatutory
-invention registration are open.to inspection by the public, aa¢
copies maybeobtamedupon paymg thefee therefor. See § 2 2"
for rademark files.

(b) All reissue apphcanons, all’apphcauons\‘m whlch the

Office has: accepwd arequest to.open the complete apphcatlon

to inspection by tiie pubhc andrelated papersinthe application
file, are open to inspection by the public, and copies may be
furnished upon paying. the fee therefor: The filing 'of reissue
applications -will. be announced. in the :Official Gazette. The
announcement shail include at. least the filing- date, reissue
application and original patent numbers, title, class and sub-
class, name of the inventor, name of the owner of record, name
of the attorney or agent of record, and examining group to which
the reissue application is assigned.

(c) All requests for reexamination for which the fee under §
1.20(c) has been paid, will be announced in the Official Gazette.
Any reexaminations at the initiative of the Commissioner pur-
suant to § 1.520 will also be announced in the Official Gazette.
The announcement shall include at least the date of the request,
if any, the reexamination request control number or the
Commissioner initiated order control number, patent number,
title, class and subclass, name of the inventor, name of the patent
ownerof record, and the examining groupto which the reexami-
nation is assigned.

{d) All papers or coplcs thereof relanng 0 a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general public,
and copies may be furnished upon paying the fee therefor.

(e) Thefile of any interference involving a patent, a statutory
invention registration, or an application on which a patent has
been issued or which has been published as a statutory invention
registration, is open to inspection by the public, and copies may
be obtained upon paying the fee therefore, if: (1) the interference
has terminated, or (2) an award of priority or judgment has been
entered as to all pariies and all counts.

[OMB Control Nos. 0651-0010 & 0651-0014)

{42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981, Para. (c), 47 FR 41272, Sept. 17, 1982, effective
Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
198S; paras. (a), (b) & (e), 50 FR 9378, Mar. 7, 1985, effective May
8, 1985]

§1.12 Assignment records open to public inspection.

(a) The assignment records, relating to original or reissue
patents, including digests and indexes, and assignment records
relating to pending or abandoned trademark applications and to
trademark registrations are open to public inspection and copies
of any instrument recorded may be obtained upon requests and
payment of the fee set forth in § 1.19(a)(5).

(b) Assignment records, digests, and indexes, relating toany
pending or abandoned patent application are not available to the
public. Copies of any such assignment records and information
with respect thereto shatl be obtainable only upon written
authority of the applicant or applicant’s assignee or attorney or
agent or upon a showing that the person seeking such informa-
tion is a bona fide prospective or actual purchaser, mortgagee,
or licensee of such application, unless it shall be necessary to the
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:oomplae applmuon to the pubhc, is abmdoned and is avail-
‘able; it may be inspected or coples obtained by any person on B
: wrmen request, without notice to the applicant;

propeér conduct of business. before Lhe Ofﬁce or as ptovxded by

these rules.. .

s i(eyAny requw by a memberof thepubhc seekmg capses of
any ‘assignment records of any - pending: or.abandoned patent
application preserved in secrecy under §.1:.14; or any informa-
-tion with respect thereto, must (1) be in'the form of a petition
accompanied by the petition fee set forth-in § 1.17(i) or (2)
include written authority granting access to the member of the
public to the particular assignment records from the applicant or
applicant’s assignee for attorney or.agent of record, - -

- (d) An order for a copy of an assignment should give the
identification of the record. If identified only by the name of the
patentee and number of the patent, or in the case of a trademark
registration by the name of the regisirant and number of the
registration, or by name of the applicant and serial number or
international application number of the application, an exira
charge as set forth in § 1.21(f) will be made for the time
consumed in making a search for such assignment.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982}

§ 1.13 Copies and certified copies.

(a) Copies of patents and trademark registrations and of any
records, books, papess, or drawings belonging to the Patent and
Trademark Office and open to the public will be furnished by the
Patent and Trademark Office to any person, and copies of other
records or papers will be fumished to persons entitled thereto,
upon payment of the fee therefor.

(b) Such copies will be authenticated by the seal of the Patent
and Trademark Office and certified by the Commissioner, or in
his name attested by an officer of the Patent and Trademark
Office authorized by the Commissioner, upon payment of the
fee for the authentication certificate in addition to the fee for the

copies.
{OMB Control Nos. 0651-0009, 0651-0010 & 0651-0014)

§ 1.14 Patent applications preserved in secrecy.

(a) Except as provided in § 1.11(b) pending patent applica-
tions are preserved in secrecy. No information will be given by
the Office respecting the filing by any particular person of an
application for a patent, the pendency of any particular case
before it, or the subject matter of any particular application, nor
will access be given (o or copies fumished of any penading
application or papers relating thereto, without written authority
in that particular application from the applicant or his assignee
or attomey or agent of record, unless the application has been
identified by serial number in a published patent document or
the United States of America has been indicated as a Designated
Statz in a published international application, in which case
status information such as whether it is pending , abandoned or
patented may be supplied, or unless it shall be necessary to the
proper conduct of business before the Office or as provided by
this part. Where an application has been patented, the patent
number and issue date may also be supplied.

(b) Exceptas provided in § 1.11(b) abandoned applications
are likewise not open to public inspection, except that if an
application referred to in a U.S. patent, or in an application in
which the applicants has filed an authorization to open the
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§$1.15

«:7(c) Applications forpatents which disclose or whlch appear

o djsclose or which purport to'disclose, inventions or discov-

eriestelating to atomic energy are reported to the Department of

‘Enerzy, which Departmént will be given access to such appli-

cations, but such reporting does not constitute a determination
that the subject matter of each application so reported is in fact
useful or an invention or discovery or that such application in
fact discloses subject matter in categories specified by sections
151(c) and 151(d) of the Atomic Energy Act of 1954, 68 Stat.
919; 42 U.S. C. 2181 (c) and (d). -

(d) Any degision of the Board of Patent Appeals and Inter-
ferences, or aniy decision of the Commissioner on petition, not
otherwise open to public inspection shall be published cr made
available for public inspection if: (1) The Commissioner be-
lieves the decision involves an interpretation of patent laws or
regulations that would be of important precedent value; and (2)
the applicant, or any party involived in the interference, does not
within two months after being notified of the intention to make
the decision public, object in writing on the ground that the
decision discloses a trade secret or other confidential informa-
tion, if a decision discloses such information, the applicant or
party shall identify the deletions in the text of the decision
considered necessary to protect the information. If it is consid-
ered the entire decision must be withheld from the public to
protect such information the applicant or party must explain
why. Applicants or parties will be given time, not less than
twenty days, to request reconsideration and seek court review
before any portions of decisions are made public over their
objection. See § 2.27 for trademark applications.

(e) Any request by amember of the public seeking accessto,
orcopies of, any pending or abandoned application preserved in
secrecy pursuant to paragraphs (a) and (b) of this section, or of
any papers relating thereto, must (1) be in the form of a petition
and be accompanied by the petition fee set forth in § 1.17(i) or
(2) include written authority granting access to the member of
the public in that particular application from the applicant or the
applicant’s assignee or attorney or agent of record.

[OMB Control Nos. 0651-0010 & 0651-0011]

[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. (e)
added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; para. (b),
49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (d),49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; para. (b}, 50 FR 9378, Mar. 7,
1985, effective May 8, 1985]

§ 1.15 Requests for identifiable records.

(2) Requests for records not disclosed to the public as part of
the regular informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
part may be made by completing Form CD-244, “Application to
Inspect Department Records,” and submitting this form, in
person or by mail, to the Commissioner of Patents and Trade-
marks, Washington, D.C. 20231, A nonrefundable application
fee of $2 must accompany each application. Copies of Form
CD-244 are available in the Central Reference and Records
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bt ;.Inspecuun Facility,: Room. 2122 Depmmem o&‘ Commetce

. sBuilding, Washington,D.C: 20230, the search room of the
" Patent Reference. Branch of the Patent and Trademark Office,
‘the searchroom of theTradmnarkExaxmnmg Operation, and in

many public information offices and field offices of the Depart-
- mentof Commerce. If the requested record is. identifiable; the
request will be reviewed by ﬂle.appropnate official authorized
‘tomake an initial determination of the availability of: the record.
If it is determined that the material is not to be made available
to the reguesting person, said person shall be notified in writing
of that fact and the reasons why the record will not be disclosed.
Iftherecord isto be made available, inspection will be permitted
in the appropriate Patent and Trademark Office search room.
Fees for copies of records and for searches and related services
are payable in accordance with the schedule of fees and charges

established in § 4.8 of Title 15, Code of Federal Regulations.
(b) Any person whose application {0 inspect a record has
been refused may request a reconsideration of the initial denial
by completing and submitting the appropriate section of the
Form CD-244, The request for reconsideration should be made
within 30 days of the date of the original denial. In submitting
such request the party should include any written: argument he
desires to support his belief that the record requested should be
made available. No personal appearance, oral argument, or
hearing shall be permitted. The decision upon such request shall
be made by the Commissioner of Patents and Trademarks and
shall be based upon the original request, the denial, and any
written argument submitted by the person seeking access to the
record. The decision upon review shall be promptly made in
writing and communicated to the person seeking access. If the
decision is wholly or partly in favor of availability, the requested
record to such extent shall be made available for inspection as
described in paragraph (a) of this section. To the extent that the
decision is adverse to the request, the reasons for the denial shall
be stated. A decision upon review completed as provided herein
shall constitute the final decision and action of the Patent and
Trademark Office as to the availability of a reguested record,
except as may be required by court proceedings initiated pursu-
ant o 5 U.S.C. 552(2)(3). Reconsiderations resulting in final
decisions as prescribed herein shall be indexed and made

available in the search room of the Patent Reference Branch.
(c) Procedures applicable in the event of a subpoena, order,
or other compulsory process or demand of a court or other au-
thority shall be those set forth in Section 7 of Department Order

64 (32 F.R. 9734, July 4, 1967).
[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Mov, 26, 1969]

FEES AND PAYMENT OF MONEY

§ 1.16 National application filing fees.

(a) Basic fee for filing each application for an original
patent, except design or plant cases:

By a small entity (§ 1.9(F)) ceovocovrrnsnerinnsnsnvsnnns $170.00

By other than a small entity ...........coccoverinseerirernnen. 340.00
(b) In addition to the basic filing fee in an original application,
for filing or later presentation of each independent claim in
excess of 3:
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By a small enuty (§ i 9(0) e 1700
‘By other than a small enuty ; 3450
+-{c)- In additioni to.the basic filing fee in an original applica-

; t;on fo:thng ot later présentation of each claim (whetherinde-
-pendent or:dependent)-in-excess.of 20 (Note that § 1.75(c)
indicates how multiple dependent clzums are consxdered for fee

.calculation purposes.):: T
- By-a small entity (§ 1 9(1)) ..... ' 6 00
By, other than a small entity ... .12.00

(d) In addition to the basic filing fee in-an original application,
if the application contains, or is amended to contaiz 2 muitiple

-dependent claim(s), per application:

By a small entity (§ 1.9(D) ... 55.00

- By other than a small entity . Gaersssnsareonstencesases 110.060
(If the additional fees required by paragraphs (L), (c) and (d)
are not paid on filing or on later presentation of the claims for
which the additional feesare due, they must be paid or the claims
cancelied by amendment, prior to the expiration of the time
period set for response by the Office in any notice of fee

deficiency.)

(e) Surcharge for filing the basic filing fee or oath or
declaration on a date later than the filing date of the application:

By a small entity (§ 1.9()) . 55.00
By other than a small entity ...........coceeerieecennrnrarenes 110.00
() For filing-each design applicatioz:
By a small entity (§ 1.9(f))..... 70.00
By other than a small entity ..........cceereuerernnes 140.00
(g) Basic fee for filing each plant appiication:
By a small entity (§ 1.9(5)) ....cccrvrrrurerrrercvsersenens 110.00
By other than a small entity .........c.ceveeereereneen 220.00
h) Basic fee for filing each reissue application:
By a small entity (§ 1.9(£)) ...oocovrenncvrenererearsesnans 170.00
By other than a small entity ........ceervrererrrerenes 340.00

(i) In addition to the basic filing fee in a reissue application,
for filing or later presentation of each independent claim which
is in excess of the number of independent claims in the original
patent:

By a small entity (§ 1.9(£)) ..ccoovvvremrvevrveccnvennn 17.00
By other than a small entity .......c.ccereerevernernnnen. 34.00

(j) In addition to the basic filing fee in a reissue application,
for filing or later presentation of each claim (whether independ-
ent or dependent) in excess of 20 and also in excess of the
number of claims in the original patent, (Note that § 1.75(c)
indicates how multiple dependent claims are considered for fee

purposes.):
By a small entity (§ 1.9(£)) ....cccvrereveverervarervereenns 6.00
By other than a small entity .........cccoececencrensesssnses 12.00
(Note, see § 1.445 for international application filing and

processing fees.).
[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
50 FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985]

§ 1.17 Patent application processing fees.
(a) Extension fee for response within first month pursuant
to § 1.136(a):
By a small entity (§ 1.9(£)) ...ccoeorvrcrseemresveasnncsrsnans $28.00
By other than a small entity ............cceversersssverranss
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“i(b) Extznsnon fee for rwponse wnthm second momh pursu- ‘

aﬂtw§ I 116(3)
Byasmallennty (§ 19(f)) ; At 8500
“By‘other than a small etity ............ it eneein 17000

{c) Extensioni fee for response thhm thnrd momh pmsuam to §
1.136(a):
" ‘Bya small entity (§1 9(0) ‘ 195,00
By other than a small entity. .390.00
@ Extensnon fee for response within fourth month pursuam to

§ 1.136(a): -

By a small entlty (3 1L (5) J UL 305.00

By other than a small entity..........ccocevevniecerennsenneae 610.00

(e)Forfilingar - e of appeal from the examiner to the
Board of Patent Aprew.s and Interferences:

By a small entity (§ 1.9(f)) ccccccercrvnnnncsurneiacccsransnes 65.00

By other than a small catity.......cevveeecercenarccscenennas 130.00

(f) In addition to the fee for filing notice of appeal, for filing
brief in support of an appeal:

By a small entity (§ 1.9(D)) ..occoeevvvverrnrvrnenrirerervane 65.00

By other than a Small entity .......coeeveeeercrenerscrssanaeae 130.00

(g) For filing a request for an oral hearing before the Board
of Patent Appeals and Interferences:
By a small entity (§ 1.9(f)) covererererncececeraneccsvscsvenas 55.00
By other than a small entity. 110.00
(h) For filing a petition to the Commissioner under a section
of this part listed below which refers to this
paragraph .....oceeeeenene

$ 1.47 — for filing by other than all the inventors or a

person not the inventor

§ 1.48 — for correction of inventorship

§ 1.182 — for decision on questions not specifically

provided for

§ 1.183 — to suspend the rules

§ 1.295 — for review of refusal to publish a statutory

invention registration

& 1.377 — for review of decision refusing to accept and

record payment of a maintenance fee filed prior
to expiration of patent.

§ 1.378(e) — for reconsideration of decision on petition
refusing (o accept delayed payment of
maintenance fee in expired patent

§ 1.644(a) — for petition in an interference

& 1.644(fy — for request for reconsideration of a decision
on petition in an intcrference

§ 1.666(c) — for late filing of interference settiement
agreement

885.12,5.13 & 5.14 —forexpedited handling of a forcign

filing license

§ 5.15 — for changing the scope of a license.

§ 5.25 — for retroactive license.

(i) For filing a petition to the Commissioner under a section
of this part listed below which refers to this paragraph....72.00

§ 1.12 — for access to an assignment record

& 1.14 —for access (o an application

% 1.55 — for entry of late priority papers

§ 1.102 — 1o make application special

§ 1.103 — to suspend action in application

----------
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] 1.177 ~ for dmsxonal reissues to issue separatcly
~ §1.312— for amendment after payment of issue fee o
' '8'1.313'-" to withdraw an application from ssue i
"8 1.314— to defer issuance of a patent .
o § 1 334 — for patent to issue to assngnee, assngnment
“recorded late
- '§ 1.666(b) — for access to mterference settlemem
‘ " agreement ’

(G) for filing a peuuon to msmute a public use proceedmg
URACT § 1.292 . uucuireressiieercnersennriassssassnssensstasssssnesnns .860.00

&) For processmg an application filed with a specification
in a non-English language (§ 1.52(d))......... reeseesssensneen 26.00

(1) For filing a petition () for the revival of an abandoned
application under 35 U.S.C. 133 or 371, or (2) for delayed
payment of the issue fee under 35 U.S.C. 151;

By a small entity (§ 1.9(5) c.ecevvreeerverirrressensersssssensenes 28.00
By other than a small ety ........cceeerrevrerssnsessicnnsssanne 56.00

(m) For filing a petition (1) for revival of an unintentionally
abandoned application or (2) for the unintentionally delayed
payment of the fee for issuing a patent:

By a small entity (§ 1.9(D) cccevvrevrrnreessenrnreivessnees 280.00
By other than a small entity ..........ccccecineccssircsrnanennes 560.00

(n) For requesting publication of a statutory invention reg-
istration prior to the mailing of the first examiner’s action
pursuant to § 1.104 - $400.00 reduced by the amount of the
application basic filing fee paid.

(o) For requesting publication of a statutory invention reg-
istration after the mailing of the first examiner’s action pursuant
to § 1.104 - $800.00 reduced by the amount of the application
basic filing fee paid.

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;para.
(h). 48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983; para. (h), 49 FR
13461, Apr. 4, 1984, effective June 4, 1984; para. (h), 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; paras. (), (g), (h) & (i), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (h), (r) & (c), 50
FR 9379, Mar. 7, 1985, effective May 8, 1985; 50 FR 31824, Aug. 6,
19885, effective Oct. 5, 1985}

§ 1.18 Patent issue fees.
(a) Issue fee for issuing each original or reissue patent,
except a design or plant patent:

By a small entity (§ 1.9(F)) ...coeereveercrerrnrnrecevurenen $280.00
By other than a small entity .........cccvrereneerercerererne 560.00
(b) Issue fee for issuing a design patent:

By a small entity (§ 1.9()) ccovverevrererecmnerenrerenirrenes 100.00
By othier than a small entity .......ccceervericsseirnnenees 200.00
(c) Issue fee for issuing a plant patent:

By a small entity (§ 1.9(f)) .ccoovvrverrcccnrvrecsacnnnenes 140.00
By other than a small entity ..........ccocvnmemnssinennnene 280.00

[Added 47 FR 41273, Sept. 17, 1982, cffective Oct. 1, 1982; 50 FR
31824, Aug. 6, 1985, effective Oct. 5, 1985]

§ 1.19 Document supply fees,
The Patent and Trademark Officc will supply copies of the
following documents upon payment of the fees indicated:
(a) Uncertified copics of Office documents:
(1) Printed copy of a patent, including a design patent,
statutory invention registration, or dcfensive publication docu-
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soeiess $l 50
- : torsxamtnry mvenuon reg-
istration ini color ..... ‘ ceeseesssseaseesss0.00
(3) Copy of patent apphcauon as ﬁled eremeenemsansinseses 9,00
(4) Copy of paient file’ wrapper and comems, each 200
. pages or fraction thereof ... seissnnsseanes 13,00

(5) Copy of Office records, except as provided in this

section, per page . 0.50
" (6) Microfiche « copy ‘of microfiche, per mlcroﬁche 0.50,

(7) Copy of patent assignment 1ecord .......ceeerees reeenn 1.50

(b) Certified copies of Office documents: —_—

(1) For certifying Office records, per certificate.. ....3.00

(2) For a search of assignment records, abstract of uue and
certification, PEr PALENL.......cuecrrsncsersecsercrscsssscermonssrse 12.00

(c) Subscription services:

(1) Subscription orders for printed copies of patents as
issued, annual service charge for eniry of order and ten sub-
Classes ovvvereennnne creseeneesrarrrres 7.00

(2) For annual subscnpuon to each additional subclass in
addition to the ten covered by the fee under paragraph (c)(1) of

this section, per subclass ........... . 0.70
(d) Library service (35 U.S.C. 13) For provxdmg to librar-
ies copies of all patents issued annually, per annum. .....50.00

(e) Lists of patents in subciass:

(1) For list of all United States patents and statutory inven-
tion registrations in a subclass, per 100 numbers or fraction
HHETEOL c.eeiverecernerrereeresnncerreronsnsassssessssssnssesosaccssssssorssssosssess 100

(2) For list of United States patents and statutory invention
registrations in a subclass limited by date or number, per 50
numbers or fraction thereof . . LOO

(f) Microfiche copy of patent file record.......ccouu... 6 00

(g) Uncertified statement as to status of the payment of
mainienance fees due on a patent or expiration of a

PALEIL. ccvvsvsvevvsesvessssosssosssrssossssssssssossssssressssssosssssssssssssssssns 3.00
(h) Uncertified copy of a non-United States patent docu-
MENt, PET GOCHUMENL «..ovvrveerreeermsnsnsssssescronsceccemrosaraseisesnes 10.00

(i) To compare and certify copies made from Patent and
Trademark Gffice records but not prepared by the Patent and

Trademark Office, per page of document ..................... 5.00
(j) Additional filing receipts
(1) DUPHCALL ..o vrveeeevesnrversnerecrsraceriversnsrersorsorsressases 14.00
(2) Corrected due to applicant eror ........ccvvrmerenies 14.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para,. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; paras.
() & (gy added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1,
1984; paras. (a) & (c), 50 FR 9379, Mar. 7, 1985, effective datec May
8. 1985; 50 FR 31825, Aug,. 6, 1985, effective date Oct. 5, 1985]

§ 1.20 Post-issuance fees.
(a) For providing a certificate of correction of applicant’s

HSLAKE {8 1.323) ceevvvvervcerirsevrvnnnsnsionsivsesvsnssrseonsornen $29.00
(b) Petition for correction of inventorship in
patent (§ 1.324) ccorccvnnsnnnncvrmsnssinsnscssirissnsiseseneon, 140.00
(c) For filing a request for
reexamination (8 1.510(8)) covvvvevecrvemeennereecesans 1,770.00
(d) For filing each statutory disclaimer (§ 1.321):
By a small entity (§ 1.9(6)) cocvvvrcrrersssvsviensrvensrrraonns 28.00
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By ether than a small enmy « 56.00
(e) For mamlammg an ongmal or rexssue patent. except a

. desxgn or plant patent, based on an apphcanon filed.on or after

December 12, 1980 and before .August. 27, 1982, in. force
beyond4 years, the fee is due by thtee years and Six. months after
the origina! grant ...... ' '
- (f) For maintaining an original or reissue patent, except a
desngn or plant patent, based onan apphcanon filed onor after
December 12, 1980 and. before .August 27, 1982 .in_force
beyond 8 years; the fee is due by seven years and six months
after the original grant ...........ooveeivnsesnsosasisnsoses reeenenc 445,00
(g) For maintaining an ongmal or, relssue _patent, except a
desngn or plant patent, based on.an apphcauon filed on or after
December 12, 1980 and before August 27, 1982, in- force
beyond 12 years; the fee is due by eleven years and six months
after the original grant ........veneceesrecsessserircssasens 670.00
(h) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August27, 1982, in force beyond 4 years; the fee is due by three
years and six months after the original grant: ,
By a small entity (§ 19()) .ccocvevrerrerrerrrrececercnenenes 225.00
By other than a small entity ......ceeeseeeessesssaccsensons 450.00
(i) For maintaining an original or reissue patent, except a
design or plant patent, based on an application filed on or after
August27,1982,in force beyond 8 years; the fe¢ is due by seven
years and six months after the original grant:
By a small entity (§ 1.9()) .cocvuvrrvrrecnreeereonreeesnens 445.00
By other than a Small enlity ... ceeesiersissnercannernns 890.00
(j) For maintaining an original or reissue patent, except a
design or piant patent, based on an application filed on or after
August 27, 1982, in force beyond 12 years; the fee is due by
eleven years and six months after the original grant:
By a small entity (§ 1.9(£)) ccevvrercvrreerrnrnerrsuenes 670.00
By other than a small entity ........cceerveueereene 1,340.00
(k) Surcharge for paying a mainienance fee during the 6-
month grace period following the expiration of three years and
six months, seven years and six months, and 2leven years and six
months after the date of the original grant of a patent based on
an application filed on or after December 12, 1980 and before
August 27, 1982 ....covoccriiesnriiesrcsnisensresasasnesnssesssnennns 110.00
(1) Surcharge for paying a maintenance fee during the 6-
month grace period following the expiration of three years and
six months, seven years and six months, and eleven yearsand six
months after the date of the original grant of a patent based on
an application filed on or after August 27, 1982:
By a small entity (§ 1.9() .ceervveerercrinrerereerrnas 55.00
By other than a small eniity ........ccoveeererreceervennes 110.00
(m) Surcharge for accepting a maintenance fee after expi-
ration of a patent for non-timely payment of a maintenance fee
where the delay in payment is shown to the satisfaction of the

Commissioner to have been unavoidable .......ovevennnee 500.00
(n) For filing an application for extension of the term of a
patent (§ 1.740) o vvecormveniisniniecsnmnasssssnseosssssssenns 550.00

[|Added 47 FR 41273, Sept. 17, 1982, cffective date Oct. 1, 1982;
paras. (k), (1) & (m) added, 49 FR 34724, Aug. 31, 1984, cffective date
Nov. 1, 1984; paras. (c), (f), (g) & (m), 50 FR 9379, Mar. 7, 1985,
effective date May 8, 1985; 50 FR 31825, Aug. 6, 1985, effective date
Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986]
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§. 1.21 M : .
L /The Patent and Trademark Ofﬁce has esmbhshed the fol-
lowmg feesfor the servxces mdxcated o
(a) Regxstrauon of auomeys and agents. L
...(1)For. admxssxon to. exannnauou for reglstrauon to
practice, fee payable upon apphcanon .

(2) Cn registration 0 PractiCe ......oe.eumsuessseses
~(3) For 1einSIAtement tO PrACHCE .uuvussucssumsssssssssennesens 9.00
- (4) For cemﬁcate of good standmg asan attomey \,
(OF 3ZENL. cuurunercinnes : vonsscessennensasstnsnsnasnins 10.00
Suitable for framing ...... .88.00
.(5)Forreview of decision of the Direcior of Enrollment and
Discipline under § 10.2(C) ..cccocvrrcrrrrercmcmereeeseseessroneesees 92.00
(6) For requesting regrading of an examination under §
JO.7(C) ceeveenecrsessrncrencansasassssmsnsssonsnsmssseomressmsasassasasesanarens 92.00
() Deposit accounts:
(1) For establishing or reinstating a deposit
BCCOUNL .veuvrecnceccarmmssssasssnsossssssnsossanssssossonsassssnsssasns 8.00

(2) Service charge for each month when the balance at the
end of the month is below $1,000 .. 2000

(3) Service charge for each month when the balance at the
end of the month is below $300 for restricted subscription
deposit accounts used exclusively for subscription order of

patent COPIes as ISSUEH ..o rvrerresmessesomsorsessesarssesssssenn 20.00
(c) Disclosure document: For filing a disclosure

document ... 6.00

{d) Delivery box: Local delivery box rental,

PET ANMUITE sveccrssnsusresssrsnsorsnsrrconsssssssscnansasassssesssssossean 43.00

(e) International-type search reports: For preparing an interna-
tional-type search report of an international type search made at
the time of the first action on the merits in a national patent
ADPlICALONM..cct sovesessserassrsasereresnsaessconssssassrsnsasnsseresteseneen 28.00

() Scarch of Office records: For searching Patent and Trade-
mark Office records for purposes not otherwise specified, per

one-half hour or fraction thereof ........c.c.cccoveevsvccrvcncrnes 14.00
(g) CopiShare card: COSL PET COPY -comeveierrvsanveesesasseseanes 0.20
(h) Recording of documents:

(1) For recording each assignment, agreement or other paper
relating to the property in a patent or application .......... 7.00

(2) Where a document to be recorded under paragraph (h)(1) of
this section refers to more than one patent or application, for
each additional patent or application.........c...ccovvseencnncee 2.00
(i) Publication in Official Gazette: For publication in the Of-
ficial Gazette of a notice of the availability of an application or
a patent for licensing or sale, each application
OF PALEIIE cuvvsvonrssssssnsnsnssasssssssssssassssasssssstesorsassasssssasassassasss 7.00
(i) For a duplicate or replacement of a permanent Office user
pass (There is no charge for the first permanent
USCET PASS) crorsssessssssssssssssssssesssssssssssassassssssessasssssssssssssrasors 5.00
(k) For items and services, lhat the Commissioner finds may be
supplied, for which fees are not specified by statute or by this
section, such charges as may be determined by ihe Commis-
sioner with respect o each such item or service...... Actual cost
(1) For processing and retaining any application abandoned
pursuantto § 1.53(d) unless the required basic filing fec hasbeen
DI oeemversrsssesssssanssvssssssesssssssssasssssossssosessosassssnisssssssases 100.00
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(m) For processmg each check retutned “unpazd” by. ..

@ bank siees ~ ' 20 00

{Added 47 FR 41274 Sept 1 7 1982 effe ve date 0ct 1, 1982
m (b) & (l), Q FR 553 Jan. 4, 1984 effecuve date Apr l 1984
peras, (a)(S) & (6) aadded, 50 FR 5171 Feb 6, 1985 effective datc Apr
8 1985 50 FR 31825, Aug 6 1985 effecuve datp 0ct. 5, 1985]

§ 1.22° Fees payable in advame

(@ Patent and trademark fees and charges payable to the
Patentand Trademark Ofﬁce are reqmred to be paid in advance,
that is, at the time of requesnng any action by the Office for
which a fee or charge is payable with the exception that under
& 1.53 applications for patent may be assigned a filing date
without payment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent and
Trademark Office should be itemized in each individual appli-
cation, patentor other proceeding in such amanner thatitis clear
for which purpose the fees are paid.

{48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.23 Method of payment.

All payments of money required for Patent and Trademark
Office fees, including fees for the processing of international
applications (§ 1.445), should be made in U.S. specie, Treasury
notes, national bank notes, post office money orders, or by
certified check. If sent in any other form, the Office may delay
or cancel the credit until collection is made. Money orders and
checks must be made payable to the Commissioner of Patents
and Trademarks. Remittances from foreign countries must be
pavable and immediately negotiable in the United States for the
fullamount of the fee required. Money sent by mail to the Patent
and Trademark Office will be at the risk of the sender; Ietters
containing money should be registered.

[43 FR 20462, May 11, 1978]

§ 1.24 Coupons.

Coupons in denominations of one dollar and fifty cents for
the purchase of patents, designs, defensive publications, statu-
tory invention registrations, and trademark registrations are
sold by the Patent and Trademark Office for the convenience of
the general public; these coupons may not be used for any other
purpose. The one dollar and fifty cent coupons are sold individu-
ally and in books of 50 with stubs for record for $75.00. These
coupons are good until used; they may be transferred but cannot
be redeemed.

[OMB Control Nos. 0651-0010 & 0651-0014)

{47 FR 41274, Sept. 17, 1982, effective Oct, 1, 1982; 48 FR 2708,
Jan. 20, 1983, effective date Feb, 27, 1983; 50 FR 31825, Aug. 6, 1685,
effective Qct. 5, 1985; 51 FR 28057, Aug. 4, 1986}

§ 1.25 Deposit accounts,

(a) For the convenience of attorneys, and the general public
in paying any fecs due, in ordering services offercd by the
Office, copics of records, etc. deposit accounts may be estab-
lished in the Patent and Trademark Oftice upon payment of the
fee for establishing a deposit account (§ 1.21(b)(1)). A mini-
mum depositof $1,000 is required for paying any fee duc or in
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“ § 1 26 .
L drdexmg any services olfered by the Office Howe :
mum deposit of $300 may be paid to establish a rest_rxcted

- subscnpnon deposrt coun used_exclusrvely for subscrrpuon

order of patent copies as rssued At the end of each month a
deposit account slatement wrll be rendered A re'muance must
be made promptly upon receipt of the statement to cover the
valueofitemsorserviceschargedtothe a accountand thus restore
the account to its established normal deposrt value An amount
sufficient to coverall fces,servrces,copres efc. requesledmust
always be on deposit. Charges o accounts with insufficient
funds will not be accepted A service charge §1 ?l(b)(2)) will
be assessed for each month that the balance at tie end of the
month is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(b)(3)) will be assessed for
each month that the balance at the end of the month is below
$300.

(b) Filing, issue, appeal, international-type search report,
international application processing, petition, and post-issu-
ance fees may be charged against these accounts if sufficient
funds are on deposit to cover such fees. A general authorization
tocharge all fees, or only certain fees, setforthin §§ 1.16101.18
to a deposit account containing sufficient funds may be filed in
an individual application, either for the entire pendency of the
application or with respect to a particular paper filed. An
authorization to charge to a depasit account the fee for arequest
for reexamination pursuant to § 1.51Q and any other fees
reguired in a reexamination proceeding in a patent may also be
filed with the request for reexamination. An authorization (0
charge a fee toa deposit account will not be considered payment
of the fee on the date the authorization to charge the fee is
effective as to the particular fee to be charged unless sufficient
funds are present in the account to cover the fee.

{OMB Control Nos. 0651-0010 & 0651-0014)

[49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984; 47 FR 41274, Sept.
17, 1982, effective Oct. 1,1982; SOFR 31826, Aug. 6, 1985, effective

Oct. 5, 1985]

§ 1.26 Refunds.

(a) Money paid by actual mistake or in excess, such as a
payment not required by law, will be refunded, but a mere
change of purpose after the payment of money, as when a party
desires to withdraw an application, an appeal, or a request for
oral hearing, will not entitle a party to demand such a return.
Amounts of one dollar or less will not be returned unless
specifically demanded within a reasonable time, nor will the
payer be notified of such amount; amounts over one dollar may
be returned by check or, if requested, by credit to a deposit
account.

(b) [Reserved]

(c) If the Commissioner decides not to institute a reexami-
nation proceeding, a refund of $1,300 wil} be made to the
requester of the proceeding. Reexamination requesters should
indicate whether any refund should be made by check or by

credit to a deposit account.
{47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; 50 FR 31826

Aug. 6, 1985, effective Oct. 5, 1985]
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§ 1. 27 Stateent of status as s-all entrty.

(a) Any pa'son wekm 10 € li enlitj}'
1 fees in an applica-

(§°1.9(F) of this part) for purposes of paying
tion or a patent must file 4 verificd siatement in the applrcauon

or paterrtpmnoorwrth the first fee pardasa small entity. Such
a verified statement need’ only be filed oncein an applrcatron or
patent and remains in effect until changed. - -

(b) Any verified statement filed pursuant to paragraph (a) of
this section onbehalfofan mdependentmventor mustbe signed
by meuﬂeperrdentlnvemorexcept asprovidedin § 1.42,§1.43,
or§ 1.47 of this part, and must aver that the inventor qualifies
as an mdependent inventor in accordance with § 1.9(c) of this
part. Where there are joint inventors in an application, each
inventor must file a verified statement establishing status as an
independent inventor in order to qualify as asmall entity. Where
any rights have been assigned, granted, conveyed, or licensed,
or there is an obligation to assign, grant, convey, or license, any
rights to a small business concemn, a nonprofit organizaticn, or
any other individual, a verified statement must be filed by the
individual, the owner of the small business concern, or an
official of the small business concern or nonprofit organization
empowerad to act on behalf of the small business concern or
nonprofit organization averring to their status. For purposes of
a verified statement under this paragraph, a license to a Federal
agency resulting from a funding 2greement with that agency
pursuant o 35 U.S.C. 202(c)(4) does not constitute a license as
set forth in § 1.9 of this part.

(c) Any verified statement filed pursuant to paragraph (2) of
this section on behalf of a small business concern must (1) be
signed by the owner or an official of the small business concern
empowered to act on behalf of the concem; (2) aver that the
concern qualifies as a small business concern as defined in §
1.9(d); and (3) aver that exclusive rights to the invention have
been conveyed to and remain with the small business concern,
or if the rights are not exclusive, that all other rights belong to
small entities as defined in § 1.9. Where the rights of the small
business concern as a ¢mall entity are not exclusive, a verified
statement must also be filed by the other small entities having
rights averring to their status as such. For purposes of a verified
statement under this paragraph, a license to a Federal agency
resulting from a funding agreement with that agency pursuant to
35U.5.C. 202(c)(4) does not constitute a license as set forth in
§ 1.9 of this part.

(d) Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a nonprofit organization must (1) be
signed by an official of the nonprofit organization empowered
to acton behalf of the organization; (2) aver thatthe organization
qualifies as anonprofitorganization as defined in § 1.9(¢) of this
part specifying under which one of § 1.9(e)(1), (2), (3), or (4) of
this part the organization qualifies; and (3) aver that exclusive
rights to the invention have been conveyed to and remain with
the organizatio ov if the rights arc not exclusive, that al other
rights belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a small entity
are not exclusive, a verified statement must also be filed by the
other small entities having rights averring to their status as such,
For purposes of a verified statement under this paragraph, a
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-with,; that agency pursuzuu 10:35 1. S.C»,‘ O2(c

Fan. 4, 1984, effective Ap{l 10941

$ 1. 28 Effect on fees ol‘ fallure to estabhsh status, or
change status, asa small eutlty. o

(a) The failure to estabhsh status asa small’ entity (§§ i 9(f)
and 1.27 of thls part) inany apphcauon orpatent prior to paying,
or at the time of paying, any fee precludes payment of the fec in
the amount established for small entities. A refund pursuant to
§ 1.26 of this part based on establishment of small entity status,
of a portion of fees timely paid in full prior to establishing status
as a small entity may only be obtained if a verified statement
under § 1.27 and arequest for a refund of the excess amount are
filed within two months of the date of the timely payment of the
full fee, The two month time period is not extendable under §
1.136, Status asa small entity is waived for any fee by the failure
to establish the status prior o paying, at the time of paying, or
within two months of the date of payment of, the fee. Status as
a small entity must be specifically established by a verified
statement filed in each application or patent in which the status
is available and desired, except those applications filed under §
1.60 or § 1.62 of this past where the status as a small entity has
been established in a parent application and is still proper. Once
status as a small entity has been established in an application or
patent, the status remains in that application or patent without
the filing of a further verified statement pursuant to § 1.27 of this
part unless the Office is notified of a change in status. Status as
a small entity in one application or patent does not affect any
other application or patent, including applications or patents
which are directly or indirectlv dependent upon the application
or patent in which the status has been established, except those
filed under § 1.60 or § 1.62 of this part. Applications filed under
§ 1.600r § 1.62 of this part must include areference to a verified
statement in a parent application if statusas a small entity is still
proper and desired.

(b) Once siatus as a small entity has been established in an
application or patent, fees as a small entity may thereafter be
paid in that application or patent without regard to a change in
status until the issue fee is due or any maintenance fee is due.
Notification of any change in status resulting in loss of entitle-
ment to small entity status must be filed in the application or
patent prior to paying, or at the time of paying, the earliest of the
issue fee or any maintenance fee due after the date on which
status as a small entity is no longer appropriate pursuantto § 1.9
of this part, The notification of change in status may be signed
by the applicant, any person authorized (o sign on behalf of the
assignee, or an attorney or agent of record or acting in a
representative capacity pursuant to § 1.34(a) of this part.

(c) If stawus as a small entity is established in good faith, and
fees as a small entity are paid in good faith, in any application
or patent, and it ig later discovered that such status as a small
entity was established in error or that through error the Office
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§ 1.33

‘Wasnot noufied ofa change in siatus:as required by paragraph
.(b) of this swuou.ﬂwenorwﬂlbcexcuwd (1)ifany deficiency
-between the amount paid and the amount due ispaidwithin three
~months after the date the error occurred or(2) if any deficiency
‘between the amount paid and the amount due is paid more than
three: months after the. date the error. occurred and the: payment

is accompamedby averified statementexplammg how the error

in good faith occurred and how-and when it was discovered:

i {d)(1)-Any-attempt to fraudulently-(i) establish status as a
small entity of (i) pay fees as a small entity shall be considered
as a fraud practiced or attempted on the Office. .

- (2) Improperly and through gross negligence (i} establish-

ing status as a small entity or (ii} paying fees as a small entity

shall be considered as a fraud practiced or attempted on the
Office. See §§ 1.56(d) and 1.555 of this part.

[47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; para.
(a), 49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984]

Subpart B - NationalProeessing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§ 1.31 Applicants may be represented by aregistered
~ attorney or agent.

An applicant for patent may file and prosecute his or her
own case, or he or she may be represented by a registered
attorney, registered agent, or other individual authorized to
practice before the Patent and Trademark Office in patent cases.
See §§ 10.6 and 10.9 of this subchapter. The Patent and Trade-
mark Office cannot aid in the selection of a registered attorncy
or agent.

(OMB Controt No. 0651-0011]
{50 FR 5171, Feb. 6,1985, effective Mar. 8, 1985]

§ 1.32 Prosecution by assignee.

The assignee of record of the entire interest in an application
for patent is entitled to conduct the prosecution of the applica-
tion to the exclusion of the inventor.

§ 1.33 Cerrespondence respecting patent
applications, reexamination proceedings,
and other proceedings.

(a) The residence and post office address of the applicant
must appear in the oath or declaration if not stated elsewhere in
the application. The applicant may also specify and an attorncy
or agent of record may specify a correspondence address to
which communications about the application are to be directed.
All notices, official letters, and other communications in the
case will be directed to the correspondence address or, if no such
correspondence address is specified, to an attorney or agent of
record (see § 1.34(b)), or, if no attorney or agent is of record, to
the applicant, or to any assignee of record of the entire interest
if the applicant or such assignee so requests, or to an assignec of
an undivided part if the applicant so requests, at the post office
address of which the Office has been notified in the casc.
Amendments and other papers filed in the application must be
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; :szgned (I)Byﬂwwphcant.ora)lflﬂmexsmasstgmof
“record of an'undivided part interest, by theapplicmtandlsmh_ siouis Of this
assignee, or:(3) if merexsanasﬂgnee«oﬁrecad of theemn'e .

interest; by :such assignee; or'(4) by an atiomey or:
record,or (5) by amgxsmedauomey oragmtnotofrecord who
acts'in’ a-representative’ capacity under: the ‘provisiois of '§
1.34(a). ‘Double: mspondence {with an: apphcant ‘aned “his
atiorney or-agent, or with more than orie attorney or agent; will
not be undertaken. If more than one aftorney or agent be made
of record and a correspondence address has not been specified,
correspondence will be held with the one last made of record.

(b) An applicant who has not made of record a registered
attorney or agent may be reguired to state whether he received
assistance in the preparation or prosecution of his application,
for which any compensation or consideration  was given or
charged, and if so, to disclose the name or names of the person
or persons providing such assistance. This includes the prepara-
tion for the applicant of the specification and amendments or
other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not include
merely making drawings by draftsmen or stenographnc services
in typing papers.

(c) All notices, official letters, and other comniunications
for the paterit owner or owners in a reexamination proceeding
will be directed to the attorney or agent of record (see § 1.34(b))
in the patent file at the address listed on the register of patent
attorneys and agents maintained pursuant to §§ 10.5 and 10.11
or, if no attorney or agent is of record, to the patent owner or
owners at the address or addresses of record. Amendments and
otherpapersfiled inareexamination proceeding on behalf of the
patent owner must be signed by the patent owner, or if there is
more than one owner by all the owners, or by an attorney or
agent of record in the patent file, or by a registered attorney or
agent not of record who acts in arepresentative capacity under
the provisions of § 1.34(a). Double correspondence with the
patent owner or owners and the patent owner’s atiomey or
agent, or with mc~> Zan one attorney or agent, will not be
undertaken. If more than one attorney or agent is of record and
a correspondence address has not been specified, correspon-
dence will be held with the 1ast attorney or agent made of record.

(d) A “comrespondence address” or change thereto may be
filed with the Patent and Trademark Office during the enforce-
able life of the patent. The “correspondence address” will be
used in any correspondence refating to maintenance fees unless
aseparate “fee address” has been specified. See § 1.363 for “fec
address” used solely for maintenance fee purposes.

{OMB Control Ns. 0651-0010 & 0651-0013])

[36 FR 12617, July 2, 1971; 46 FR 29181, May 29, 1981; para. (d)
added, 49 PR 34724, Aug. 31, 1984, effective Nov. 1, 1984; para. (c),
50 FR 5171, Feb, 6, 1985, effective Mar. 8, 1985]

§ 1.34 Recognition for representation.

(a) When a registered attorney or agent acting in a represen-
tative capacity appears in person or signs a paper in practice
before the Patent and Trademark Office in a patent case, his or
her personal appearance or signature shall constitute arepresen-
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ik Omce that smdertheprovx

Furmerpmof of authonty'to
be required.

/(b) When an attorney or agent, shall have filed his or her
powerof attomey, or authonzauon, duly executedby the person
or. persons entitled o pre secute an apphcatlo ,of.-a patent
mvolved ina reexammauon proceeding, heor, she isa prmcxpal
attorney of record in the case A prmcnpal attomey or agent, so
appointed, may appoint an associate attorney oragent who shall
also then be of record. ;

[OMB Control No. 0651-001 1] ; _

[46 FR 29181 May 29, 1981; para. (a), SO FR 5171, Feb. 6, 1985,
effective Mar. 6, 1985]

§ 1.36 Revocation of power of attorney or authoriza
, tion; withdrawal of attorney or agent.

A power of attorney or authorization of agent may be
revokedatany stage in the proceedings of acase, and an attorney
cr agent may withdraw, upon apphcauon toand approval by the
Commissioner. Ari attorney or agent, except an associate attor-
ney or agent whose address is the same as that of the principal
attorney or agent, will be notified of the revocation of the power
of attorney or authorization, and the applicant or patent owner
will be notified of the withdrawal of the attorney or agent. An
assignment will not itself operate as a revocation of a power or
authorization previously given, but the assignee of the entire
interest may revoke previous powers and be represented by an
attorney or agent of assignee's own selection. See § 1.613(d) for
withdrawal of an attorney or agent of record in an interference.

{OMB Control No. 0651-0011]

{49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

WHO MAY APPLY FOR A PATENT

§ 1.41 Applicant for patent.

(a) A patent must be applied for in the name of the acal
inventor or inventors. Full names must be stated, including the
family name and at least one given name without abbreviation
together with any other given name or initial.

(b) Unless the contrary is indicated the word “applicant”
when used in these sections refers to the inventor or joint
inventors who are applying for a patent, or to the person
mentioned in §§ 1.42, 1.43 or 1.47 who is applying for a patent
in place of the inventor.

(c) Any person authorized by the applicant may file an
application for patent on behalf of the inventor or inventors, but
an oath or declaration for the application (§ 1.63) can only be
made in accordance with § 1.64.

(d) A showing may be required from the person filing the
application that the filing was authorized where such authoriza-

tion comes into question.
{48 FR 2708. Jan. 20, 1983; 48 FR 4285, Jan. 31, 1983}
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& l 42. . When the mventnr is dead,

Amcaseofmedeahufmemvenmr,melegal&pmsenmw |

: (execuwx. administrator; efc: ):0f the deceased inventor may
make the necessarywh crdeclarauon, and. applyfm'andobtam
thepatent. Where the inventor dies durmg the time intervening
between the filing of the apphcauon and the granting of a patent
thereon, the letters pmemmay be lssued to the legal represema—

tive upon proper intervention. . ...
[48 FR 2709, Jan. 20!, 1983 effecnve Feb 27 1983]

§ 1.43 When the mventor is insane or legally
_ incapacitated.
In case an inventor is insane or otherwnse legally mcapaa-
tated, the legal representative (guardian, conservator, etc.) of
such inventor may make the necessary oath or declaration, and

apply for aud obtain the patent.
[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.44 Proof of authority.

In the cases mendoned in §§ 1.42 and 1.43, proof of the
power or authority of the legal representative must be recorded
in the Patent and Trademark Office or filed in the apphcauon

before the grant of a patent.

§ 1.45 Joint inventors.

(a) Joint inventors must apply for a patent jointly and each
must make the required oath or declaration; neither of them
alone, nor less than the entire number, can apply for a patent for
an invention invented by them jointly, except as provided in §
147,

(b) Inventors may apply for a patent jointly even though

(1) They did not physically work together or at the same
time,

(2) Each inventor did not make the same amount of contri-
bution, or

(3) Each inventor did not make a contribution to the subject
matter of every claim of the application.

(c) If multiple inventors are named in an application, each
named inventor must have made a contribution, individually or
jointly, to the subject matter of at least one claim of the
application and the application will be considered to be a joint
application under 35 U.S.C. 116.

{Peras. (b) & (c), 47 FR 41274, Sept. 17, 1982, effective Oct. 1
1982; 48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; S0 FR 9379,

Mar. 7, 1985, effective May 8, 1985]

§ 1.46 Assigned inventions and patents.

In case the whole or a part interest in the invention or in the
patent to be issued is assigned, the application must still be made
or authorized to be made, and an oath or declaration signed, by
the inventor or one of the persons mentioned in §§ 1.42, 1.43,0r
1.47. However, the patent may be issued 10 the assignee or
jointly to the inventor and the assignee as provided in § 1.334.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

¢ 1.47 Filing when an inventor refuses to sign or
cannot be reached.
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‘ §1.48 .
(@) If azjoint mvenmr refuses to joinin an'application for =

-patentorcannotbe found orreachfedafwrdlllgentcffoﬂ, the ap-
plication maybe made by the other inventoronbehalf of himself
-or herself and the omitted inventor: The oath or declaration’in

such an application must be accompanied by-a petition: includ-

-ing proof of the pertinent facts and by the required fee (§ 1.17¢h))
‘and must state the last known address of the omitted inventor.
‘The Patent and Trademark Office: shall forward notice of the
filing of the applicdtion to the omitted inventor at said address.

Should such. notice be returned o the Office undelivered, or

:should the address of the omitted inventor be unknown, notice

of the filing of the application shall be published in the Official
Gazette. The omitted inventor ‘may subsequently join in the
application on filing an oath or declaration of the character
required by § 1.63. A patent may be granted to the inventor
making the application, vpon a showing satisfactory to the
Commissioner, subject to the same rights which the omitied
inventor would have had if he or she had been joined.

(b) Whenever an inventor refuses to execute an application
for patent, or cannot be found or reached after diligent effort, a
person to whom the inventor has assigned or agreed in writing
10 assign the invention or who otherwise shows sufficient
proprietary interest in the matter justifying such action may
make application for patent on behalf of and as agent for the
inventor. The oath or declaration in such an application must be
accompanied by a petition including proof of the pertinent facts
and a showing that such action is necessary to preserve the rights
of the parties or to prevent irreparable damage, and by the
required fee (§ 1.17(h)) and must state the last known address of
the inventor. The assignment, written agreement to assign or
other evidence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The Office
shall forward notice of the filing of the application to the
inventor at the address stated in the application. Should such
notice be returned to the Office undelivered, or should the
address of the inventor be unknown, notice of the filing of the
application shall be published in the Official Gazette. The
inventor may subsequently join in the application on filing an
oath or declaration of the character required by § 1.63. A patent
may be granted to the inventor upon a showing satisfactory to

the Commissioner.
[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2709,

Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.48 Correction of inventorship.

(a) If the correct inventor or inventors are not named in an
application for patent through error without any deceptive
intention on the part of the actual inventor or inventors, the
application may be amended to name ontiy the actual inventor or
inventors. Such amendment must be diligently made and must
be accompanied by (a) a petition including a statement of facts
verified by the original named inventor or inventors establish-
ing when the error without deceptive intention was discovered
and how it occurred; (b) an oath or declaration by each actual
inventor or inventors as required by § 1.63; (c) the fee set forth
in § 1.17(h); and (d) the writien consent of any assignee. When
the application is involved in an interference, the petition shall
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~comply -with: the requxremems of thas secuon and: ‘shall be‘*

acmpmnmbyamonon under-§1.634.

(b)Ifmecorrectmvenmamnamedmdﬁappbcauonwhen o
ﬁled and the: prosecution- of ‘the application results in'the -

amendment or cancellation of claims so that less than all of the
originally named inventors are the actual inventors: of ‘the
invention beingclaimed in the application, an amendment shall
be filed deleting the names of the person.or persons who are noe
inventors of the invention being claimed. The amendment must
be diligently made and shall be accompanied by: ... = .

{1yApetitionincinding a statement identifying each named
inventor who is being deleted and acknowledging that the
inveator’s invention is no longer being claimed in the applica-
tion, and

(2} The fee set forth in § 1.17(h).

{c) If an application discloses unclaimed subject matter by
an invenior or inventors not named in the application, the appli-
cation may be amended pursuant to paragraph (a) of this section
to add claims to the subject matter and name the correct
inventors for the application. ‘

fOMB Control No. 0651-0018]

{48 FR 270-9, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9379, Mar. 7, 1985,
effective May 8, 1985]

THE APPLICATION

§ 1.51 General requisites of an application.

(2} Applications for patents must be made to the Commis-
sioner of Patents and Trademarks. A complete application
comprises:

(1) A specification, including a claim or claims, see §§ 1.71
to 1.77.

{2) A oath or declaration, see §§ 1.63 and 1.68

(3) Drawings, when necessary, see §§ 1.81 10 1.88.

(4} The prescribed filing fee, see § 1.16.

(bj Applicants are encouraged to file an information disclo-
sure statement, See §§ 1.97 through 1.99.

{cy Applicants may desire and are permitted to file with, or
in, the application an authorization to charge, at any time during
the pendency of the application, any fees required under any of
§§ 1.16 10 1.18 to a deposit account established and maintained
in accordance with § 1.25.

(42 FR 5593, Jan. 28, 1977; paras. (a) & (c), 47 FR 41275, Sept. 17,
1982, effective Oct. 1, 1982; paras (2) & (b),48 FR 2709, Jan. 20, 1983,
effective Feb, 27, 1983}

§ 1.52 Language, paper, writing, margins,

(zy The application, any amendments or corrections thereto,
and the oath or declaration must be in the English language
exceptas provided forin § 1.69 and paragraph {8) of this section,
or be accompanied by a verified translation of the application
and a translation of any corrections or amendments into the
English language. All papers which are to become apart of the
permanent records of the Patent and Trademark Office must be
legibly written, typed, or printed in permanent ink or its equiva-
lent in quality. All of the application papers must be presented
in a form having sufficient clarity and contrast between the
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paperand the wntmg. typmg. or pnmmg thm (h permlt ‘the
. direct reproduction of readily’ legible:copies in' ‘any number by

mseof photographlc, electrostatic, photo-offset, and microfili-
‘ing ‘processes: If the papers ‘are not of the reguired quality,

suabstitute: typewntten or prmted papers of smtable quallty may

+ (b)The applncauon papers (specxﬁcauon mcludmg ¢la1ms.
absu'act oath or declaration, and papers as'provided for in'§§
1.42, 1.43, 1.47, etc.) and also papers subsequently filed, must
be plainly written on but one side of the paper. The size of all
sheets of paper should be 8 to 8 1/2 by 10 1/2 to13 mches(20 3
t0 21.6 cm. by 26.6 to 33.0 cm.). A margin of at least approxi-
mately one inch (2.5 cm.) must be reserved on the left-hand of
each page. The top of each page of the application, including
claims must have a margin of at least approximately 3/4 inch
(2 cm.). The lines must not be crowded too closely together;
typewritten lines should be 1 1/2 or double spaced. The pages
of the application including claims and abstract should be
numbered consecutively, starting with 1, the numbers being
centrally located above or preferably, below, the text.

(¢) Any interlineation, erasure, or cancellation or other al-
teration of the application papers filed must be made before the
signing of any accompanying cath or declaration pursuant to §
1.63 referring to those application papers and should be dated
and initialed or signed by the applicant on the same sheet of
paper. No such alterations in the application papers are permis-
sible after the signing of an oath or declaration referring to those
application papers (§ 1.56(c)). After the signing of the oath or
declaration referring to the application papers, amendments
may only be made in the mannerprovided by §§ 1.121and 1.123
through 1.125.

(d) An application may be filed in a language other ihan
English. A verified English translation of the non-English-
language application and the fee set forth in § 1.17(k) are
required to be filed with the application or within such time as
may be set by the Office.

{OMB Control No. 0651-0011]

43 FR 20462, May 11, 1978; paras. (a) & (d), 47 FR 41275, Sept.
17, 1982, effective Oct. 1, 1982; para. (c), 48 FR 2709. Jan. 20, 1983,
effective Feb. 27, 1983; par. (d), 49 FR 554, Jan. 4, 1984, effective Apr.
1.1984]

§ 1.53 Serial number, filing date, and completion of
application,

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned a serial number for identifi-
cation purposes.

(b) The filing date of an application for patent is the date on
which: (1) a specification containing a description pursuant to
§ 1.71 and at least one claim pursuant to § 1.75; and (2) any
drawing required by § 1.81(a), are filed in the Patent and
Trademark Office in thename of the actual inventor or inventors
asrequired by § 1.41. No new matter may be introduced into an
application after its filing date (§ 1.118).

(c) If any application is filed without the specification or
drawing required by paragraph (b) of this section, applicant will
be so notified and given a time period within which to submit the
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‘ apphcant wxllbe so nouﬁed ifa correspondence address has
been pmvxded andg given apenod oftime wnhm wmch to file the
“fee, oath, or declaration and to pay the surcharge as set forth in
§1.16(e) in orderto prevent abandonment of the application. If
ﬂlereqmred filing fee is not umely paid, orif the processingand
retention fee set forth in § 1.21(1) is not paid within one year of
the date of mailing of the notification required by this paragraph,
the application will be disposed of. No copies will be provided
or certified by the Office of an application which has been
disposed of or in which neither the required basic filing fee nor
the processing and retention fee has been paid. The notification
pursuant to this paragraph may be made simultancously with
any notification pursuant to paragraph (c) of this section. If no
correspondence address is included in thz application, applicant
has two months from the filing date to file the fee, oath or
declaration and to pay the surcharge as set forth in § 1.16(¢) in
order to prevent abandonment of the application or one year
from the filing date to pay the processing and retention fee set
forth in § 1.21(1) to prevent disposal of the application.

(e} An application for a patent will not be placed upon the
files for examination until all its required parts, complying with
the rulesrelating thereto, are received, except that certain minor
informalities may be waived subject to subsequent correction
whenever required.

(f) Thefiling date of an international application designating
the United States of America shall be treated as the filing date
in the United States of Americaunder PCT Article 11(3),except

as provided in 35 U.S.C. 102(¢).

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; paras. (b) &
(d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; para. (c), S0 FR
31826, Aug. 6, 1985, effective Oct. 5, 1985]

§ 1.54 Parts of application to be filed together; filing
receipt.

(2) It is desirable that all parts of the complete application be
deposited in the Office together; otherwise a letter must accom-
pany each part, accurately and clearly connecting it with the
othes parts of the application. See § 1.53 with regard to comple-
tion of an application.

(b) Applicant will be informed of the application serial num-
ber and filing date by a filing receipt.

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983}

g 1.5 Claim for foreign priority.

(a) An applicant may claim the benefit of the filing date of
a prior foreign application under the conditions specified in 35
U.S.C. 119 and 172. The claim to priority need be in no special
form and may be made by the attorney or agent if the foreign
application is referred toin the oath or declaration as required by
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“andinall other Casés thej mist bé filediot Later than the: datethe

issue fee is pald If the papers filed are not i the ‘English

__language, a translanon need not be filed except in’the three
“particular instarices specified ‘in ‘the ‘preceding” sentence in

which event a sworn translation or a translation ceruﬁed as

‘accurate by a sworn or official translator mast be filed. If the

priority papers are submitted after the date the issue fee is paid,
they must be accompamed bya petmon requesung ‘their entry
and the fee set forth in § 1.17(i). _

" (b) An applicant may under certain circumstances claim
priority on the basis of an application for an inventor’s certifi-
cate in a country granting both inventor’s certificates and
patents. When an applicant wishes to claim the right of priority
as to a claim or claims of the application on the basis of an
application for an inventor’s certificate in such a country under
35U.5.C. 119, last paragraph (as amended July 28, 1972), the
applicant or his attomiey or agent, when submitting a claim for
such right as specified in paragraph (a) of this section, shall
include anaffidavitor declaration including aspecific statement
that, upon an investigation, he or she has satisfied himself or
herseif that to the best of his or her knowledge the applicant,
when filing his or her application for the inventor’s certificate,
had the option to file an application either for a patent or an
inventor’s certificate as to the subject matter of the identified
claim or claims forming the basis for the claim of priority.,

{Para. (b), 48 FR 41275, Sept. 17, 1982, effective Oct. 1 1982; 43
FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; par. (b), 49 FR 554,
Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416, Dec. 12,
1984, effciive Feb. 11, 1985]

§ 1.56 Duty of disclosure; fraud; striking or rejection
of applications.

(a) A duty of candor and good faith toward the Patent and
Trademark Office rests on the inventor, on each attorney or
agent who prepares or prosecutes the application and on every
other individual who is substantively involved in the prepara-
tion or prosecution of the application and who is associated with
the inventor, with the assignee or with anyone to whom there is
an obligation to assign the application. All such individuals
have a duty to disclose to the Office information they are aware
of which is material to the examination of the application. Such
information is material where there is a substantial likelihood
that a reasonable examiner would consider it important in
deciding whether to allow the application i issue as a patent.
The duty is commensurate with the degree of involvement in the
preparation or prosecution of the application.

(b) Disclosures pursuant to this section must be accompa-
nicd by a copy of each foreign patent document, non-patent pub-
lication, or other non-patent item of informatjon in written form
which is being disclosed or by a statement that the copy is not
in the possession of the person making the disclosure and may
be made to the Office through an attorney or agent having re-
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:mﬁwxdual Such an. at:omey, agent or inventor has no duty to

. uansnmmfonnanon w}uch is nct matenal to the exammauon of
the application. . .. .

(©) Any appllcanon may be stncken from the ﬁles xf

(1) An oath or declaranon pursuant to § 1 63 is signed in
.blank; ,
~ (2) An oath or declaration pursuam w0§1 63 is sxgned
without review thereof by the person making the oath or
declaration;

(3) An oath or declaration pursuant to § 1.63 is signed
without review of the specification, including the claims, as
required by § 1.63(b); or

(4) The application papers filed in the Ofﬁ.e are altered
after the signing of an oath or declaration pursuant to § 1.63
referring to those application papers.

(d)No patent will be granted on an application in connection
with which fraud on the Office was practiced or attempted orthe
duty of disclosure was viclated through bad faith or gross
negligence. The ciaims in an application shall be rejected if
upon examination pursuant to 35 U.S.C. 131 and 132, it is
established by clear and convincing evidence (1) that any fraud
was practiced or attempted on the Office in connection with the
application, or in connection with any previous application
upon which the application relies, or (2) that there was any
violation of the duty of disclosure through bad faith or gross
negligence in connection with the application, or in connaciion
with any previous application upon which the applicationrelies.

(e) The examination of an application for compliance with
paragraph (d) of this section will normally be delayed until such
time as (1) all other matters are resolved, or (2) appellant’s reply
brief pursuant to § 1.193(b) has been received and the applica-
tion is otherwise prepared for consideration by the Board of
Appeals, at which time the appeal will be suspended for exami-
nation pursuant to paragraph (d) of this section. The prosecution
of the application will be reopened to the extent necessary o
conduct the examination pursuant to paragraph (d) of this
section including any appeal pursuant to § 1.191. If an appeal
has already been filed based on arejection on other grounds, any
further rejection under this section shall be treated in accordance
with § 1.193(c).

(f) Any member of the public may seek to have an applica-
tion stricken from the files pursuant to paragraph (c) of this
section by filing a timely petition to strike the application from
the files. Any such timely petition and any accompanying
papers will be entered in the application file if the petition and
accompanying papers (1) specifically identify the application to
which the petition is directed, and (2) are either served upon the
applicant in accordance with § 1.248, or filed with the Office in
duplicate in the event service is no., possible. Any such petition
filed by an attorney or agent must be in compliance with § 10.18.

(g) A petition to strike an application from the files submit-
ted in accordance with the second senience of paragraph (f) of
this section will be considered by the Office. An acknowledg-
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;Ofﬁce that the petmon has been recelved The, Ofﬁce wxll
commumcate with_the appuc.:m regardmg any such pemmn
entered i in the apphcatmn file and may requlre the apphcant to
respond to the Office on. maners raised by the petmon The
active parucnpauon of the member of the public ﬁlmg apetition
pursuani (o paragraph (t) of this section ends with the filing of
the petition and no further submission on behalf of the petitioner
will be acknowledged or considered unless such submission
raises new issues which could not have been earlier presented,
and thereby constitutes a new petition.

(h) Any member of the public may seek to have the claims
in an application rejected pursuant to paragraph (d) of this
section by filing a timely protest in accordance with § 1.291.
Any such protest filed by an attorney or agent must be in
compliance with § 10.18.

(i) The Office may require applicant to supply information
pursuant to paragraph (a) of this section in order for the Office
to decide any issues relating to paragraphs (c) and (d) of this
section which are raised by a petition or a protest, or are
otherwise discovered by the Office.

(j) If any disclosure pursuant 1o this section does not include
acopy of each foreign patent document, non-patent publication,
or other non-patent item of information in written form which is
being disclosed or a statement that a copy thereof is not in the
possession of the person making the disclosure, applicant will
be so notified and given a period of time within which to file the
copy or a statement that a copy is not in the possession of the
person making the disclosure. The time period set may be
extended under § 1.136.

{OMB Control No. 0651-0011]

[42FR 5593, Jan. 28, 1977; paras. (d) & (e) - (i),47 FR 21751, May
19, 1982, effective July 1, 1982; para. (c), 48 FR 2710, Jan. 20, 1983,
effective Feb. 27, 1983; paras. (b) & (j), 42 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; paras. (d) & (h), 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985}

§ 1.57 [Reserved]
{48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983}

§ 1.58 Chemical and mathematical formulas and
tables.

(a) The specification, including the claims, may contain
chemical and mathematical formulas, but shall not contain
drawings or flow diagrams. The description portion of the
specification may contain tables; claims may contain tables
cither if neccssary to conform to 35 U.S.C. 112 or if otherwise
found to be desirable.

(b) All tables and chemical and mathematical formulas in
the specification, including claims, and amendments thereto,
must be on paper which is flexible, strong, white, smooth,
nonshiny, and durable in order to permit use as camera copy
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fonnulas and tables as presented should be lumted i

- Sinches (12.7 cin. )sothautmay appearasamngleco!mnn in
the printed patént. If it is not possible 1o limit the widdh of a
formula or table to 5 inches (12.7 cm.), it is- permlssxble W
present the formula or table with'a maximum width of 10 3/4
‘inches (27.3 cm.) and to place it sideways on the sheet. Type-
written characters used in such formulas and tables must be from
a block (nonscript) type font or lettering style having capital
letters which are at least 0.08 inch (2.1’ mm.) high (e.g. elite
type). Hand lettering must be neat, clean, and have a2 minimum
character heightof0.08 inch (2.1 mm.). A space atleast 1/4 inch
(6.4 mm.) high should be provided between complex formulas
and tablesand the text. Tables should have the lines and columns
of data closely spaced to conserve space, consistent with high
degree of legibility.

{43 FR 20463, May 11, 1978]

§ 1.59 Papers of application with filing date not to
be returned.

Papers in an application which has received a filing date
pursuantto § 1.53 will not bereturned for any purpose whatever.
If applicants have not preserved copies of the papers, the Office
will furnish copies at the usual cost of any application in which
either the required basic filing fee (§ 1.16) or the processing and
retention fee (§ 1.21(1)) has been paid. See § 1.618 for return of

unauthorized and improper papers in interferences.

[48FR 2710, Jan. 20, 1983, effective Feb, 27,1983, 49 FR 554, Jan.
4, 1984, effeciive Apr. 1, 1984; 49 FR 48416, Dec. 12, 1924,; 50 FR
23123, May 31, 1985, effective Feb. 11, 1985]

§ 1.60 Continuation or divisional application for
invention disclosed in a prior application.
(2) A comtinuation or divisional application (filed under the
conditions specified in 35 U.S.C. 120 or 121 and § 1.78(a)),
naming as inventors the same or less than all the inventors
named in a prior application and which discloses and claims
only subject matter disclosed in the prior application may be
filed as a separate application before the patenting or abandon-
ment of or termination of proceedings on the prior application.
(b) An applicant may omit signing of the oath or declaration
in a continuation or divisional application if (1) the prior appli-
cation was a complete application as set forth in § 1.51(a), (2)
applicant files a true copy of the prior complete application as
filed including the specification (including claims), drawings,
oath or declaration showing the signature or an indication it was
signed, and any amendments referred to in the oath or declara-
tion filed to complete the prior application, and (3) the inventors
named in the continuation or divisional application are the same
or less than all the inventors named in the prior application. The
copy of the prior application must be accompanied by a state-
ment that the application papers filed are a true copy of the prior
application and that no amendments referred to in the oath or
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*made by a person notregxstcred 10 practice before thePatent and
‘Trademark Office. Only amendments reducmg thé:number of
“claims or adding a reference to the pnor application (§ 1.78(a))
“will beenteredbefm‘e calculatmg thefi iling fee and granting the
filing date If the contmuatlon or divisional apphcauon is filed

§162

by less than all thé i mvemors naimed in the pnor application a

“statement must accompany the' apphcauon wheni filed request-

ing deletion of the names of the person or persons who are not
inventors of the invention being clalmed in the conunuauon or
divisional application. -
" [OMB Control No, 0651-0011]
+ [48 FR 2710, Jan. 20,1983, effective Feb. 27, 1983; 49 FR 554, Jan.
4, 1984, effective Apr. 1, 1984; 50 FR 9397, Mar. 7, 1985 effective
May 8, 1985]

§ 1.61 [Reserved]
(Editor’s note: Substance moved to § 1.494)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.62 File wrapper continuing procedure

(2) A continuation, continuation-in-part, or divisional appli-
cation, which uses the specification, drawings and oath or dec-
laration from a prior complete application (§ 1.51(a)) which is
to be abandoned, may be filed before the payment of the issue
fee, abandonment of, or termination of proceedings on the prior
application. The filing date of an application filed under this
section is the date on which a request is filed for an application
under this section including identification of the Serial Number,
filing date, and applicant’s name of the prior complete applica-
tion. If the continuation, continuation-in-part, or divisional
application is filed by less than all the inventors named in the
prior application a statement must accompany the application
when filed requesting deletion of the names of the person or
persons who are not inveniors of the invention being claimed in
the continuation, continuation-in-part, or divisional applica-
tion.

(b) The filing fee for a continuation, continuation-in-part, or
divisional application under this section is based on the number
of claims remaining in the application after entry of any prelimi-
nary amendment and entry of any amendments under § 1.116
unentered in the prior application which applicant hasrequested
to be entered in the continuing application.

(c) In the case of a continuation-in-part application which
adds and claims additional disclosure by amendment, an oath or
declaration as required by § 1.63 must also be filed. In those
situations where a new oath or declaration is required due to
additional subject matter being claimed, additional inventors
may be named in the continuing application. In a continuation
or divisional application which discloses and claims only sub-
Jject matter disclosed in a prior application, no additional oath or
declaration is required and the application must name as inven-
tors the same or less than all the inventors named in the prior
application.

(d) If an application which has been accorded a filing date
pursuant to paragraph (a) of this section does not include the
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* appropriate basic filing fee p

. §1.63 -
. ursiant to paragraph (b) of this
.section, or an oath or.declaration by the applicantin the case of

- -a continuation-in-part application; pursuant to, paragraph’ (c) of

- this section, applicant will be so notified and given a penod of
- time within which to file the fee, oath, or declaration and to pay
-the surcharge. as set -forth: in . § - 1.16(e) in -order to. prevent
‘abandonment of the application, The notification pursuant to
this paragraph may be made simultaneously with any. nouﬁca
ton of a defect pursuant to paragraph (a) of this section., ..

(e) Anapplication filzd under this section will utilize the ﬁle
wrapper and contents of the prior.application to constitute the
new continuation, continuation-in-part, or divisional applica-
tion but will be assigned a new application serial number.

{f) The filing of an application under this section will be
construed to include a waiver of secrecy by the spplicant under
35U.8.C. 122 to the extent that any member of the public who
is entitled under the provisions of 37 CFR 1.14 to access to, or
information concerning either the prior application ¢r any
continuing application filed under the provisions of this section
may be given similar access to, or similar information concern-
ing, the other application(s) in the file wrapper.

(g) The filing of arequest for a continuing application under
this section will be considered to be a request to expressly
abandon the prior application as of the filing date granted the
continuing application.

(h) The applicant is urged to furnish the following informa-
tion relating to the prior and continuing applications o the best
of his or her ability:

(1) Title as originally filed and as fast amended;

(2) Name of applicant as originally filed and as last
amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign application and any pri-
ority claim under 35 U.S.C. 119.

(5) The title of the invention and names of applicanis to be
named in the continuing application.

(i) Envelopes containing only application papers and fees
for filing under this section should be marked “Box FW(C”.

[OMBE Control No. 0651-0011]

{47 FR 47244, Oct. 25, 1982, added effective Feb. 27,1983; 48 FR
2710, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (a) & (d), 49
FR 555, Jan. 4, 1984, effective Apr. 1, 1984; paras. (a), (¢) & (h), S0FR
5380, Mar. 7, 1985, effective May 8, 1935]

OATH OR DECLARATION

§ 1.63 Oath or declaration.

(a) An oath or declaration filed under § 1.51(a)(2) as a part
of an application must:

(1) Be executed in accordance with either § 1.66 or § 1.68;

(2) ldentify the specification to which it is directed;

(3) Identify each inventor and the residence and country of
citizenship of each inventor; and

(4) State whether the inventor is a sole or joint inventor of
the invention claimed.

(b) In addition to meeting the requirements of paragraph (a),
the oath or declaration must state that the person making the oath
or declaration:
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s (l)Rasrevxcwedand understands the contents oﬂhespecx-

f éﬁnon, including the claims, as.amended by any : amendment
. specifically referred to in the oath or; declarauon.

(2) Believes the named. inventor: or inventors. o be the

“original and first inventor. or inventors of the subject matter
: whlch s clalmed and for whnch & patentis-sought; and ..

+(3) Acknowledges the. duty to disclose information whlch

_1s matenal to the examination of the apphcauon in accordance

wnth §1 56(a) ~
(c)In addmon to meenng thereqmrements of paragraphs (a)

: and (b) of this secticn, the oath or declaration in any application
.in which a claim for foreign priority is made pursuant to § 1.55
-must identify the foreign application for patent or invenior’s

certificate on which priority is claimed, and any foreign appli-
cation having a filing date before that of the application on
which priority is claimed, by specifying the application number,
country, day, month and year of iis filing.

(d) In any continuation-in-part application filed under the
conditions specified in 35 U.S.C. 120 which discloses and
claims subject matter in addition to that disclosed in the prior
copending application, the oath or declaration must also state
that the person making the oath or dec!aration acknowledges the
duty to disclose material information as defined in § 1.56(a)
which occurred between the filing date of the prior application
and the national or PCT international filing date of the continu-
ation-in-part application.

[OMB Control No. 0651-0011]

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR

4285, Jan. 31, 1983)

§ 1.64 Person making oath or declaration.

(a) The oath or declaration must be made by all of the actual
inventors except as provided for in §§ 1.42, 1.43, or 147.

(b) If the person making the oath or deciaration is not the
inventor (§§ 1.42, 1.43, or 1.47), the oath or declaration shali
state the relationship of the person to the inventor and, upon
information and belief, the facts which the inventor is required
{o state.

fOMB Control No. 0651-0011)

{48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983}

§ 1.66 Officers authorized to administer oaths.

(a) The oath or affirmation may be made before any person
within the United States authorized by law to administer oaths.
An oath made in a foreign country may be made before any
diplomatic or consular officer of the Uniied States authorized to
administer oaths, or before any officer having an official seal
and authorized to administer oaths in the foreign country in
which the applicant may be, whose authority shall be proved by
a certificate of a diplomatic or consular officer of the United
States, or by an apostille of an official designated by a foreign
country which, by treaty or convention, accords like effect to
apostilles of designated officials in the United States. The oath
shall be attested in all cases in this and other countries, by the
proper official seal of the officer before whom the oath or
affirmation is made. Such oath or affirmation shall be valid as
to execution if it complies with the laws of the State or country
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~where made When theperson before: whom lheemh oraffirma-
'~ tion is made.in. this country is.not. provxded with a seal, his

‘ofﬁcmemmw:shanbeesmbhshedbycompewmewdence as

by a certificate from a clerk of a court of record omumr proper
officer having a seal...

(b) When the oath is zaken before an ofﬁcer m a country
foreign to the United States, any accompanying application
papers, except the drawmgs, must be attached together with the
oath and aribbon passed one or more times through all the sheets
of the application, except the drawings, and the ends of said
ribbon brought togethier under the seal before the latter is affixed
and impressed, or each sheet must be impressed with the official
seal of the officer before whom the oath is taken. If the papers
as filed are not properly ribboned or each sheet impressed with
the scal, the case will be accepted for examination, but before it
is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, maust be filed.

[OMB Conirol No. 0651-0011]

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982}

§ 1.67 Supplemental oath or declaration.

(a) A supplemental oath or declaration meeting the reguire-
ments of § 1.63 may be required to be filed to comrect any
deficiencies or inaccuracies present in an earlier filed oath or
declaration.

(b) A supplementalcathc. ' - . ~tion meeting the require-
mentsof § 1.63 must be filed: _ ; “Vhenaclaimis presented for
matter originally shown or described but not substantially
embraced in the statement or invention or claims originaily
presented; and (2) When an oath or declaration submitted in
accordance with § 1.53(d) after the filing of the specification
and any required drawings specifically and improperly refers to
an amendment which includes new matier. No new matter may
be introduced into an application after its filing date even if a
supplemental oath or declaration is filed (§ 1.53(b); § 1.113). In
proper cases the oath or declaration here required mzy be made
~ on information and belief by an applicant other than inventor.
[OMB Control No. 06651-0011]

[48 FR 2711, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark
Office and which is required by any law, rule, orother regulation
to be under oath may be subscribed to by a written declaration.
Such declaration may be used in licu of the oath otherwise
required, if, and only if, the declarant is on the same document,
warned that willful false statements and the like are punishable
by fine or imprisonment, or both (18 U.S.C. 1001} and may
jeopardize the validity of the application or any patent issuing
thereon, The declarant must set forth in the body of the declara-
tion that all statements made of the declarant’s own knowledge
are true and that ali statements made on information and belief
are befieved to be true.

[OMB Control No. 0651-0011]
[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985}

§ 1.69 Foreign language oaths and declarations.
(a) Whenever an individual making an oath or declaration

R-23

§ 1.72

cannot mdmtamil-:nglish‘; the oathi or declaration mustbe ina
language that such individual can understand and shall state that
such individual understands the contént of any documents to

-which the oathor.declaration relates. :

- (b) Unless the text of any oath or declamuen ina language

vother than English isa form provided or approved by the Patent

and Trademark Office, it must be-accompanied by a verified
English ranslation, except that in the-case of an oath or decla-
ration filed under § 1.63 the translation may be filed in the Office
no later than two months from the date applicant is notified to
file the translation. ,

[OMB Control No. 0651-0011]

[42 FR 5594, Jan. 28, 1977; para. (b), 48 FR 2711, Jan. 20, 1983,
effective Feb. 27, 1983]

§ 1.70 [Reserved]
(Editor’s note: Substance moved to § 1.497)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

SPECIFICATION

§ 1.71 Detailed description and specification of the
invention.

(a) The specification must include a written description of
the invention or discovery and of the manner and process of
making and using the same, and is required to be in such full,
clear, concise, and exact terms as to enable any person skilled in
the artor science to which the invention or discovery appertains,
or with which it is most nearly connected, to make and use the
same.

(b) The specification must set forth the precise invention for
which a patent is solicited, in such manner as to distinguish it
from other inventions and from what is old. It must describe
completely a specific embodiment of the process, machine,
manufacture, composition of matter or improvement invenied,
and must explain the mode of operation or principle whenever
applicable. The best mode contemplated by the inventor of
carrying out his invention must be set forth.

(c) In the case of an improvement, the specification must
particularly point out the part or parts of the process, machine,
manufacture, or composition of matter to which the improve-
ment relates, and the description should be confined to the
specificimprovement and to such parts as necessarily cooperate
with it or as may be necessary to a complete understanding or
description of it.

§ 1.72 Title and abstract.

(a) The title of the invention, which should be as short and
specific as possible, should appear as a heading on the first page
of the specification, if it does not otherwise appear at the
beginning of the application.

(b) A brief abstract of the technical disclosure in the speci-
fication must be set forth on a separate shect, preferably follow-
ing the claims under the heading “Abstract of the Disclosure”.
The purpose of the abstract is to enable the Patent and Trade-
mark Office and the public generally to determine quickly from
a cursory inspection the nature and gist of the technical disclo-
sure, The abstract shall not be used for interpreting the scope of
the claims.

Rev. 7, Dec, 1987



§ 173 ; |
‘LR 12922,0cr.4 1966,43 szﬂm May11, 1973]

§ 1 73 Summary of the mventmn ,

A brief summary of the invention indicating its nature and
substance, which may include a statément of the object of the
. invention, should precede the detailed description: Such:sam-
mary should, when set forth, be commensurate with the inven-
tion as claimed and any object reczted should be that of the
invention as "Emmed. o

§ 1.74 Reference to drawings.

When there are drawings, there shall be a brief descnpuon
of the several views of the drawings and the detailed description
of the invention shall refer to the different views by specifying
the numbers of the figures, and to the different paris by use of
reference letters or numerals (preferably the latter).

§ 1.75 Claim(s).

(2) The specification must conclude with a claim particu-
farly pointing out and distinctly claiming the subject matter
which the applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they
differ substantially from each other and are not unduly multi-
plied.

(c) One or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in
the same application. Any dependentclaim which refers to more
than one other claim (“multiple dependent claim”) shall refer to
such other claims in the aliernative only. A multiple dependent
claim shall not serve as abasis for any other multiple dependent
claim, For fee calculation purposes under § 1.16, a2 multiple
dependent claim will be considered to be that number of claims
to which direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple dependent
claim will be considered to be that number of claims to which
direct reference is made in that multiple dependent claim. In
addition to the other filing fees, any original application which
is filed with, or is amended to include, multiple dependent
claims must have paid therein the fee set forth in § 1.16(d).
Claims in dependent form shall be construed to include all the
fimitations of the claim incorporated by reference into the
dependentclaim. A multiple dependent claim shall be construed
to incorporate by referencs - . the limitations of each of the
particular claims in relatios o which it is being considered.

(d)(1) The claim or claims mnst conform to the invention as
set forth in the remainder of the specification and the terms and
phrases used in the claims must find clear support or antecedent
basis in the description so that the meaning of the terms in the
claims may be ascertainable by reference to the description.
(See & 1.58(a).)

(2)See §§ 1.141 10 1.146as to claiming different inventions
in one application.

(¢) Where the nature of the case admits, as in the case of an
impravement, any independent claim should contain in the
following order, (1) a precamble comprising a general descrip-
tion of all the elements or steps of the claimed combination
which are conventional or known, (2) a phrase such as “wherein
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’ﬂxe:mprovementcompnm *and 3 thoscelemems steps and/
‘or relationships ‘which ‘constinite ‘that’ ‘portion of the: claimed
‘combindtion’ whxch the wphcant consxders as the new or 1m-

‘proved portion.

(f) If there are seveml claxms they shall be numbered con-

'secuuvely ‘in‘Arabic numerals.”

(g) All dependént claims should be: groupcd together with
the claim or claims to which they refer to the extent possible.
{31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3,1971;37 FR

21995, Oct. 18, 1972; 43 FR 4015, Jan. 31, 1978; para. (c), 47 FR

41276, Sept, 17, 1982, effective Oct. 1, 1982}

§ 1.77 Arrangement of application elements.

. .Theelements of meappb cation should appear in the follow-
mg order:

(a) Title of the invention; or an introductory portion stating
the name, citizenship, and residence of the applicant, and the
title of the invention may be vsed.

(b) (Reserved).

(¢) (1) Cross-reference to related applications, if any.

(2) Reference to a “microfiche appendix” if any. (Sec §
1.96(b)). The total number of microfiche and total number of
frames should be specified.

(d) Brief summary of the invention.

(e) Brief descripiion of the several views of the drawing, if
there are drawings.

{f) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

(j) Drawings.

{43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12, 1981; paras. (h)
& (i), 48 FR 2712, Jan. 20, 19883, effective Feb. 27, 1983]

§ 1.78 Claiming benefit of earlier filing date and
cross-references to other applications,

(a) An application may claim an invention disclosed in a
prior filed copending national application or international appli-
cation designating the United States of America. In order for an
application to claim the benefit of a prior copending national
application, the prior application must name as an inventor at
least one inventor named in the later filed application and
disclose the named inventor's invention claimed in at least one
claim of the later filed application in the manner provided by the
first paragraph of 35 U.S.C. 112. In addition, the prior applica-
tion must be (1) complete as set forth in § 1.51, or (2) entitled to
afiling date as set forth in § 1.53(b) and include the basic filing
fee set forth in § 1.16; or (3) entitled to a filing date as set forth
in § 1.53(b) and have paid therein the processing and retention
fee set forth in § 1.21(1) within the time period set forth in §
1.53(d). Any application claiming the benefit of a prior filed
copending national or international application must contain or
be amended to contain in the first sentence of the specification
following the title a refercnce to such prior application, identi-
fying it by serial number and filing date or international appli-
cation number and international filing date and indicating the
relationship of the applications. Cross-references to other
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- (b) Where two or more apphcaumsﬁkuﬁby lhesmne‘wph- :
: cant contain conﬂ]cung claims, eliminatios; >fsuch claims from -

all but one apphcaxmn may be required in ke absence of good
and sufficient reason for thent retennon dmmg penmncy in
more than one application; = 7+

-{¢) Where two or more apphcauons, oran apphcnnon and a
pateni naming different inventors and owned by the same party
contain conflicting claims, and there'is no statement of record
indicating that the claimed inventions were commonly owned
or subject to an obligation of assignment to the same person at
the time the later invention was made, the assignee may be
called upon to 2ate whether the claimed inventions were com-
monly owned or subject to an obligation of assignment to the
same person at the time the later invention was made, and if not,
indicate which named inventor is the prior inventor. In addition
to making said statement, the assignee may aiso explain why an
interference should or should not be declared.

(d) Where an application claims an invention which is not
patentably distinct from an invention claimed in a commonly
owned patent with the same or a different inventive entity, a
double patenting r=jection will be made in the application. An
obviousness-type double patenting rejection may be cbviated
by filing a terminal disclaimer in accordance with § 1.321(b).

[36 FR 7312, Ape. 17, 1971; 49 FR 555, Jen. 4, 1984; paras. (a), (c)
& (d), 50 FR 9380, Mar. 7, 1985, effective May 8, 1985; SGFR 11366,
Mar. 21, 1985]

§ 1.79 Reservation clauses not permitted.

A reservation for a future application of subject matier
disclosed but not claimed in a pending application will not be
permitted in the pending application, but an application disclos-
ing unclaimed subject matter may contain a reference 1o a later
filed application of the same applicant or owned by a common
assignee disclosing and claiming that subject matter,

THE DRAWING

§ 1.81 Drawings required.

(a) The applicant for a patentis required to furnish adrawing
of his invention where necessary for the understanding of the
subject matter sought to be patented; this drawing must be filed
with the application.

(b) Drawings may include illustrations which facilitate an
understanding of the invention (for example, flow shests in
cases of processes, and diagrammatic views),

(¢) Whenever the nature of the subject matter sought to be
patented admits of illustration by a drawing without its being
necessary for the understanding of the subject matter and the
applicant has not furnished such a drawing, the examiner will
require its submission within a time period of not less than two
months from the date of the sending of a notice thereof.

(d) Drawings submitted after the filing date of the applica-
tion may not be used to overcome any insufficiency of the speci-
fication due to lack of an enabling disclosure or otherwise inade-
quate disclosure thes-in, or to supplement the original disclo-
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relawd applwauons imay be:madei:when apm;;mm. (See §'

§ 1.84

sum&hmof forthepmposeofmmpretanon of thescopeofm\y :

§ 1 83 Content of drawing. SHETCIIEES ~

--(a) The drawing must show.every: t‘eature of the mvenuon
specxﬁed in the claims. However, conventional features dis-
closed in the description and claims; where their detailed illus-
tration is not essential for a proper understanding of the inven-
tion, should be illustrated in the drawing in the form of a
graphical ‘drawing symbol ora labeled representation {e.g. a
labeled rectangular box). SR

{b) When theinvention consxsts ofan unprovementon anold
machine the drawing must when possible exhibit, in one or more
views, the improved portion itself, disconnected from the old
structure, and also in another view, so much only of the old
structure as will suffice to show the connection of the invention
therewith.,

(c) Where the drawings do notcomply with the requirements
of paragraphs (a) and (b) of this section, the examiner shall
require such additional illustration within a time period of not
less than two montihs from the date of the sending of a notice
thereof. Such correcu’ons are subject to the requirements of §
1.81(d).

{31 FR 12923, Qct. 4, 1966; 43 FR 4015, Jan. 31, 1978]

§ 1.84 Standards for drawings.

{a) Paper andink. Drawings must be made upon paper which
is flexible, strong, white, smooth, nonshiny and durable. Two-
ply or threg-ply bristol board is preferred. The surface of the
paper should be calendered and of a quality which will permit
erasureand correction with India ink, Indiaink, or its equivalent
inquality, is preferred for pen drawings to secure perfectly black
solid lines. The use of white pigment to cover lines is not
normally acceptable.

(b) Size of sheet and margins. The size of the sheets on which
drawings are made may cither be exactly 8 1/2 by 14 inches
(21.6 by 35.6 cm.) or exacily 21.0 by 29.7 cm. (DIN size A4).
All drawing sheets in a particular application must be the same
size. One of the shorter sides of the sheet is regarded as its top.

(1)On 8 1/2 by 14 inch drawing sheets, the drawing must
include a top margin of 2 inches (5.1 cm.) and bottom and side
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving
a“sight” precisely 8 by 113/4 inches(20.3 by 29.8cm.). Margin
border lines are not permitied. All work must be included within
the “sight”, The sheets may be provided withtwo 1/4 inch (6.4
mm.)diameter holes having their centerlines spaced 11/16 inch
(17.5 mm.) below the top edge and 2 3/4 inches (7.0 cm.) apart,
said holes being equally spaced from the respective side edges.

(2) On 21.0 by 29.7 cm. drawing sheets, the drawing must
include a top margin of at least 2.5 cm., a left side margin of 2.5
cm., a right side margin of 1.5 cm., and a bottom margin of 1.0
cm. Margin border lines are not permitted. All work must be
contained within a sight size not to exceed 17 by 26.2 cm.

(c) Character of lines. All drawings must be made with
drafting instruments or by a process which will give them
satisfactory reproduction characteristics. Every line and letter
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e -zmustbcdumble black.snﬁcwuﬁy&nscmddmk -uniformly
. '-ﬂuckandwelldeﬁned thewelghtofalllmesandletlersmustbc
.- heavy enough to permit adequate reproduction. Thisdirection .

. applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views: All lines must be
clean, sharp,and solid. Fine or crowded lines should be avoided.
Solid biack should not be used for secticnal or surface shading:
Freehand work should be avmded where\ Zritis possﬂ:le o do
S0.-

(d) Hatchmg and shaduzg. (l) Hatclung should be made by
oblique parallel lines spaced sufficiently apart to enable the
lines to be distinguished without difficulty. -

(2) Heavy lines on the shade side of objects should prefera-
bly be used except where they tend to thicken the work and
obscure reference characters. The light should come from the
upper left-hand comer at an angle of 45°. Surface delineations
should preferably be shown by proper shading, which should be
open.

(e) Scale. The scale to which a drawing is made ought to be
large enough to show the mechanism without crowding when
the drawing is reduced in size to two-thirds in reproduction, and
views of portions of the mechanism on a larger scale should be
used when necessary to show details clearly; two or more sheets
should be used if one does not give sufficient room to accom-
plish this end, but the number of sheets should not be more than
is necessary.

(f) Reference characters. The different views should be con-
secutively numbered figures. Reference numerals (and letters,
but numerals are preferred) must be plain, legible and carefully
formed, and not be encircled. They should. If possible, measure
at least one-eighth of an inch (3.2 mm.) in height so that they
may bear reduction to one twenty-fourth of an inch (1.1 mm.);
and they may be slightly larger when there is sufficient room.
They should rot be so placed in the close end complex parts of
the drawing as tointerfere with a thorough comprehension of the
same, and therefore should rarely cross or mingle with the lines.
When necessarily grouped around a certain part, they should be
placed at a little distance, at the closest point where there is
available space, and connected by lines with the parts to which
they refer. They shouid not be placed upon hatched or shaded
surfaces but when necessary, a blank space may be left in the
haiching or shading where the character occurs so that it shall
appear perfectly distinct and separate from the work. The same
part of an invention appearing in more than one view of the
drawing must always be designated by the same character, and
the same character must never be used to designate different
parts. Reference signs not mentioned in the description shall not
appear in the drawing and vice versa.

(g) Symbols, legends. Graphical drawing symbolsand other
labeled representations may be used for conventional elements
when appropriate, subject to approval by the Office. The
elements for which such symbols and labeled representations
are used must be adequately identified in the specification.
While descriptive matter on drawings is not permitted, suitable
legends may be used, or may be required, in proper cases, as in
diagrammatic views and flowsheets or to show materials or
where labeled regresentations are employed to illustrate con-
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o 'venuonal clements. Anows may be rcqmred, in proper cases, to
: --show direction of movement. The lettering should be as large as;

orlargenhan,thcr&emucechamcters B
- (h) Reserved] . =0 i i, v
(i) Views. ’medtawmg must contam as many ﬁgures as may

be necessary to show the invention; the figures should be con-

secutively numbered if possible in:the order: in-which they

appear. The figures may be plain, elevation, section; or prespec-

tive views, and detail views of portions or elements, on a larger
scale if necessary, may also be used. Exploded views, with the
separated parts of the same figure embraced by a bracket, to
show the relationship or order of assembly of various parts are
permissible. When necessary, a view of a large machine or
device in its entirety may be broken and extended over several
sheets if there is no loss in facility of understanding the view.
Where figures on two or more sheets form in effect a single
complete figure, the figares on the several sheets should be so
arranged that the complete figure can be understood by laying
the drawing sheets adjacent to one another. The arrangement
should be such that no part of any of the figures appearing onthe
various sheets are concealed and that the complete figure can be
understood even though spaces will occurin the complete figure
because of the margins on the drawing sheets. The plane upon
which a sectional view is taken should be indicated on the
general view by a broken line, the ends of which should be
designated by numerals corresponding to the figure number of
the sectional view and have arrows applied to indicate the
direction in which the view is taken. A moved position may be
shown by a broken line superimposed upon a suitable fignre if
this can be done without crowding, otherwise a separate figure
must be used for this purpose. Modified forms of construction
can only be shown in separate figures. Views should not be
connected by projection lines nor should center lines be used.

(i) Arrangement of views. All views on the same sheet
should stand in the same direction and, if possible, stand so that
they can be read with the sheet held in an upright position, If
views longer than the width of the sheet are necessary for the
clzarest illustration of the invention, the sheet may be turned on
its side so that the top of the sheet with the appropriate top
margin is on the right-hand side. One figure must not be placed
upon another or within the outline of another.

(k) Figurefor Official Gazette. The drawing should, as faras
possible, be so planned that one of the views will be suitable for
publication in the Official Gazetie as the illustration of the
invention.

(1) Extraneous matter. Identifying indicia (such as the
attorney’s docket number, inventor’s name, number of sheets,
etc.) notto exceed 2 3/4 inches(7.0cm.) in width may be placed
in a centered location between the side edges within three-
fourths inch (19.1 mm.) of the top edge. Authorized security
markings may be placed on the drawings provided they are
outside the illustrations and are removed when the material is
declassified. Other extraneous matter will not be permitted upon
the face of a drawing.

(m) Transmission of drawings. Drawings transmitted to the
Office should be sent flat, protected by asheet of heavy binder’s
board, or may be rolled for transmission in a suitable mailing
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tibe; butmustneverbefolded Ifrecewedcmsedmmuulated‘ ,

(new drawings will be required.

(See§ i ¥ lSZfordemgndrawmgs ‘§l 165fm'plantdraw1ngs, .

and §1.174 for reissue dmwmgs )
[Z4FR10332.Dec 22, 1959; 31 FR: 12923; ‘Oct. 4,1966; 36 FR
9775 May28 1971 43FR20464 May 11 1978 45 FR 73657 Nov

6 1980]

§ 1.85 Informal drawmgs.

The requirement of § 1.84 relating w - dxawmgs w111 be
strictly enforced: A drawing niotexecuted in conformity thereto,
if snitable for reproduction, may be admitted but in Such case the
drawing must be corrected ora new one furnished, as required.

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982] :

§ 1.88 Use of old drawings.

If the drawings of a new application are to be identical with
the drawings of a previous application of the applicant on file in
the Office, or with part of such drawings, the old drawingsorany
sheets thereof may be used if the prior application is, or is about
to be, abandoned, or if the sheets to be used are cancelled in the
prior application. The new application must be accompanied by
aletter requesting the transfer of the drawings, which should be
completely identified.

MODELS, EXHIBITS, SPECEIMENS

& 1.91 Models not generally required as part of
application or patent.

Models were once required in all cases admitting a model,
as a part of the application, and these models became a part of
the record of the patent. Such models are no longer generally
required (the description of the invention in the specification,
and the drawings, must be sufficiently full and complete, and
capable of being understood, to disclose the invention without
the aid of a model), and will not be admitted unless specifically
called for.

§ 1.92 Model or exhibit may be required.

A model, working model, or other physical exhibit, may be
required if deemed necessary forany purpose on examination of
the application.

§ 1.93 Specimens.

When the invention relates to a composition of matter, the
applicant may be required to furnish specimens of the compo-
sition, or of its ingredients or intermediates, for the purpose of
inspection or experiment.

§ 1.94 Return of models, exhibits or specimens.
Models, exhibits, or specimens in applications which have
becomeabandoned, and alsoin other applications on conclusion
of the prosecution, may be returned to the applicant upon
demand and at his expense, unless it is deemed necessary that
they be preserved in the Office. Such physical exhibits in
contested cases may be returned to the parties at their expense.
If not claimed within a reasonable time, they may be disposed
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§ 1.95 Coples of exhlbnts

Copxes of models or other physncal exh:bxts wxll not ordmar-
ily be furnished by Offi model or exhibit in an
apphcauon or patem shall'not be taken ‘from the Office except
in the custody of an employee of the Office specxally authorlzed
by the Commissioner. -

§ 1.96 Submission of computer program listings.

: Descnptnons ‘of the operatmn and general conient of com-
puter program listings should appear in the description portion
of the specification. A computer program listing for the purpose
of these rules is-defined as a print-out that lists in appropriate
sequence the instructions, routines, and other contents of a
program for a computer. The program listing may be either ii
machine or machine-independent (object or source) language
which will cause a computer to perform a desired procedure or
task such as solve a problem, regulate the flow of work in a
computer, or control or monitor events. Computer program
listings may be submitted ini patent applications in the following
forms:

(a) Material which will be printed in the patent, If the
computer program listing is contained on 10 printout pages or
less, it must be submitted either as drawings or as part of the
specification.

(1) Drawings. The listing may be submitted in the manner
and complying with the requirements for drawings as provided
in § 1.84. At least one figure numeral is required on each sheet
of drawing.

(2) Specification. (i) The listing may be submitted as part
of the specification in accordance with the provisions of § 1.52,
at the end of the description but before the claims.

(ii) The listing may be submitted as part of the specifica-
tion in the form of computer printout sheets (commoniy 14 by
11 inches in size) for use as “cameraready copy” when a patent
is subsequently printed. Such computer printout sheets must be
original copies from the computer with dark solid black letters
not less than 0.21 cm high, on white, unshaded and unlined
paper, the printing on eac’ sheet must be limited to an area 9
inches high by 13 inches wide, and the sheets should be
submitted in a protective cover. When printed in patents, such
computer nrintout sheets will appear at the end of the description
but before the claims and will usually be reduced about 1/2 in
size with two printout sheets being printed as one patent speci-
fication page. Any amendments must be made by way of
submission of a substitute sheet if the copy is to be uscd for
camera ready copy.

(b) As an appendixwhichwill not be printed. 1f acomputer
program listing printout is 11 or more pages long, applicants
may submit such listing in the form of microfiche, referred to in
the specification (see § 1.77(c)(2)). Such microfiche filed with
a patent application is to be referred to as a “microfiche appen-
dix.” The “microfiche appendix” will not be part of the printed
patent, Reference in the application to the “microfiche appen-
dix” should be made at the beginning of the specification at the
location indicated in § 1.77(c)(2). Any amendments thereto
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Csa97
" must be made by way of revised xmcroﬁche. AlL computer
S program hsnngssubmmedonpaperwxll bepnntedaspmofthc ;

(1) Avazlabzlzty q’ qvpendlx Such computer. program
hstmgs onmicrofiche wt_xllbe avaﬂable tothe pubhc formspec
tion, and paper or mxcm&che coples thereof wnll bes ly
avaﬂable for purchase, afm apatent based on such an @phca-
tion is granted or the application is otherwnse madc publicly
available.

{2) Submission requirements. Computer-generated infor-
mation submmed as an appendix to an application for patent
shall be in the form of mxcroﬁche in accordance. with the
standards set forth in ihe followmg Amencan Nauonal (ANSI)
or National Micrographics Assoc:auon (NMA) Standards
(Note: As new editions of these standards are pubhsbcd, the
latest shall apply):

ANSI PH 1.28- 1976-Specxﬁcauons for Photographx: Film

for Archival records, Silver-Gelatin Type, on Cellulose Ester

Base.

ANSI PH 1.41-1976 Specifications for Photographic Film

for Archival Records, Silver-Gelatin Type, on Polyester

Base.

NMA-MSI (1971) Quality Standards for Computer Cutput

Microfilm.

ANS1/NMA MS2 (1978) Format and Coding Standards for

Computer Qutput Microfilm.

NMA MSS (ANSI PH 5.9-1975) Microfiche of Documents.

ANSI PH 2.19 (1959)-Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM) output or
copies of photographed paper copy may be submitied. In the
former case, NMA standards MS1 and MS2 apply; in the latter
case, standard MSS5 applies. -

(ii) Film submitted shall be first generation (camera film)
negative appearing microfiche (with emulsion on the back side
of the film when viewed with the images right readisg).

(iif) Reduction ratio of microfiche submitied should be
24:1 or a similar ratio where variation from said ratio isrequired
in order to fit the documents into the image area of the micro-
fiche format used.

(iv) Film submitted shall have a thickness of at least .005
inches (0.13 mm) and not more than .009 inches (0.23 mm) for
either celiulose acetate base or polyester hase type.

(v) Both microfiche formats A1 (98 frames, 14 columns x
7 rows) and A3 (63 frames, 9 columns x 7 rows) which are
described in NMA standard MS2 (A1 isalso described in MSS)
are acceptable for use in preparation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the
header or title area of each microfiche submitted shall be clear
or positive appearing so that the Patent and Trademark Office
can apply serial number and filing date thereto in an eye-
readable form. The middie portion of the header shall be used by
applicant to apply an eye-readable application identification
such as the title and/or the first inventor’s name, The atiorney’s
docket number may be included. The final right-hand portion of
the microfiche shall contain sequence information for the mi-
ceofiche, such as 1 of 4,2 of 4, etc.
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g ~(vn) Addnmual reqmremcms which:apply. speclﬁcally 40

- {A) The first frame of .

' contain a standard test target which.contains five NBS Micro-

copy Resolution Test Charts (No lOlOA) onein the centerand
one ineach camer. See illustration on page 2:of NMA Recom-
mended Practice MS104, Inspection and Quality Control of
First Generation Silver Halide chrofilm 9&» also paragraph 7
of NMA-MSS

.- {B) The second frame of each mlcroﬁchesubmmed must
comam a fully descriptive title and the inventor’s name as filed.

{C) .The pages or lines appearing on the mlcroﬁche
frames should be consecutively numbered. - -

(D) Pagination of the microfiche frames shall be from left
to right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original
microfilm shall be at least 120 lines per mm (5.0 target) so that
reproduction copies may be expecied tocomply with provisions
of paragraph 7.1.4 of NMA Standard MSS.

(F) Background density.of negative appearing camera
master microficheof filmed paper documents shall be within the
range of 0.9 o 1.2 and line density should be no greater than
0.08. The density shall be visual diffuse density as measured
using the method described in ANSI Standard PH 2.19.

(G) An index, when included, should appear in the last
frame (lower right hand corner when data is right-reading) of
each microfiche. See NMA-MSS5, paragraph 6.6.

(viii) Microfiche generated by Computer Qutput Micro-
film (COM).

(A) Background density of negative-appearing COM-
generated camera master microfiche shall be within the range of
1.5 t0 2,0 and line density should be no greater than 0.2, The
density shall be visual diffuse densitv 2= described in ANSI
PHZ2.19,

(B) The first frame of each microfiche submitted should
contain a resolution test frame in conformance with NMA
standard MS1.

(C) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(D) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(E) I is preferred that pagination of the microfiche
frames be from left to right and top to bottom but the alternative,
i.e., from top to bottom and from left to right, is also acceptable.

(F) An index, when included, should appear on the last
frame (lower right hand corner when data is right reading) of
each microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche.

[46 FR 2612, Jan. 12, 1981]

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disciosure statement.
(a) Asameans of complying with the duty of disclosure set

forth in § 1.56, applicants are encouraged to file an information

disclosure statement at the time of filing the application or
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Group ArtUmt to which meapphcauon is assxgned as mdrcated '

on the filing receipt. The disclosure statement may either be

separate from the specification or may be'incorporated therein,

- (by A distlosure statement filed in‘accordance with para-
graph (a) of this section shall not be construed as a representa-
tion that a search has been made or that no other matenal
information as defined in § 1.56(a) exists.

[OMB Control No. 0651-0011
[48 FR 2712, Jan. 20, 1983, effecuve date Feb. 27, 1983]

& 1.98 Content of mformatron dlsclosure statement.

{a) Any disclosure statement filed under § 1.97 or § 1.99
shall include: (1) A listing of patents, publications or other in-
formation; and (2) A concise explanation of the relevance of
eachlisted item. Thedisclosure statement shall be accompanied
by a copy of each listed patent or publication or other item of
information in written form or of at least the portions thereof
considered by the person filing the disclosure statement to be
pertinent. All United States patents listed should be identified
by theirpatent numbers, patent dates and names of the patentees.
Each foreign published application or patent should be cited by
identifying the country or office which issued it, the document
number and publication date indicated on the document. Each
printed publication should be identified by author (if any), title
of the publication, pages, date and place of publication.

() When two or more patents or publications considered
material are substantially identical, a copy of a representative
one may be included in the statement and others merely listed.
A tranglation of the pertinent portions of foreign language pat-
ents or publications considered material should be transmitied
if an existing translation is readily available to the applicant.

{OMB Control No. 0651-0011]

[42 FR 5594, Jan. 28, 1977; para. (a) 48 FR 2712, Jan. 20, 1983,

effective date Feb. 27, 1983]

§1.99 Updating of information disclosure statement.

If prior to issuance of a patent an applicant, pursuant to his
or her duty of disclosure under § 1.56, wishes to bring to the
attention of the Office additional patents, publications or other
information not previously submitted, the additional informa-
tion should be submitted to the Office with reasonable prompt-
ness. It may be included in a supplemental information disclo-
sure statement or may be incorporated into other communica-
tions to be considered by the examiner. Any transmiteal of
additional information shali beaccompanied by explanations of
relevance and by copies in accordance with the requirements of
§ 1.98.

[OMEB Control No. (0651-0011)
{48 FR 2712, Jan. 20, 1983; effective date Feb, 27, 1983]

EXAMINATION OF APPLICATIONS

§ 1,101 Order of examination.
(a) Applicauons filed in the Patent and Trademark Office and

R-29

§1.103

ipné ‘fm*exammatmn‘;~

; y he exan _
been assrgned inthe order in whlch they have been filed except
for those applications in 'which examination has been advanced
pursuant t0.§ 1.102.. See § 1.496 for order of examination ofl
Intemational applications in the natnonalkstage B

(b) Applrcauons which have been ted,upon by the exam-
iner, and which have been plac by the applicant in condition
for further action by the exammer(amended applications) shall
betakenup foracuon insuch orderas sha.'l bedetermined by the
Commissioner. .

" [29FR 13470, Sept. 30 1964 para (a), 48FR 2712, Jan. 20, 1983,

effective Feb. 27, 1983; para. (a), 50 FR 9381, Mar. 7, 1985, effective
May 8, 1985; 52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.102 Advancement of examination.

(a) Applications will not be advanced out of turn for exami-
nation or for further action except as provided by this part, or
upon order of the Commissioner to expedite the business of the
Office, or upon ﬁlmg ofa request under paragraph (b) of this
section or upon filing a petition under pamgraphs (c) or (d) of
this section with a verified showing which, in the opinion of the
Commissioner, will justify so advancing it.

(b) Applications wherein the inventions are deemed of pe-
culiar importance to some branch of the public service and the
head of some department of the Government requests immedi-
ate action for that reason, may be advanced for examination.

(c) A petition to make an application special may be filed
without a fee if the basis for the petition is the applicant’s age or
health or that the invention will materially enhance the quality
of the environment or materially contribute to the development
or conservation of e¢nergy resources.

(d) A petition to make an applicaticn special on grounds
other than those referred to in paragraph (c) of this section must
be accompanied by the petition fee set forth in § 1.17(1).

[24 FR 10332, Dec. 22, 1959; paras. (a), (c) & (d). 47 FR 41276,
Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.103 Suspension of action.

(a) Suspension of action by the Office will be granted for
good and sufficient cause and for a reasonable time specified
upon petition by the applicant and, if such cause is not the fault
of the Office, the payment of the fee set forth in § 1.17(i). Action
will not be suspended when a response by the applicant to an
Office action is required.

(b) If action by the Office on an application is suspended
when not requested by the applicant, the applicant shall be
notified of the reasons therefor.

(c) Action by the examiner may be suspended by order of the
Commissioner in the case of applications owned by the United
States whenever publication of the invention by the granting of
a patent thereon might be detrimental to the public safety or
defense, at the request of the appropriate department or agency.

(d) Action on applications in which the Office has accepted
a request to publish a defensive publication will be suspended
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§1.104 Nature of ex mmatlon, ‘exammer s action. -

(a) On taking up an apphcauon for exammauon ora patent in
a reexamination pmceedmg, the exammer shall make a thor-

ough study mereof and shall make a thorough mvesugatmn of_

the available pnor art relatmg to the subject matter of the

claimed invention. The examination shall be complete with

respect both to compliance of the application or patent under
reexamination with the applicable statutes and rules and to the
patentability of the invention as claimed, as well as with respect
to matters of form, unless otherwise indicated.

(b) The applicant, or in the case of areexamination proceed-
ing, both the patent owner and the rzquester, will be notified of
the examiner’s action. The reasons for any adverse action or any
objection or requirement will be stated and such information or
references will be given as may be useful :a aiding the applicant,
or in the case of a reexamination proceeding the patent owner,
to judge the propriety of continuing the prosecution.

(c) Aninternational-type search will be made in all national
applications filed on and after June 1, 1978.

(d) Any national application may also have an international-
type search report prepared thereon at the time of the national
examination on the merits, upon specific written request there-
for and payment of the international-type search report fee. See
§ 1.21(e) for amount of fee for preparation of intemnational-type
search report.

NOTE. — The Patent and Trademark Office does not require that
a formal report of an international-type search be prepared in order to
obtain a search fee refund in a later filed international application.

(e) Co-pending applications will be considered by the exam-
iner to be owned by, or subject to an obligation of assignment to,
the same person if (1) the application files refer to assignments
recorded in the Patent and Trademark Office in accordance with
§ 1.331 which convey the entire rights in the applications to the
same person or organization: or (2) copies of unrecorded assign-
ments which convey the entire rights in the applications to the
same person or organization are filed in each of the applications;
or (3) an affidavit or declaration by the common owner is filed
which states that there is common ownership and states facts
which explain why the affiant or declarant believes there is
common ownership; or (4) other evidence is submitted which
establishes common ownership of the applications. In circum-
stances where the common owner is a corporation or other
organization an affidavit or declaration may be signed by an
official of the corporation or organization empowered to act on
behalf of the corporation or organization.

{43 FR 20465, May 11, 1978; 46 FR 29182, May 29, 1981; para.
(d), 47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1962; para. (¢},
50 FR 9381, Mar, 7, 1985, effective May 8, 1985]

§ 1.105 Completeness ¢f examiner’s action.
The examiner’s action will be complete as to all matters,
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. except Lhatm appropnatc cu'cumstances, such as misjoinder of
. invention, fundamental defects in th
themon of &he exammermaybehmxtedto such matwrsbefore:

further action is made; However, matters of form need not be
r&xsed by the exammer unnl a clalm is found allowable

§ 1.106 Re]ectnon ol‘ clalms. U TIPS v oo

-{a) Ifthe invention isnot conSidered patentable, or not con-
sxdered patentable as claimed, the claims, or. those consldercd

nnpatentable will be rejected. :

(b) In rejecting claims for want of novelty or for obwous-
ness, the examiner must cite the best references at his command.
When a reference is complex or shows or describes inventions
otherthan thatclaimed by the applicant, the particular part relied
on must be designated as nearly as practicable. The pertinence
of each reference, if not apparent, must be clearly explained and
each rejected claim specified.

{c) In rejecting claims the examiner may rely upon admis-
sions by the applicant, or the patent owner in a reexamination
proceeding, as to any matter affecting patentability and, insofar
as rejections in applications are concemed, may also rely upon
facts within his or her knowledge pursuant to § 1.107.

{d) Subject matter which is developed by another person
which qualifies as prior art only under 35 U.S.C. 102(f) or (g)
may be used as prior art under 35 U.S.C. 103 against a claimed
invention unless the entire rights to the subject matter and the
claimed invention were commonly owned by the same person
or organization or subject to an obligation of assignment to the
same person Or organization at the time the claimed invention
was made.

(e) The claims in any original application naming an
inventor will be rejected as being precluded by a waiver in a
published statutory invention registration naming that inventor
if the same subiect matter is claimed in the application and the
statutory invention registration. The claims in any reissue appli-
cation naming an inventor will be rejected as being precluded by
a waiver in a published statutory invention registration naming
that inventor if the reissue application seeks to claim subject
matter (1) which was not covered by claims issued in the patent
prior to the date of publication of the statutory invention
registration and (2) which was the same subject matter waived
in the statatory invention registration,

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para,
(c) added, 47 FR 21752, May 19, 1982, effective July 1, 1982; paras.
(d) & (e}, SO FR 9381, Mar. 7, 1985, effective May 8, 1985)

§ 1.167 Citation of references.

(a) If domestic patents are cited by the examiner, their
numbers and dates, and the names of the patentees, and the
classes of inventions must be stated. If foreign published appli-
cations or patents are cited, their nationality or country, numbers
and dates, and the names of the patenitecs must be stated, and
such other data must be furnished as may be necessary to cnable
the applicant, or in the case of a reexamination proceeding, the
patent owner, to identify the published applications or patents
cited, Inciting forcign published applications or patents, in case
only a part of the document is involved, the particular pages and
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sheets containing the parts relied upon must be identified.: If
printed publications aré cited, the suthor (if any), tille, date,
pages or plates, and place of pubhcauen or place wnere a copy
can be found, shall be givesa. f

“(b) When'a Tejection in. an apphcauon is based on facts
mmmﬂwpetsonalknowledge of an employee of the Office, the
data shall be as spécific as possnble and the reference must be
supporied; when called for by the applicant; by the affidavit of
such employee, and such affidavit shall be subjectto contradic-
tion or explanation by the affidavits of the applicant and other
persons. '

[46 FR 29182, May 29, 1981}

¢ 1.108 Abandoned applications aot cited.
Abandoned applications as such will not be cited as refer-
ences except those which have been opened to inspection by the
public following a defensive publication.
{50 FR 9381, Mar. 7, 1988, effective May 8, 1985}

§ 1.109 Reasons for allowance.

If the examiner believes that the record of the prosecution as
a whole does not make clear his or her reasons for allowing a
claim or claims, the examiner may set forth such reasoning. The
reasons shall be incorporated into an Office action rejecting
other claims of the application or patent underreexamination or
be the subject of a separate ccmmunication to the applicant or
patent owner. The applicant or patent owner may file a state-
mentcommenting on thereasons for aliowance within suchtime
as may be specified by the examiner. Failure to file such a
statement shall not give rise toany implication that the applicant
or patentowner agrees with or acquiesces in the reasoning of the
examiner.

[46 FR 29182, May 29, 1981]

§ 1.110 Inventorship and date of invention of the
subject matter of individual claims.

When more than onc inventor is named in an application or
patent, the Patent and Trademark Office, when necessary for
purposes of an Office proceeding, may require an applicant,
patentee, or owner to identify the inventive entity of the subject
matter of each claim in the application or patent. Where appro-
priate, the invention dates of the subject matter of each claim and
the ownership of the subject matter on the date of invention may
be required of the applicant, patentee or owner. See also §§
1.78(c) and (d).

{OMB Control No. 0651-0018]

{50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

§ 1.111. Reply by applicant or patent owner.

(a) After the Office action, if adverse in any respect, the
applicant or patent owner, if he or she persists in his or her
application forapatentor reexamination proceeding, mustreply
thereto and may request reconsideration or further examination,
with or without amendment,
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(b) In order to be entitied to reconsideration or further ex-
amination, the apphcant or patent owner must make, Fequest
therefor in writing, The reply by d'neapph int or paten
must distinctly and specifically point out the supposed errors in
the examiner's action and must respond (0. every ground of ob-
JecuonandrejecuonmthepnorOfﬁceactmn Ifthe replylswuh
mpectmanapphcanon arequest maybe made that objections
or requirements as 1o form not necessary to further considera-
tion of the claims be held in abeyance until allowable subject
matter is indicated. The applicant’sor patent owner sreplymust
appear throughout to be a bona fide atizmpt to advance the case
to final action. A general allegation that the claims define a
patentable invention without specifically pointing out how the
language of the claims patentably distinguishes them from the
references does not comply with the requirements of this sec-
tion. ‘ :

(c) In amending in response 10 a rejection of claims in an
application or patent undergoing reexamination, the applicant
or patent owner must clearly point out the patentable novelty
which he or she thinks the claims present in view of the state of
the art disclosed by the references cited or the objections made.
He or she must also show how the amendments avoid such
references or objections. (See §§ 1.135 and 1.136 for time for
reply.)

[46 FR 29182, May 29, 1981]

§ 1.112 Reconsideration.

After response by applicant or patent owner (§ 1.111), the
application or patent under reexamination will be reconsidered
and again examined. The applicant or patent owner will be
notified if claims are rejected, or objections or requirements
made, in the same manner as after the first examination. Appli-
cant or patent owner may respond to such Office action in the
same manner provided in § 1.111, with or without amendment.
Any amendmenis after the second Office action must ordinarily
be restricted to the rejection or to the objections or requiremenis
made. The application or patent under reexamination will be
again considered, and so on repeatedly, unless the examiner has
indicated that the action is final.

[46 FR 29182, May 29, 1981]

§ 1.113 Final rejection or action.

(ay On the second orany subsequent examination or consid-
eration the rejection or other action may be made final, where-
upon applicant’s or patent owner’s response is limited to appeal
in the case of rejection of any claim (§ 1.191), or to amendment
as specified in § 1,116, Petition may be taken (o the Commis-
sioner in the case of objections or requirements not involved in
therejection of any claim (§ 1.181). Response io afinal rejection
or action must include cancellation of, or appeal from the
rejection of, each rejected claim. If any claim stands allowed,
the response to a final rejection or action must comply with any
requirements or objections to form.

(b) Inmaking such final rejection, the cxaminer shall repeat
or state all grounds of rejection then considered applicable to the
claims in the case, clearly stating the reasons therefor.

{24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981]
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[46 FR 29183 May 29, 1981}

§1. 116 Amendments after fmal actlon ‘ .

(a) After final rejection oraction (§ 1.113) amendments may
be made cancelling claims or complying with any requirement
of form which has been made. Amendments presenting rejected
claims in better form for consideration on appeal may be
admitted. The admission of, or refusal to admit, any amendment
after final rejection, and any proceedings relative thereto, shall
notoperate torelieve the application or patent under reexamina-
tion from its condition as subject to appeal or to save the
application from abandonment under § 1.135.

(b} If amendmcnts touching the merits of the application or
patent under reexamination are presented after final rejection, or
after appeal has been taken, or when such amendment might not
otherwise be proper, they may be admitted upon a showing of
good and sufficientreasons why they are necessary and were not
carlier presented.

(¢) No amendment can be made as a matter of right in
appealed cases. After decision on appeal, amendments can only
be made as provided in § 1.198, or to carry into effect a
recommendation under § 1.196.

{24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981}

§ 1.117 Amendment and revision required.

The specification, claims and drawings must be amended
and revised when required, to correct inaccuracies of descrip-
tion and definition or unnecessary prolixity, and to secure cor-
respondence between the claims, the specification and the draw-

ing.

§ 1.118 Amendment of disclosure.

(2) No amendment shall introduce new matter into the dis-
closure of an application after the filing date of the application
(% 1.53(b)). All amendments to the specification, including the
claims, and the drawings filed after the filing date of the
application must conform to at least one of them as it was at the
time of the {iling of the application. Matter not found in either,
involving a departure from or an addition to the original disclo-
sure, cannot be added to the application after its filing date even
though supported by an oath or declaration in accordance with
§ 1.63 or § 1.67 filed after the filing date of the application.

(b) If itisdetermined thatanamendment filed after the tiling
date of the application introduces new matter, claims containing
new matier will be rejected and deletion of the new matter in the
specification and drawings will be required cven if the amend-
ment is accomparicd by an oath or declaration in accordance
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: 2712, Jenr. 20 1983 eﬁ‘ectwe Feb 27 1983] .

§ 1. 119 Amendment of clmms. - '

. Theclaims may be ar*ended by canceling parueularclauns,
by presenting new.claims, or by rewriting particular claims as
indicated in § 1.121.:The requireraents of § 1.111::must be
comphed wuh by pointing out the specific distinctions believed
torender the claims patentable over the references in presenting
arguments in-support of new claims and amendments.

[32 FR 13583, Sept. 28, 1967]

§ 1.121 Manner of making amendments.

(a) Erasures, additions, insertions, or-alterations of the
Office file of papers and records must not be physically entered
by the applicant. Amendments to the application (excluding the
claims) are made by filing a paper (which should conform to §
1.52), directing or requesting that specified amendments be
made. The exact word or words to be stricken out or inserted by
said amendment must be specified and the precise point indi-
cated where the deletion or insertion is to be made.

(b) Except as otherwise provided herein, a particular claim
may be amended only by directions to cancel or by rewriting
such claim with underlining below the word or words added and
brackets-around the word or words deleted. The rewriting of a
claim in this form will be construed as directing the cancellation
of the original claim; however, the original claim number
followed by the parenthetical word “amended” must be used for
the rewritien claim. If a previously rewritten claim is rewritten,
underlining and bracketing will be applied in reference to the
previously rewritten claim with the parenthetical expression
“twice amended,” “three times amended,” etc., following the
original claim number.

(c) A particular claim may be amended in the manner indi-
cated for the application in paragraph (a) of this section to the
extent of corrections in spelling, purctuation, and typographical
errors. Additional amendments in this manner will be admitted
provided the changes are limited to (1) deletions and/or (2) the
addition of no more than five words in any one claim. Any
amendment submitted with instructions to amend particular
claims but failing to conform to the provisions of paragraphs (b)
and (c) of this section may be considered nonresponsive and
treated accordingly.

(d) Where underlining or brackets are intended to appear in
the printed patent or are properly part of the claimed material
and not intended as symbolic of changes in the particular claim,
amendment by rewriting in accordance with paragraph (b) of
this section shall be prohibited.

(e) In reissue applications, both the descriptive portion and
the claims are to be amended by either (1) submitting a copy of
a portion of the description or an entire claim with &l matter to
be deleted from the patent being placed between brackets and all
matter to be added to the patent being underlined, or (2)
indicating the cxact word or words to be stricken out or inserted
and the precise point where the deletion or insertion is to be
made. Any word or words to be inserted must be underlined. See
§1.173.
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deleted from the patent shall be placed between brackets and
matter added shall be underlined; Copies of the printed claims
from the patent may be used with-any additions being indicated
by carets and deleted material being placed between brackets.
Claims mustnot be renumbered and the numbering of the claims
added for reexamination must follow the number of the highest
numbered patent claim. No amendment may enlarge the scope
of the claims of the patent. No new matter may be introduced
into the patent.

[3Z FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981; para.
(e), 49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984}

§ 1.122 Entry and consideration of amendments.

(a) Amendments are “entered” by the Oftice by making the
proposed deletions by drawing a line in red ink through the word
or words cancelled, and by making the proposed substitutionsor
insertions in red ink, small insertions being written in at the
designated place and large insertions being indicated by refer-
ence.

(b) Ordinarily all amendments presented in a paper filed
while the application is open toamendment areentered and con-
sidered, subsequent cancellation or correction being required of
improper amendments. Untimely amendment papers may be
refused entry and consideration in whole or in part. For amend-
ments presented during an interference see § 1.664,

{24 FR 10332, Dec. 22, 1959; para. (b), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985]

§1.123 Amendments to the drawing.

No change in the drawing may be made except by permis-
sion of the Office. Permissible changes in the construction
shown in any drawing may be made only by bonded draftsmen,
at applicant’s expense, or by the submission of substitute
drawings by applicant. A sketch in permanent ink showing
proposed changes, to become part of the record, must be filed for

approval by the examiner and should be a separate paper.
[48FR 2712, Jan.20, 1983, effective Feb. 27, 1983; 42 FR 555, Jan.

4, 1984, effective Apr. 1, 1984]

§ 1.124 Amendment of amendments.

When an amendatory clause is to be amended, it should be
wholly rewritten and the original insertion canceled, so that no
interlineations or deletions shall appear in the clause as finally
presented. Matter canceled by amendment can be reinstated
only by a subsequent amendment presenting the canceled mat-
ter as a new insertion.

§ 1,125 Substitute specification.

If the number or nature of the amendments shall render it
difficultto consider the case, or toarrange the papers for printing
or copying, the examiner may require the entire specification,
including the claims, or any part thereof, to be rewritien. A
substitute sper.ificatior: may not be accepted unless it has been
required by the examiner or unless it is clear to the examiner that
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(f)Pmposed amendments p:emwﬁ in; patents involvedin -
“"“xaﬁ‘w‘iﬁﬁt‘n'i proceedings must be presented in the form. ofa
fullcopyof the text of: (l)r.achclaunwhxchxsamendedand(z) ‘

§1131

acoemance Of a substitnte specification would facilitaic pm.-

‘essingofthe apphcauon Any substitute specification filed must
- beaccompanied by a statement that the substitute specification

includes ‘no’ new’ matter, Such stawment musi ‘be a verified
statement if made by a person not reglsl;ered to pracuce before

the Office:”
[48 FR 2712, Ian 20 1983 effecuve Feb 27 1983]

§ i 126 Numbermg of clalms. C

. The original humbering of the ‘claims must be preserved
throughout ‘the prosecution. 'When claim$ are canceled, the
remaining claims must not be renumbered. When claims are
added, except wheri presented in accordance with § 1.121(b),
they must be numbered by the applicant consecutively begin-
ning with the number next following the highest numbered
claim previously presented (whether entered or not). When the
application is ready for allowance, the examiner, if necessary,
will renumber the claims consecutively in the order in which
they appear or in such order as may have been requested by
applicant.

[32 FR 13583, Sept. 28, 1967]

§ 1.127 Petition from refusal to admit amendment,.

From the refusal of the primary examiner to admitan amend-
ment, in whole or in part, a petition will lie to the Commissioner
under § 1.181,

AFFIDAVITS OVERCOMING REJECTIONS

§ 1.131 Affidavit or declaration of prior invention to
evercome cited patent or publication.

(a) When any claim of an application or a patent under reex-
amination is rejected on reference to a domestic patent which
substantially shows or describes but does not claim the rejected
invention, or on reference to a foreign patent or to a printed
publication, and the inventor of the subject matter of the rejected
claim, the owner of the patent under reexamination, or the
person qualified under §§ 1.42, 1.43 or 1.47, shall make oath or
declaration as to facts showing a completion of the invention in
thiscountry before the filing date of the applicationon which the
domestic patent issued, or before the date of the foreign patent,
or before the date of the printed publication, then the patent or
publication cited shall not bar the grantof a patent to the inventor
or the confirmation of the patentability of the claims of the
patent, unless the date of such patent or printed publication is
more than one year prior to the date on which the inventor’s or
patent owners application was filed in this country.

(b) The showing of facts shall be such, in character and
weight, as to establish reduction to practice prior to the effective
date of the reference, or conception of the invention prior (o the
effective date of the reference coupled with due diligence from
said date to a subsequent reduction to practice or to the filing of
the application, Original exhibits of drawings or records, or pho-
tocopies thereof, must accompany and form part of the affidavit
or declaration or their absence satisfactorily explained.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
para.(a), 48 FR 2713, Jan. 20, 1983, cffective Feb. 27, 1983; para. (a),
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; § 1.132 Affidavits or declarations traversmg
. grounds. of rejection.. .. . i

When any claimofan apphcatton ora patent undser reexamn-
nation is rejected on reference to a domestic patent which sub-
stantially shows or describes but does not claim the invention,
or onreference to a foreign patent, or (o a printed publication, or
to facts within the personal knowledge of an employee of the
Ofﬁce, or when rejected upon a mode or capability of operation
antributed to areference, or because the alleged i invention isheld
o bemopetauve or lacking in utility, or frivolous or injurious to
public health or morals, affidavits or declarations traversing
these references or objections may be received.

{48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983}

INTERVIEWS

§ 3.153 Imterviews.

(a) Interviews with examiners concerning applications and
other matiers pending before the Office must be had in the
examiners’ rooms at such times, within office hours, as the
respective examiners may designate. Interviews will not be
permitted at any other time or place without the authority of the
Commissioner. Interviews for the discussion of the patentabil-
ity of pending applications wili not be had before the first
official action thereon. Interviews should be arranged for in
advance.

{b) In everv instance where reconsideration is requested in
view of an interview with an examiner, a complete written
statement of thereasons presented at the interview as warranting
favorable action must be filed by the applicant. An integview
does not remove the necessity for response to Office actions as
specified in §§ 1.111, 1.135.

TIME FOR RESPONSE BY APPLICANT;
ABANDONMENT OF APPLICATION

§ 1.134 Time period for response to an Office action.
An Office action will notify the applicant of any non-
statutory or shortened statutory time period set for response to
an Office action, Unless the applicant is notified in writing that
response is required in less than six months, a maximum period
of six months is allowed.
[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982}

¢ 1.135 Abandonment for failure to repond within
time limit.

(a) If an applicant of a patent application fails to respond
within the time period provided under §§ 1.134 and 1.136, the
application will become abandoned unless an Office action
indicates otherwise.

(b) Prosecution of an application to save it from abandon-
ment pursuant to paragraph (a) of this section mustinclude such
complete and proper action as the condition of the case may
require. The admission of an amendment not responsive to the
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. lasl()ff'memm-ormﬁmnlmmmgg_ho cainia; “anid. nnumnmmd_
‘ mgs remwe thcret shall not operate to save the’ appllcatmn

(c) When action by thc apphcant is abona fide attempt 10
respond and to advance the case to final action, and is substan-
tially acomplewresponse to the Office action, biit consideration
of some matter or comphance with some requtrement has been
inadvertently omitted, ‘opportunity to €xplain-and'supply the
omission may be glven before the questron of abandonment is
considered.

. [parss. (a). (b) & (c). 47 FR 41276 Sept. 17 1982 ‘effective Oct.
1, 1982; pare. (d) deleted, 49 FR 555, Jan. 4, 1984, effective Apr. 1,

1934]

§ 1.136 Filing of ttmely responses with petition and
fee for extension of time and extensions of
time for cause..

(a) If an applicant is required to respond within a non-
statutory or shortened statutory time period, applicant may
respond up to four months afier the time period set if a petition
for an exteasion of time and the fee setin § 1.17 are filed prior
toor with theresponse, unless (1) applicant isnotified otherwise
in an Office action or (2) the application is involved in an
interference declared pursuantto § 1.61 1. The date on which the
response, the petition, and the fee have been filed is the date of
the response and also the date for purposes of determining the
period of extension and the corresponding amount of the fee.
The expiration of the time period is determined by the amount
of the fee paid. In no case may an applicant respond later than
the maximum time period set by statute, or be granted an
extension of time under paragraph (b) of this section when the
provisions of this paragraph are available. See § 1.645 for
extension of time in interference proceedingsand § 1.550(c) for
extension of time in reexamination proceedings.

(b) When a response with petition and fee for extension of
time cannot be filed pursuant to paragraph (2) of this section, the
time for response will be extended only for sufficient cause, and
for a reasonable time specified. Any request for such extension
must be filed on or before the day on which action by the
applicant is due, but in no case will the mere tiling of the request
effect any extension. In no case can any extension carry the date
on which response to an Office action is due beyond the
maximum time period set by statute or be granted when the
provisions of paragraph (a) of this section are available. See §
1.645 for extension of time in interference proceedings and §
1.550(c) for extension of time in reexamination proceedings.

{OMB Contro No. 0651-0011]
47FR 41277,Sept. 17, 1982, effective Oct. 1, 1982; 49 FR 555, Jan.
4, 1984, efiective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective

Feb. 11, 1985]

§ 1.137 Revival of abandoned application.

(2) Anapplication abandoned for failure to prosecute may be
revived as a pending application if it is shown to the satisfaction
of the Commissioner that the delay was unavoidable. A petition
to revive an abandoned application must be promptly filed after
the applicant i notified of, or otherwise becomes aware of, the
abandonment, and must be accompanied by a showing of the
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causes of the delay, by the pmposed response tmlmsxthas been
previously filed, and by the petition fee set forth in § 1. 17(1).
Such showing must be a, verified showing if made by aperson
not: registered to: practice before the Patent and Trademark
Office.

(b) An application unmlcnnonally abandoned for faxlure to
prosecute, except pursuant of § 1.53(d), may be revived as a
pending applicationif the delay was unintentional. A petition to
revive an unintentionally abandoned application must be filed
within one year of the date on which the application became
ahandoned or be filed within three months of the date of the first
decision on'a petition to revive ‘under paragraph (a) of this
section which was filed within one year of the date of abandon-
ment of the application. A petition to revive an unintentionally
abandoned application must be accompanied by: (1) A state-
ment that the abandonment was unintentional; (2) A proposed
response unless it has been previously filed, and (3) a petition
fae as set forth in § 1.17(m). Such statement must be a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office. The Commissioner may
require additional information where there isa question whether
the abandonment was unintenticnal, The three month period set
forth in this paragraph may be extended under the provisions of
§ 1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not be considered, but will be
returned to the applicant.

(c) Any petition pursuant to paragraph (a) of this section not
filed within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1.321
dedicating to the public a terminal part of the term of any patent
granted thereon equivalent to the period of abandonment of the
application.

[OMB Control No. 0651-0011]

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; para. (b}, 48
FR 2713, Jan. 20, 1983, effective Feb. 27, 1983)

§ 1.138 Express abandonment.

An application may be expressly abandoned by filing in the
Patent and Trademark Office a written declaration of abandon-
ment signed by the applicant and the assignee of record, if any,
and identifying the application. An application may also be
expressly abandoned by filing a written declaration of abandon-
ment signed by the attorney or agent of record, A registered
attomey or agent acting under the provision of § 1.34(a), or of
record, may also cxpressly abandon a prior application as of the
filing date granted to a continuing application when filing such
a continuing application, Express abandonment of the applica-
tion may not be recognized by the Office unlegs it is actually
received by appropriate officials in time toact thereon before the
date of issue.

[OMB Control No. 0651-0011)

[47 FR 47244,0¢t.25, 1982, effective Feb, 27, 1983;49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985])

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION

§1.144

§ 1.141" Different inventions: m one natmnal
application. - .. P
- (8)- Two or. more mdcpendent and dlstmct mvenuons may
notbeclmmedmone national application, exceptthatmorethan
one species of an invention, not to exceed a reasonable number,
may.be specifically claimed in different claims in one national
application, provided the application also includes an allowable
claim generic to:all the claimed species and all the claims to
species in excess of one are written in dependent form (§ 1.75)
or otherwise include all the limitations of the generic claim.
(b) Where claims to all three categories, product, process of
making and process of use, are included in a national applica-
tion, a three way requirement for restriction can only be made
where the process of making is distinct from the product. If the
process of making and the product are not distinct, the process
of using may be joined with the claims directed to the product
and the process of making the product even though a showing
of distinctness between the product and process of using the

product can be made.
[52 FR 20046, May 28, 1987, effective July 1, 1987)

§ 1.142 Requirement for restriction.

(a) If two or more independent and distinct inventions are
claimed in a single application, the examiner in his action shall
require the applicant in his response io that action to elect that
invention tg which his claim shall be resiricted, this official
action being called a requirement for restriction (also known as
arequirement for division). If the distinctnessand independence
of the inventions be clear, such requirement will be made before
any action on the merits; however, it may be made at any time
before final action in the case at the discretion of the examiner,

(b) Claims to the invention or inventions not elected, if not
cancelled, are nevertheless withdrawn from further considera-
tion by the examiner by the election, subject however 1o rcin-
statement in the event the requirement for restriction is with-
drawn or overruled.

§ 1.143 Reconsideration of requirement.

If the applicant disagrees with the requirement for restric-
tion, he may request reconsideration and withdrawa® Jr modifi-
cation of the requirement, giving the reasons therefor (sce §
1.111). In requesting reconsideration the applicant must indi-
cate a provisional electicn of one invention for prosecution,
which invention shall be the one elected in the event the
requirement becomes final. The requirement for restriction will
bereconsidered on such arequest, If the requirementis repeated
and made final, the examiner will at thc same time act on the
claims to the invention elected. -

§ 1.144 Petition from requirement for restriction.

Aftera final requirement for restriction, the applicant, in ad-
dition 10 making any response duc on the remainder of the
action, may petition the Commissioner to review the requirc-
ment. Petition may be deferred until after final action on or
allowance of claims to the invention elected, but must be filed
not later than appeal. A petition will not be considered if
reconsideration of the requirement was not requested. (Sec §
1.181.)

R-35 Rev. 7, Dec. 1987



§1:145
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- different invention.

- v If; after ‘an ‘office action on an apphcanon the apphcant

presems claims’ directed ‘t0 ' an" invention distinct' fromarid

 indépendent of the invention previously claimed, the applicant

will be required torestrict the claims to the invention previously

claimed if the amendment is entered; subject toreconSIderauon
andrevxewasprovxdedm§§ll43andll44 s

§ 1.146 Electmn of specles. 3 Lo :

In the first action on an apphcauon comtaining a generic
claim and claims restricted separately to each of more than one
species embraced thereby, the examiner may require the appli-
cant in his response to that action to elect that species of his or
her invention to which his or her ciaim shall be restricted if no
generic claim is held allowable. However, if such application
contains claims directed to more than a reasonable number of
species, the examiner may require restriction of theclaims tonot
more than a reasonable number of species before taking further
action in the case.

{43 FR 20465, May 11, 1978]

DESIGN PATENTS

§ 1.151 Rules applicable.

The rulesrelating to applications for patents for other inven-
tions or discoveries are also applicable to applications for
patents for designs except as otherwise provided.

$ 1.152 Drawing.

The design must be represented by a drawing made in con-
formity with the rules laid down for drawings of mechanical
inventions and must contain a sufficient number of views to
constitute acomplete disclosure of the appearance of the article.
Appropriate surface shading must be used to show the character
or contour of the surfaces represented.

§ 1.153 Title, description and claim, oath or
dectaration.

(a) The title of the design must designate the particular
article. No description, other than a reference ¢p the drawing, is
ordinarily required. The claim shall be in formal terms to the or-
namental design for the article (specifying name) as shown, or
asshownanddescribed. Morethan one claim isneither required
nor permitted.

(b) The oath or declaration required of the applicant must
comply with § 1.63.

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; para.
(b), 48 FR 2712, Jan, 20, 1983, cffective Feb, 27, 1983]

§ 1.154 Arrangement of specification.

The following order of arrangement should be observed in
framing design specifications:

(a) Preamble, stating name of the applicant and title of the

design,
(b) Description of the figure or figures of the drawing.

Rev. 7, Dec. 1987
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ey Descnpuan' 'fan" :

[24FR10332 Dec. 2‘2, 1959, para; (e).48FR2713 Jan 20 1983
cffecuvc date Feb 27 1983]

§ 1.155 Issue and ter- of des:gn patents G
.. (a) If, on éxamination, it-shall:appear that the' apphcant is
em:'t.led to a design patent under the law, a notice of allowance
will:be sent to-the applicant, or applicant’s attorney or agent,
calling for the payment of the issue fee (§ 1.18(b)). If thisissue
fee is not paid within 3 months of the date-of the notice of
allowance, the application shall be regarded as abandoned.

- (b) The Commissioner may accept the payment of the issue
fee later than three months after the mailing of the notice of
allowance as though no abandonment had everoccurred if upon
petiion the delay in payment is shown to have been
unavoidable. The petition to accept the delayed payment must
be promptly filed after the applicant is notified of, or otherwise
becomes aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously submitted, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that
the delay was unavoidable. Such showing must be a verified
showing if made by a person notregistered to practice before the
Patent and Trademark Office.

{c) The Commissioner may, upon petition, accept the pay-
ment of the issue fee later than three months after the mailing of
the notice of allowance as though no abandonment had ever oc-
curred if the delay in payment was unintentional. The petition to
accept the delayed payment must be filed within onc vear of the
date on which the application became abandoned or be filed
within three months of the date of the first decision on apetition
under paragraph (b) of this section which was filed within one
year of the date of abandonment of the application. The petition
to accept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
unintentionally delayed payment (§ 1.17(m)), and (3) a state-
ment that the delay was unintentional. Such statement must be
a verified statement if made by a person not registered to
practice’before the Patent and Trademark Office. The Commis-
sioner may require additional information where there is a
question whether the abandonment was unintentional. The
three-month period from the date of the first decision referred to
in this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1,183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not be considered, but will be
returned to applicant.

(d) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of abandonment must be
accompanicd by a terminal disclaimer with fec under § 1.321
dedicating to the public a terminal part of the term of any patent
granted thercon equivalent to the period of abandonment of the
application.

{47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982)
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PLANT PATENTS

§ 1.161 Rules apphcahle. A

The rules relating toappllcauons for; patem for other i mven-
tions -or discoveries are also applicable to apphcauons for
patems for p]ants except as otherwxse pmvxdcd. X

§ L 162 Apphcant, oath or declaratmn

“The applicant for a plant patesit must be the person who has
invented or discovered and asexually reproduced the new and
distinct variety of plant for which a patent is sought (or as
provided in §§ 1.42, 143 and 1.47). The oath or declaration
required of the applicant, in addition to the averments required
by § 1.63, must state that he or she has asexually reproduced the
plant. Where the plant is a newly found plant the cath or
declaration must also state that it was found in a cultivated area.

[OMB Control No. 0651-0011]

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.163 Specification.

(a) The specification must contain as full and complete a
disclosure as possible of the plant and the characteristics thereof
that distinguish the same over related known varieties, and its
antecedents, and must particularly point out where and in what
manner the variety of plant has been asexually reproduced. In
the case of anewly found plant, the specification must particu-
larly point out the location and character of the area where the
plant was discovered.

(b) Two copies of the specification (including the claim)
must be submitted, but only one signed oath or declaration is
required. The second copy of the specification may be a legible

carbon copy of the original.
{24 FR 10332, Dec. 22,1959, para. (b), 48 FR 2713, Jan. 20, 1983,

effective Feb. 27, 1983]

§ 1.164 Claim.

The claim shall be in formal terms to the new and distinct
variety of the specified plant as described and itfustrated, and
may also recite the principal distinguishing characteristics.
More than one ciaim is not permitted.

§ 1.165 Drawings.

(a) Plant patent drawings are not mechanical drawings and
should be artistically and competently executed. Figure num-
bers and reference characters need not be employed unless
required by the examiner. The drawing must disclose all the
distinctive characteristics of the plant capable of visual repre-
sentation.

(b) The drawing may be in color and when color is a distin-
guishing characteristic of the new variety, the drawing must be
in color. Twocopies of color drawings must be submitted. Color
drawings may be made either in permanent water color or oil, or
in licu thercof may be photographs made by color photography
or properly colored on sensitized paper. Permanenty mounted
color photographs are acceptable. The paper in any case must
correspond in size, weight and quality to the paper required for
other drawings. Sce § 1.84.
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§ 1173
{24 FR'10332, Dec. 22, 1959 pm'a (b). 47 FR41277 SepL 17.7’
1982. effecuve Oct. 1 1982] nE '

§ 1 166 Speclmens. g

The applicant may be required to furnish specxmens of the
plant, or its flower or fruit, in a quantity and:at 2 time in its stage
of growth as may be designaied,; for study.and inspection. Such
specimens, properly packed, must be forwarded in conformity .
with instructions furnished to the applicant. When it is not
possible to forward such' specimens, plants must be made
available for official inspection where grown.

§ 1.167 Examination.

(a} Applications may be submitted by the Patent and Trade-
mark Office to the Department of Agriculture for study and
report.

(b) Affidavits or declarations from qualified agricultural or
horticultural experts regarding the novelty and distinctiveness
of the variety of plant may be received when the need of such
affidavits or declarations is indicated.

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969}

REISSUES

§ 1.171 Application for reissue.

An application for reissue must contain the same parts
required for an application for an original patent, complying
with all the rules relating thereto except as otherwise provided,
and in addition, must comply with the requirements of the rules
relating to reissue applications. The application must be accom-
panied by a certified copy of an abstract of title or an order for
atitle report accompanied by the fee set forth in § 1.19(b}(2), to
be placed in the file, and by an offer to surrender the original
patent (§ 1.178).

{OMB Control No. 0651-0011]

{47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.172 Applicants, assignees.

(a) Areissue oathmustbe signed and sworn to or declaration
made by the inventor or inventors except as otherwise provided
(see §§ 1.42, 143, 1.47), and must be accompanied by the
written assent of all assignees, if any, owning an undivided
interest in the patent, but a reissue oath may be made and sworn
to or declaration made by the assignee of the entire interest if the
application does not seek to enlarge the scope of the claims of
the original patent.

(b) A reissue will be granted to the original patentee, his
legal representative or assigns as the interest may appear.

{OMB Control No. 0651-0011}
{24 FR 10332, Dec. 22, 1959, para. (a), 48 FR 2713, Jan. 20, 1983,

effective Feb. 27, 1983]

§ 1.173 Specification.

The specification of the reissue application must include the
entire specification and claims of the patent, with the matter to
be omitted by reissue enclosed in square brackets; and any
additions made by the reissue must be underlined, so that the old
and the new specifications and claims may be readily compared.
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§ 1.174

Claims should notbermumbetedand the numbering of claims -

" added by reissue should follow the number of the highest
numbered patent claim. No new matter shall be mtroduced into
tlwspec:fcauon : R BRI

§ 1.174 Drawmgs. SRR - .

-{a) The drawings upon whxch the ongmal patent was lsswd
maybensedm reissue applicationsif nochanges whatsoeverare
to.be made in the drawings. In suth cases, when the reissue
application is filed, the applicant must submit a temporary
drawing which ray consistof a copy of the printed drawings of
the patent or a photoprint of the original drawings of the size
required for original drawing. :

(b)Y Amendments which can be made in a reissve drawing,
that is, changes from the drawing of the patent, are restricted.

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713, Jan. 20, 1983,
effective Feb, 27, 1983]

$ 1.175 Reissue oath or declaration.

(2) Applicants forreissue, in addition to complying with the
requirements of § 1.63, must also file with their applications a
statement under oath or declaration as follows:

(1) When the applicant verily believes the original patent
to be wholly or partly inoperative or invalid, stating such belief
and the reasons why.

(2) When it is claimed that such patent is so inoperative or
invalid “by reason of 2 defective specification or drawing,”
particularly specifying such defects.

(3) When it is claimed that such patent is inoperative or
iavalid “by reason of the patentee claiming more or less than he
had the right to claim in the patent,” distinctly specifying the
excess of insufficiency in the claims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon, and how
they arose or occurred.

(6) Stating that said errors arose “without any deceptive
intention” on the part of the applicant.

(7) Acknowledging a duty to disclose information appli-
cant is aware of which is material to the examination of the
application.

(b) Corroborating affidavits or declarations of others may
be filed and the examiner may, in any case, require additional
information oraffidavitsor declarationsconcerning the applica-
tion for reissue and its object.

{OMB Control No. 0651-0011}

(24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; 34 FR
18857, Nov. 26, 1969; para. (2), 47 FR 21752, May 19, 1982, effective
July 1,1982; para. (a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27,
1983]

$ 1.176 Examination of reissue.

An original claim, if re-presented in the reissue application,
is subject to reecxamination, and the entire application wil! be
examined in the same manner as original applications, subject
to the rules relating thereto, excepting that division will not be
required. Applications for reissue will be acted on by the
examiner in advarce of othcr applications, but not sooner than
two months after the announcement of the filing of the reissue
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appl:catxon has appeamd in the Official Gazette.
[42 FR 5595, Jan. 28, 1977]

§ 1. 177 -Reissue. in dlwsxons. b T

The Commxssxoner .may,.in hxs or. her dxscrcnon, cause

several patents 1o be issued for. dxstmct and separate parts of the
thing patented, upon demand of the applicant, and upon pay-
ment of the required fee for.each division. Each. division of a
reissue constitutes the subject of a separate specification. de-
scriptive of the part or parts of the invention claimed in such
division; and the drawing may represent only such part or parts,
subjecttotheprovisionsof §§ 1:82 and 1.84. Onfiling divisional
reissue applications, they shall be referred to the Commissioner.
Unless otherwise ordered by the Commissioner upon petition
and payment of the fee set forth in § 1.17(i), all the divisions of
a reissue will issue simultaneously; if there be any controversy
astoone division, the others will be withheld from issue until the
controversy is ended, unless the Comunissioner shall otherwxse

order.
[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982]

§ 1.178 Original patent.

The application for a seissue must be accompanied by an
ofter to surrender the original patent. The application should
alsc be accompanied by the original patent, or if the original is
lost or inaccessible, by an affidavit or declaration (o that effect.
The application may be accepted for examination in the absence
of the original patent or the affidavit or declaration, but one or
the other must be supplied before the caseis allowed. If a reissue
be refused, the original patent will be returned to applicant upon
his request.

[OMB Control No. 0651-0011]

24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

§ 1.179 Notice of reissue application,

When an application for a reissue is filed, there will be
placed inthe file of the original patent a notice stating thatan ap-
plication forreissue has been filed. When the reissue is granted
or the reissue application is otherwise terminated, the fact will
be added to the notice in the file of the original patent.

PETITIONS AND ACTIONS BY THE COMMISSIONER

§ 1.181 Petition to the Commissioner.

(a) Petition may be taken to the Commissioner: (1) Fromany
action or requirement of any examiner in the ex parte prosecu-
tion of an application which is not subject to appeal to the Board
of Patent Appeals and Interferences or to the court; (2) in cases
in which a statute or the rules specify that the matter is to be
determined directly by or reviewed by the Commissioner; and
(3) to invoke the supervisory authority of the Commissioner in
appropriale circumstances. For petitions in interferences, sce §
1.644.

(b) Any such petition must contain a statement of the facts
involved and the point or points to be reviewed and the action
requested, Briefs or memoranda, if any, in support thereof
should accompany or be embodied in the petition; and where
facts are 1o be proven, the proof in the form of affidavits or
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declarauons (and exhxbus ifany) mustaccompany thé petition.

“(c)-When & petition is taken from an action. or requirement
ofan examinerin the ex par&pmwcunonofan apphcmx. it
may be required that there havebeenapmperrequestfmrem :
sideration (§'1.111) and a repeated action by the examiner. The
examiner may be directed by the Commissioner to furnish a
written statement, within a specific time, setting ‘forth the
reasons for his decision upon the matters averred in thepeun@n,
supplying a copy thereof to the petitioner. -«

-(d) Where a fee is required for a petition to the Com:ms-
sioner the appropriate section of this part will so indicate. If any
required fee does not accompany the peunon the peuuon will
be dismissed.

(e) Oral hearing will not be granted except when consxdered
necessary by the Commissioner.

() Except as otherwise provided in these rules, any such
petition not filed within 2 months from the action complained
of, may be dismissed as untiraely. The mere filing of a petition
will not stay the period for reply to an Examiner’s action which
may be running against an application, nor act as a stay of other
proceedings.

(z) The Commissioner may delegate to appropriate Patent
and Trademark Office officials the determination of petitions.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; pazas.
(dy&(g), 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; para. (a),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.182 Questions not specifically provided for.
All cases not specifically provided for in the regulations of this
part will be decided in accordance with the merits of each case
by or under the authority of the Commissioner, and such
decision will be communicated to the interested parties in
writing. Any petition seeking a decision under this section must
be accompanied by the petition fee set forth in § 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982}

§ 1.183 Suspension of rules.

In an extraordinary situation, when justice requires, any re-
quirement of the regu!ations in this part which is not a require-
ment of the statutes may be suspended or waived by the
Commissioner or the Commissioner’s designee, sua sponte, or
on petition of the interested party, subject to such other require-
ments as may be imposed. Any petition under this section must
be accompanied by the fee set forth in § 1.17(h).

{47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.184 Reconsideration of cases decided by former
Commissioners.
Cases which have been decided by one Commissioner will
not be reconsidered by his successor except in accordance with
the principles which govemn the granting of new trials.

APPEAL TO THE BOARD OF PATENT APPEALS AND
INTERFERENCES

. AUTHORITY: Secs, 1.191 10 1.198 also issued under 35 U.S.C. 134.
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§1.193

§ l 191 ‘Appeal to: Board of Patent Appeals and

coxcImterferencess: v g
«(a). Every applicant fora patent or; for reissue of a patcnt o
every owner of a patent under reexamination, any of the claims
of which have been twice rejected or who has been given a final
rejection (§ 1.113), may; upon the payment of the fée set forth
in § 1.17(¢), appeal from the decision of the examiner to the
Board of Patent- Appeals’ and Interferences ‘within: the time
allowed for response.: ’

-(b)" The zippeal in-an apphcauon must 1denufy the rejected
claim or claims appesled, and must be signed by the applicant
or duly authorized attorney or agent. An appeal in a reexamina-
tion proceeding must identify the rejected claim or claims
appealed, and must be signed by the patent owner or duly
authorized attorney or agent.

(c) Anappeal when taken must be taken from the rejection
of all claims under rejection which the applicant or patentowner
proposes to contest. Questions relating to matters not affecting
the merits of the invention may be required to be settled before
an appeal can be considered.

(@) The time periods set forth in §§ 1.191 through 1.194,
1.196 and 1.197 are subject to the provisions of § 1.136 for
patent applications or § 1.550(c) for reexamination proceed-
ings.

8 [OMB Control No. 0651-00111

{46 FR 29182, May 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; para. (d), 49 FR 555, Jan. 4, 1984,
effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985]

§ 1.192 Appellant’s brief.

(a) The appellant shall, within 2 months from the date of the
notice of appeal under § 1.191 in an application, reissue appli-
cation, or patent under reexamination, or within the time al-
lowed for response to the action appealed from, if such time is
later, file a brief in triplicate. The brief must be accompanied by
the rzquisite fee set forth in § 1.17(f) and must set forth the
authorities and arguments on which the appellant will rely to
maintain the appeal. The brief must include a concise explana-
tion of the invention which should refer to the drawing by
reference characters, and a copy of the claims involved.

(b) On failure to file the brief, accompanied by the requisite
fee, within the time allowed, the appeal shall stand dismissed.

[36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278, Sept. 17,1982,
effective Oct. 1, 1982; para. (a), 49 FR 556, Jan. 4, 1984, effective Apr.
1, 1984]

€ 1.193 Examiner’s answer.

(a) The primary examiner may, within such time as may be
directed by the Commissioner, furnish a written statement in
answer to the appellant’s brief including such explanation of the
invention claimed and of the references and grounds of rejection
as may be necessary, supplying a copy to the appellant. If the
primary examiner shall find that the appeal is notregular in form
or does not relate 1o an appealable action, he shall so state and
apetition from such decision may be taken to the Commissioner
as provided in § 1.181.
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§ 1.194

* . amswer, within one month from the date of such answer. How-

_ ever, if the examiner’ sanswetstatcsancwgmundofrejecuon
appellant may file a reply thereto within two months from the
date cf such answer; such reply may. mclude any amendmentor
material appropriate to the new ground. - :

(c) Anydecision pursuantto §:1.56(d) rejectmgciaxms in an
application already under appeal of a rejection based on other
grounds shall. constitute .2 supplemental: examiner’s answer
introducing a new ground of rejection and removing the suspen-.
sion of the appeal introduced pursuant to § 1.56(c), in which
case appellant may file a reply thereto within two months from
the date of the supplemental examiner’s answer, Such reply will
be considered and responded to as necessary. Appellant may file
a reply brief directed to any such response within one month of
the date of response or within such other time as may be set in

the respornse.
{24 FR 10332, Dec, 22, 1959; 34 FR 18858, Nov.26, 1969; para.

{c3,47FR 21752, May 19, 1982, added effective July 1, 1982; para. (b),
50 FR 9382, Mar. 7, 1985, effective May 8, 1985])

§ 1.194 Oral hearing.

(a) An oral hearing should be requested only in those
circumstances in which the appellant considers such a hearing
necessary or desirable for a proper presentation of his appeal.
An appeal decided withoutan oral hearing willreceive the zame
comsideration by the Board of Patent Appeals and Interferences
as appeals decided after oral hearing,

(b) If appellant desires an oral hearing, appellant must file
a written request for such hearing accompanied by the fee set
forth in § 1.17(g) within one month after the date of the
examiner’s answer, If appellant requests an oral hearing and
submits therewith the fee set forth in § 1.17(g), an oral argument
may be presented by, or on behalf of, the primary examiner if
considered desirable by either the primary examiner or the
Board.

{c) If no request and fee for oral hearing have been timely
filed by the appellant, the appeal will be assigned for considera-
tion and decision. If the appellant has requested an oral hearing
and has submitted the fee set forth in § 1.17(g), a day of hearing
will be set, and due notice thereof given to the appeilant and to
the primary examiner. Hearing will be held as stated in the
notice, and oral argument will be limited to twenty minutes for
the appellant and fifteen minutes for the primary examiner
unless otherwise ordered before the hearing begins.

{42 FR 5595,1an.28, 1977, paras. (b) & (c),47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984,
effective Feb, 11, 1985]

§ 1.195 Affidavits or declarations after appeal.
Affidavits, declarations, or exhibits submitted after the case

has been appealed will not be admitted without a showing of

good and sufficient reasons why they were not earlier presented.
{24 FR 18858, Nov. 26, 1969}

£ 1.196 Decision by the Board of Patent Appeals and
Interferinces.
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i {@) ‘Ihe de of: Patent Appeals andiInterferences, in #s
decxsm,mayafﬁm or reverse the decision of the examiner in

whole or in part on the grounds and on the claims specified by.

the examiner. The affirmance of the rejection of a claim on any
of the grounds specified constitutes a general affirmance of the
decision of the examiner oR that clalm. cxcept asto any gmund
specnfically reversed.

- (b). Should the Board of Palent Appeals and Imerfemn:es
have knowledge of any. grounds not involved in.the appeal for
rejecting any appealed claim, it may include in the decision a
statement to that effect- wnh its reasons for so holding, which
statement shall constitute a new rejection of the claims. When
the Board of Patent Appeals and Interferences make a new
rejection of an appealed claim, the appellant may exercise any
one of the [ollowing three options: :

(1) The appellant may submit an appropnate amendment
of the claims so rejected or a showing of facts, or both, and have
the matter reconsidered by the examiner in which event the ap-
plication will be remanded to the examiner and the decision of
the Board of Patent Appeals and Interferences shall not be con-
sidered final for the purpose of judicial review. The statement
shall be binding upon the examiner unless an amendment or
showing of facts not previously of record be made, which, in the
opinion of the examiner, overcomes the new ground for reiec-
tion stated in the decision. When appropriate, upon conclusion
of proceedings on remand before the examiner, the Board of
Patent Appeals and Interferences may enter an order otherwise
making its decision final.

(2) The appellant may have the case reconsidered under §
1.197(b) by the Board of Patent Appeals and Interferences upon
the same record. Where request for such reconsideration is made
the Board of Patent Appeals and Interferences shall, if neces-
sary,render anew decision which shall include all grounds upon
which a patent is refused.

(3) Theappeliant may treat the decision, including the new
grounds for rejection given by the Board of Patent Appeals and
Interferences, as a final decision in the case.

(¢) Should the decision of the Board of Patent Appeals and
Interferences include an explicit statement that a claim may be
allowed in amended form, appellant shall have the right to
amend in conformity with such statement which shall be bind-
ing on the examiner in the absence of new references or grounds
of rejection.

(d) Although the Board of Patent Appeals and Interferences
normally will confine its decision toa review of rejections made
by the examiner, should it have knowledge of any grounds for
rejecting any allowed claim it may include in its decision a
recommended rejection of the claim and remand the case to the
examiner. In such event, the Board shall set a period, not less
than one month, within which the appellant may submit to the
examiner an appropriate amendment, a showing of facts or
reasons, or both, in order to avoid the grounds set forth in the
recommendation of the Board of Patent Appeals and Interfer-
ences. The examiner shall be bound by therecommendation and
shall enter and maintain the recommended rejection unless an
amendment or showing of facts not previously of record is filed
which, in the opinion of the examiner, overcomes the recom-
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" mendedrejection. Shauldlheexammermakeﬂwmcmnmended
rejection final the applicant may again appeal to'the Board of
Patent Appeals and Interferences! Whenever & decision of the
Board of Patent Appeals and Interferences includes a remand,
that decision shall not be considered a final decision. When
appropriate; upon conclusion of proceedings on remand before
the examiner, the: Board 'of Patent 'Appeals and Interferences
may enter an order otherwise making its decision final.

{24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 1981; 49 FR
48416, Dec. 12, 1984 effective Feb. 12, 1985] _

§ 1.197 Actlon followmg decnsmn.

(a) Afterdecision by the Board of Patent Appeals and Inter-
ferences, the case shall be retumed to the examiner, subject to
the appellant’s right of appeal or other review, for such furither
action by the appeliant or by the examiner, as the condition of
the case may require, (o carry into effect the decision.

() A single request for reconsideration or modification of
the decision may be made if filed within one month from the date
of the original decision, unless that decision is so modified as 1o
become, in effect, a new decision, and the Board of Patent
Appeals and Interferences so states.

(c) Proceedings are considered terminated by the dismissal
of an appeal or the failure to timely file an appeal to the court or
acivil action (§ 1.304) except: (1) Where claims stand allowed
in an application or (2) where the nature of the decision requires
further action by the examiner. In such cases, the date of
termination of proceedings is the date on which the appeal is
dismissed or the date on which the time for appeal to the court
or review by civil action (§ 1.304) expires. If an appeal to the
court or a civil action has been filed, proceedings are similarly
considered terminated when the appeal or civil action is termi-
nated.

[46 FR 29184, May 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; 49 FR 556, Jan. 4, 1984, effective Apr. 1,
1984; paras. (a) & (b}, 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985}

§ 1,198 Reopening after decision.

Cases which have been decided by the Board of Patent
Appeals and Interferences will not be reopened or reconsidered
by the primary examiner except under the provisions of § 1.196
without the written authority of the Commissioner, and then
only for the consideration of matters not already adjudicated,

sufficient cause being shown.
{24 FR 10332, Dec. 22, 1959; 49 FR 48416, Dec. 12, 1984,

effective date Peb. 11, 1985]
MISCELLANEOUS PROVISIONS

§ 1.248 Service of papers; manner of service; proof

of service in cases other than interferences.

(a) Service of papers must be on the attorney or agent of the

party if there be such or on the party if there is no attorney or
agent, and may be made in any of the following ways:

(1) By delivering a copy of the paper to the person served;

(2) By leaving a copy at usual place of business of the

person served with someone in his employment;
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(3) When the person scrved has no usual place of business,
by leavmgacapy atthe person’ sresidence; with somepersonof
suuable age and discretion:who resides there; .

@ Transmissions by first class mail. When service is by
mml the date of mailing will be regarded as the date of service.

_..{5) Whenever it shall -be. satisfactorily shown to the
Commis’siamt that none of the.above modes of obtaining or
serving the paper -is practicable,: service. may be by notice
published in the Official Gazette. - -

(b) Papers filed in the Patent and Trademark Office whxch
are required to be served shall contain proof of service. Proof of
service may appear on or be affixed to papers filed. Proof of
service shall include the date and manner of service. Inthe case
of personal service, proof of service shall also include the name
of any person served, certified by the person who made service.
Proof of service may be made by: (1) An acknowledgement of
service by or on behalf of the persen served or (2) a statement
signed by the attorney or agent containing the information
required by this section.

(c) See § 1.646 for service of papers in interferences,

[46 FR 29184, May 29, 1981; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985]

PROTESTS AND PUBLIC USE PROCEEDINGS

§ 1.291 Protests by the public against pending
applications.

(a) Protests by a member of the public against pending ap-
plications will be referred to the examiner having charge of the
subject matter involved. A protest specifically identifying the
application to which the protest is directed will be entered in the
application file if (1) the protest is timely submitted; and (2) the
protest is either served upon the applicant in accordance with §
1.248, or filed with the Office in duplicate in the event service
is not possible.

(b) A protest submitted in accordance with the second
sentence of paragraph (a) of this section will be considered by
the Office if it includes (1) a listing of the patents, publications
orotherinformationrelied upon; (2) a conciseexplanation of the
relevance of each listed itemn; (3) a copy of each listed patent or
publication or other item of information in written form or at
least the pertinent portions thereof; and (4) an English language
translation of all the necessary and pertinent paris of any non-
English language patent, publication, or other item of informa-
tion in written form relied upon.

{c) Anacknowledgementof the entry of aprotest under para-
graph () of this section in a reissue application file will be sent
to the member of the public filing the protest. A member of the
public filing a protest under paragraph (a) of this section in an
application for an original patent will not receive any commu-
nications from the Office relating to the protest, other than the
retum of a self-addressed postcard which the member of the
public may include with the protest in order to receive an
acknowledgment by the Officc that the protest has been re-
ceived. The Office will communicate with the applicant regard-
ing any protest entered in the application file and may require
the applicant to supply information pursuant to paragraph (a) of
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" protest; inorder for the Office to decidé anyississ raiséd by the @
- protest. The active participation ofthemmnbafofmepnbhc ‘

o §L292 :
. 7§1 .56, mcludmgmepoammspectﬁcqumonsk

ﬁhngapmtestpursnammparagraph (a)ofﬂnssecnonends
with the filing of dwpmﬁestmdnoﬁmhersubmlssnmon behalf

of the protestor will beackmwlcdgcd orconsidered unlesssuch

submission raises new issues which could not havebeen wrher

presented, and thereby constitutes a new protest.
[47 FR 21752, May 19, 1982, effecuve July 1, 19821 L

§ 1 292 Pmbhc Bse proceedmgs. D '

(a) When a petition for the institution of pubhc use proceed
ings, supported by affidavits or declarations and the fee set forth
in § 1.17(j), is filed by one having information of the pendency
of an application and is found, on reference to the examiner,
malkea primafacie showing that the invention claimed in anap-
plication believed to be on file had been in public use or on sale
more than one year before the filing of the application, a hearing
may be had before the Commissioner (o determine whether a
public use proceeding should be instituied. If instituted, the
Commissioner may designate an appropriate official to conduct
the public use proceeding including the setting of times for
taking testimony, which shall be taken as provided by §§ 1.671
to 1.685. The petitioner will beheard in the proceedings but after
decision therein will not be heard further in the prosecuuon of
the application for patent.

(b) The petition and accompanying papers should either: (1)
Reflect that a copy of the same has been served upon the
applicant or upon his attorney or agent of record; or (2) be filed
with the Office in duplicate in the event service is not possible.
The petition and accompanying papers, or a notice that such a
petition has been filed, shall be entered in the application file.

(c) A petition for institution of public use proceedings shall
not be filed by a party to an interference as to an application
involved in the interference. Public use and on sale issues in an
interference shall be raised by a preliminary motion under §
1.633(a).

{42 FR 5598, Yan. 28, 1977; para. (a),47 FR 41279, Sept. 17, 1982;
paras. (a) & (c), 49 FR 48416, Dec. 12, 1984, effective Feb. 12, 1985]

§ 1.293 Statutory invention registration.

(2) An applicant for an original patent may reguest, at any
time during the pendency of applicant’s pending complete ap-
plication, that the specification and drawings be published asa
statutory invention registration. Any such request must be
signed by (1) the applicant and any assignee of record or (2) an
attorney or agent of record in the application.

(b) Any request for publication of a statutory invention reg-
istration must include the following paris:

(1) A waiver of the applicant’s right to receive a patent on
the invention claimed effective upon the date of publication of
the statutory invention registration;

(2) The required fee for filing a request for publication of
a statutory invention registration as provided forin § 1.17(n) or

(0);
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i e --(3) ~«A stawment ;hat m the oplmon of nhe mqm, thc
‘ which:

(4)1 A;slatement that, in-the opinion of thc,req :
applu:auon to which: the request is directed complies: with: thc

| formal requirements of this part.for printing asa patent.- -

.- {¢) A waiver filed with a request/for a statutory’ mvennon

, regxsuauon willbe effecuve, upon publication-of the statutory

invention registration, to waive the inventor's right to réceive a
patent on the invention claimed in the Sstatuiory invention
registration, in any application for an original patent which is
pending on, or filed afier, the date of publication of the statutory
invention registration. ‘A waiver filed with a ‘request for a
statutory invention registration will not affect the rights of any
other inventor even if the subject matter of the statutory inven-
tion registration and an application of another inventor are
commonly owned. A waiver filed with a request for a statutory
invention registration will not affect any rights in a pz:cacto the
inventor which issued prior to the date of publication of the
statutory invention registration unless a reissue application is
filed seeking toenlarge the scope of the cla1ms of the patent. See
also § 1.106(e).

[CMB Control No. 0651=0018]

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985}

§ 1.294 Exammatmn of request for pubhcatmn of a
statutory invention registration and patent
application to which the request is directed.

(a) Any request for a statutory invention registration will be
examined to determine if the requirements of § 1.293 have been
met. The application to which the request is directed will be
examined to deterinine (1) if the subject matter of the applica-
tior is appropriate for publication, (2) if the requirements for
puuiication are met, and (3) if the requirements of 35U.S.C. 112
and § 1.293 of this part are met.

(b} Applicant will be notified of the results of the examina-
tion set forth in paragraph (a) of this section. If the requirements
of § 1.293 and this section are not met by the request filed, the
notification to applicant will set a period of time within which
to comply with the requirements in order to avoid abandonment
of the application. If the application does not meet the require-
mentsof35U.S.C. 112, thenotification to applicant will include
a rejection under the appropriate provisions of 35 U.S.C. 112.
Theperiods for response established pursuant to this section are
subject to the extension of time provisions of § 1.136. After
response by the applicant, the application will again be consid-
ered for publication of a statutory invention registration. If the
requirements of § 1.293 and this section are not timely met, the
refusal to publish will be made final. If the requirements of 35
U.S.C. 112 are not net, the rejection pursuantto 35 U.S.C. 112
will be made final,

(c) If the examination pursuant to this section results in
approval of the request for a statutory invention registration the
applicant will be notified of the intent to publish a statutory
invention registration.
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295 Review: of deczsmn ﬁnally refusmg to
pubhsb a statutory invention reglstratmn.

(a) Any requester who is dissatisfied with the final refusal
to pubhsh a statnfory invention registration for reasons other
than compliance with 35 U.S.C: 112 may obtain review of the
refusal to publish the statutory invention registration by filing a
petition to the Commissioner accompanied by the fee set forth
in § 1.17(h) within one month or such other time as is set in the
decision refusing publication. Any such petition should comply
with the requiremenits of § 1.181(b). The petition may include a
request that the petition fee be refunded if the final refusal to
publish a statutory invention registration for reasons other than
compliance with 35 U.S.C. 112 is determined to result from an
error by the Patent and Trademark Office.

(b) Any reguester who is dissatisfied with a decision finally
rejecting claims pursnant to 35 U.S.C. 112 may obtain review of
the decision by filing an appeal to the Board of Patent Appeals
and Interferences parsuant to § 1.191. If the decision rejecting
claims pursuant to 35 U.S.C.112 is reversed, the request for a
statutory invention registration will be approved and the regis-
tration published if all of the other provisions of § 1.293 and this
section are met.

[OMB Control No. 8651-0018]

[50 FR 9382, Mar. 7, 1985, effective May &, 1985]

§ 1.296 Withdrawal of request for publication of
statutory invention registration.

A request for a statutory invention registration which has
been filed, may be withdrawn prior tu the date of the notice of
intent to publish a statutory invention registration issued pursu-
antto § 1.294(c) by filing a reque:<! to withdraw the request for
publication of a stasutory invention registration. The request to
withdraw may also include arequest for arefund of any amount
paid in excess of the application filing fee and a handling fee of
$100 which will be retained. Any request to withdraw the
request for publication of a statutory invention registration filed
on or after the date of the notice of intent to publish issued
pursuant to § 1.294(c) must be in the form of a petition pursuant
to § 1.183 accompanied by the fee set forth in § 1.17(h).

[OMB Control FMo. 0651-0018]

[50 FR 9382, Maz. 7, 1985, effective date May 8, 1985}

§ 1.297 Publication of statutory invention
registration.

(a) If the request for a statutory invention registration is
approved the stawtory invention registration will be published.
The statatory invention registration will be mailed to the re-
quester at the correspondence address as provided for in §
1.33(a). A notice of the publication of each statutory invention
registration will be published in the Official Gazette.

(b) Each statutory invention registration published will
include a statement relating to the attributes of a statutory
invention registration. The statement will read as follows:

A statutory invention registration is not a patent. It has the
defensive atiributes of a patent but does not have the enforce-
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. specific information on the rights associated with a statutory ',
. invention registration see 35 U.S. C. 157 ‘
" [SOFR 9383, Mar. 7, 1985, effective May 8 1985 50 FR 31826

Aug. 6, 1985 effecuve Ocl 5 1985]

REVIEW OF PATENT AND TRAleMARK OFFICE
DECISIONS BY COURT

§ 1.301 Appeal to U.S. Court of Appeals for the
Federal Circuit.

Any applicant or any owner of a patent involved in a reex-
amination proceeding dissatisfied with the decision of the
Board of Patent Appeals and Interferences, and any party to an
interference dissatisfied with the decision of the Board of Patent
Appeals and Interferences, may appeal to the U.S. Court of
Appeals for the Federal Circuit. The appellant must take the
following steps in such an appeal: (2) In the Patent and Trade-
mark Office file a written notice of appeal directed to the
Commissioner (see §§ 1.302 and 1.304); and (b) in the Court,
file a copy of the notice of appeal and pay the fee for appeal, as
provided by the rules of the Court. The certified list of docu-
ments and any original or certified copies of such documents
required by the Court will be iransmitted to the Court by the
Patent and Trademark Office.

[47FR47381,0ct. 26,1982, effective Oct. 26, 1982; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985,
effective May 8, 1985)

§ 1.302 Notice of appeal.

(a) When anappeal is taken to the U.S. Court of Appeals for
the Federal Circuit, the appeliant shall give notice thereof to the
Commissioner within the time specified in § 1.304.

() In interferences, the notice must be served as provided

in § 1.646.

{24 FR 10332, Dec. 22, 1959; par~.(a),47FR 47381, 0ct. 26, 1982,
effective Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; 50 FR 9383, Mar. 7, 1985, effective May 8, 1985]

§ 1.303 Civil action under 35 U.S.C. 145, 146, 306.

(a) Any applicant or any owner of a patent involved in a
reexamination proceeding dissatisfied with the decision of the
Board of Patent Appeals and Interferences, and any party
dissatisfied with the decision of the Board of Patent Appeals and
Interferences may, instead of appealing to the U.S. Court of
Appeals for the Federal Circuit ( § 1.301), have remedy by civil
action under 35 U.S.C. 145 or 146, as appropriate., Such civil
action must be commenced within the time specified in § 1.304.

(b) If an applicant in an ex panc case or an owner of a patent
involved in a reexamination proceeding has taken an appeal to
the U.S. Court of Appeals for the Federal Circuit, he or she
thereby waives his or her right to proceed under 35 U.S.C. 145.

(c) If any adverse party to an appeal taken to the U.S. Court
of Appeals for the Federal Circuit by a defeated party in an
interference proceeding files notice with the Commissioner
within twenty days after the filing of the defeated party’s notice
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‘vofappealmmecoun(m 302, that he or she elects to have all

ﬁnﬂwrproceedmgs conducted as provided in.35:U.S.C. 146,

. certified copies of such notices will be u'ansnntted o the US.

Court of Appeals for the Federal Circuit for such action as may
be necessary T he nonce of elec,non must be served as pmvxded
“in § 1.646. o
[47FR 47381, Dct 26, 1982, effecnveOct 26, 1982 49FR48416
Dec. 12, 1984, effecuve Feb 11, 1985]

§ 1.304 Time for appeal or cml action.

- (a) The time for filing the notice of appeal to the U.S. Court
of Appeals for the Federal Circuit ( § 1.302) or for commencing
acivilaction ( § 1.303) is sixty days from the date of the decision
of the Board of Patent Appeals and Interferences. If arequest for
reconsideration or modification of the decision is filed within
the time period provided under § 1.197(b) or § 1.658(b), the time
for filing an appeal or commencing a civil action shall expire at
the end of the sixty-day period of thirty days after action on the
request, whichever is later. Except for an appeal from or
commencing acivil action after a decision of the Board of Patent
Appeals and Interferences in a reexamination proceeding or an
interference proceeding, the time periods set forth herein are
subject to the provisions of § 1.136. See § 1.550(c) for
extensions of tin: (0 appeal or commence a civil action in 2
reexamination proceeding. See § 1.645(a) forextensions of time
&0 appeal or commence a civil action in an interference. An
examiner-in-chief, upon a showing of excusable neglect, may
extend the time for seeking judicial review of a decision of the
Board of Patent Appeals and Interferences in an interference
case when arequest is untimely filed after expiration of the time
prescribed by this section.

(b) The times specified herein are calendar days. If the last
day of thetime specified for appeal orcommencing a civilaction
falisona Saturday, Sunday or legal holiday, the time isextended
to the next day which is neither a Saturday, Sunday nor a
holiday.

(c) If adefeated party to an interference has taken an appeal
to the U.S. Court of Appeals for the Federal Circuit and an
adverse party hasfiled notice under 35 U.S.C. 141 thathe or she
electstohaveall further proceedings conducted under 35U.S.C.
146 ( § 1.303(c)), the time for filing a civil action thereafter is

specified in 35 U.S.C. 141.

{41 FR 758, Jan. 5, 1976; para. (a) & (c), 47 FR 47382, Oct. 26,
1982; para. (a), 49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984; para.
(a)49 FR Dec. 12, 1984, effective Feb, 11, 1985; para. (a), 50 FR 9383,
Mar. 7, 1985, effective May &, 1985]

ALLOWANCE AND ISSUE OF PATENT

§ 1.311 Notice of Allowance.

(a) If, on examination, it shall appear that the applicant is
entitled to a patent under the law, a notice of allowance will be
sent to applicant at the correspondence address indicated in §
1.33, calling for the payment of a specificd sum constituting the
issuc fee ( § 1.18), which shall be paid within 3 months from the
date of the mailing of the notice of allowance.

(b) An authorization to charge the issue fee (§ 1.18) to a
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- deposnt accoummay be filedin an individual apphewm either
-~ before or after mailing of the notice of ailowance. Where an

authorization to charge the issué fee to:a-deposit account has

~ been filed before-the mailing of the notice of allowance, the
: issue fee will be automatically charged to thcdeposu: acoount at
the time of mailing the notice of allowance Lo

: [OMB Control No: 0651-0011] - ‘
[47 FR 41279 Sept. 17,1982, effecnve date OCt. l 1982]

V § 1 312 Amendments arter allowance.

(a) No amendment may be made as a matter of right in an
apphcanon after the mailing of the notice of allowance. Any
amendment pursuant to this paragraph filed before the payment
of the issue fee may be entered on the recommendation of the
primary examiner, approved by the Commissioner, without
withdrawing the case from issue.

(b) Any amendment pursuant to paragraph (a) of this section
filed after the date the issue fee is paid must be accompanied by
a petition including the fee set forth in § 1.17(i) and a showing
of good and sufficient reasons why the amendment is necessary
and was 0t earlier presented,

{47 FR 41280, Sept. 17, 1982]

§ 1.313 Withdrawal from issue.

(a) Applications may be withdrawn from issue for further
action at the initiative of the Office or upon petition by the
applicant. Any such petition by the applicant must include a
showing of good and sufficient reasons why withdrawal of the
application is necessary and, if the reason for the withdrawal is
not the fault of the Office, must be accompanied by the fee set
forth in § 1.17(i). If the application is withdrawn from issue, a
new notice of allowance will be sent if the application is again
alloved, Any amendmentaccompanying apetition to withdraw
anapplication from issue must comply with the requirements of
§ 1.312.

(b) When the issue fee has been paid, and the patent to be
issued has received its issue date and patent number, the appli-
cation will not be withdrawn from issue for any reason except
(1) mistake on the part of the Office, (2) a violation of § 1.56 or
illegality in the application, (3) unpatentability of one or more
claims, or (4) for interference.

{47 FR 41280, Sept. 17, 1982, effective Oct. 1, 1982}

§ 1.314 Issuance of patent.

If payment of the issue fee is timely made, the patent will
issue in regular course unless (a) the application is withdrawn
from issue ( § 1.313) or (b) issuance of the patent is deferred.
Any petition by the applicant requesting a deferral of the
issuance of a patent must be accompanied by the fee set forthin
§ 1,17(i) and must include a showing of good and sufficient
reasons why it is necessary to defer issuance of the patent.

[OMB Control No. 0651-0011]
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

§ 1.315 Delivery of patent.

The patent will be delivered or mailed on the day of its date
to the attorney or agent of record, if there be one; or if the
attorney or agent so request, to the patentee or assignee of an
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A (a) If thelssuefeels not paldthhm3 months from the dam

_ ot‘ the notice of allowance, the application will be regarded as
abandoned. Such an-abandoned application will not be. consid-
ered as pending before the Patent and Trademark Office. .

(b) The Commissioner may accept the payment of the issue
fee later than three months after the mailing of the notice of
allowance as though no abandonment had ever occurred if upon
petition the delay in payment is shown ‘to- have been
unavoidable. The petition to accept the delayed payment must
be prompily filed after the applicant is notified of, or otherwise
becomes aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously submitted, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that
the delay was unavoidable. Such showing must be a verified
showing if made by a person notregistered to practice before the
Patent and Trademark Office.

(c) The Commissioner may, upon pelition, accept the pay-
ment of the issue fee later than three months after the mailing of
the notice of allowance as though no abandonment had ever oc-
curred if the delay in payment was unintentional, The petition to
accept the delayed payment must be filed within one year of the
date on which the application became abandoned or be filed
within three months of the date of the first decision on a petition
under paragraph (b) of this section which was filed within one
year of the date of abandonment of the application. The petition
to accept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
vnintentionally delayed payment (§ 1.17(m)), and (3) a state-
ment that the uelay was unintentional. Such statement must be
a verified statement if made by a person not registered to
practice before the Patent and Trademark Office. The Commis-
sioner may require additional information where there is a
question whether the abandonment was unintentional. The
three-month period from the date of the first decision referred to
in this paragraph may be extended under the provisions of §
1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an unintentionally
abandoned application will not he considered, but will be
returned o the applicant.

(dy Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of abandonment must be
accompanied by a terminal disclainier with fee under § 1.321
dedicating to the public a terminal part of the term of any patent
granted thereon equivalent to the period of abandonment of the
application.

[47 FR 41280, Sept. 17, 1982]

§ 1.317 Lapsed patents; delayed payment of balance
of issue fee.

(a) If the issue fee was paid prior to October 1, 1982, any

remaininge balance of the issue fee is to be paid within three
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mamhs from thedate of. ‘notice thereof and; i notpaid; the patcnt
wxll lapseat: the:termination of the three month period. .
7. (b)+ The: Commxssxoner may:accept the payment of: the re-

nmmngbalanceofthe issue fee later than three fnonths after the
- mailing -of the notice: thereof as though no:lapse had -ever
- occurred if upon petition the delay in payment is shown to have
. been unavoidable. The petition:to accept the delayed payment
" yust be -prompily: filed-after: the applicant is. notified of, or

otherwise becomes aware of;; the lapse, and must be accompa-
nied by (1) the remaining balance of the issue fee, unless it has
been previously submitted, (2) the fee for delayed payment ( §

“1.17(1}, and (3) a showing that the delay was unavoidable. Sach

showing must be a verified showing if made by a person not
registered to practice before the Patent and Trademark Office.

(c) The Commissioner may, upon petition, accept the pay-
ment of the remaining balance of the fee later than three months
after the mailing of the notice thereof as though no lapse had
ever occurred if the delay in payment was unintentional. The
petition to accept the delayed payment must be filed within one
year of the date on which the patent lapsed or be filed within
three months of the date of the first decision on a petition under
paragraph (b) of this section which was filed within one year of
the date of the lapse of the patent. The petition to accept the
delayed payment must be accompanied by (1) the remaining
balance of the issue fee, unless it has been previously submitted,
(2) the fee for unintentionally delayed payment (§ 1.17(m)),and
(3) a statement that the delay was unintentional. Such statement
must be a verified statement if made by a person not registered
to practice before the Patent and Trademark Office. The
Commissioner may require additional information where there
is a guestion whether the delay in payment was unintentional,
The three-month period from the date of the first decision
referred to this paragraph may be extended under the provisions
of § 1.136(a), but no further extensions under § 1.136(b) will be
granted. Petitions to the Commissioner under § 1.183 to waive
any time periods forrequesting acceptance of an unintentionally
delayed payment will not be considered, but will be returned to
the applicant.

(d) Any petition pursuant to paragraph (b) of this section not
filed within six months of the date of 1apse must be accompanied
by a terminal disclaimer with fee under § 1.321 dedicating to the
public a termina part of the term of the patent equivalent to the
period of lapse of the patent.

{47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

§ 1.318 Notification of national publication of a
patent based on an international application.
The Office will notify the International Bureau when a
patentisissucd on an application filed under 35 U.S.C. 371, and
there has been no previous international publication,
[43 FR 20465, May 11, 1978]

DISCLAIMER

§ 1.321 Statutory disclaimer
(a) Adisclaimer under 35 U.S.C. 253 must be accompanied
by the fee set forth in § 1.20(d) and identify the patent and the
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- #claim:or ‘claims: wluch md:sclmmed and be sxgned by the

_person making’ the disclaimer, who shall'state therein the extent
~of his‘or her interest in the patent. A disclaimer which is not a
. ~disclaimer of a:complete claim or claims ‘may be refused
:recordation. A notice of the disclaimer is published ‘in the
=QOfficial Gazette and-attached -to’ the: printed copies of -the
specification. In-like manner any ‘patentee or applicant may
-disclaimordedicate to the public the entire term, or any terminal
part of the term, of the patent granted or to be granted. -

* (b) A terminal disclaimer, when filed in an application to
obviate 3 double patenting rejection, must be accompanied by
the fee set forth in § 1.20{d) and include a provision that any

‘patent granted on that application shall be enforceable only for
and during such period that said patent is commonly owned with
the application or patent which formed the basis for the rejec-
tion.

{OMB Controt No. 0651-0011}
[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982]

CORRECTION OF ERRORS IN PATENT

£1.322 Certificate of correction of Office mistake.

(a) 4 certificate of correction under 35 U.S.C. 254 may be
issued at the request of the patentee or the patentee’s assignee.
Such centificate will not be issued at the request or suggestion of
anyone notowning an interest in the patent, nor on motion of the
Office, without first notifying the patentee (including any as-
signee of record) and affording the patentee an opportunity to be
heard. When the request relates to a patent involved in an
interference, the request shall comply with the requirements of
this section and shall be accompanied by a motion under §
1.635.

{b) If the nature of the mistake on the part of the Office is
such that 2 certificate of correction is deemed inappropriate in
form, the Commissioner may issue a corrected patent in lieu
thereof as a mose appropriate form for certificate of correction,
without expense to the pateniee.

{OMB Control No. 0651-0011}]
{24 FR 10332, Dec.22,1959; 34 FR 5550, Mar. 22, 1969; para. (a),

49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.323 Certificate of correction of applicant’s
mistake.

Whenever a mistake of a clerical or typographical nature or
of minor character which was not the faultof the Office, appears
in a patent and a showing is made that such mistake occurred in
good faith, the Commissioner may, upon payment of the fee set
forth in § 1.20(a), issue a certificate, if the correction does not
involve such changes in the patent as would constitute new
matter or would require reexaraination, A request for a certifi-
cate of correction of a patent involved in an interference shall
comply with the requirements of this section and shall be
accompanied by a motion under § 1.635.

[34 FR 5550, Mar, 22, 1969; 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985]

§ 1.324 Correction of inventorship in patent.
Whenever a patent is issued and it appears that the correct
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f‘fmventor Of Inventors weré not named through error without
‘deceptive intention on the part of the actual inventor or inven-

tors, meCommmsmnermay,on petitionof alithe partiesand the
assignees and satisfactory proof of the facis and payment of the
feeset forthin § 1.20(b), oronorderof a courtbefore which such

matter is called in quesuon, issue a cettlﬁcate nammg only the
actual inventor or inventors. Arequesttocorrect inventorshipof

a patent involved in' an interference shall comply with the
requiremeats of this section and sha]l be accompamed by a

motion under § 1.634.

. [OMB Control No. 0651-0011} L

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; 48FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416, Dec. 12, 1984; 50
FR 23123, May 31, 1985, effective Feb. 11, 1985}

§ 1.325 Other mistakes not corrected.

Mistakes other than those provided for in §§ 1.322, i.323,
1.324, and not affording legal grounds for reissue or for reex-
amination, will not be corrected after the date of the patent.

[48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983]

ASSIGNMENTS AND RECORDING

§ 1.331 Recording of assignments.

(a) Assignments, including grants and conveyances, of
patents, national applications, or intemnational applications
which designate the United States of America, will be recorded
in the Patent and Trademark Office under 35 U.S.C. 261. Other
instruments affecting title to a patent, a national application, or
an international application which designates the United States
of America, and licenses, even though the recording thereof
may not serve as constructive notice under 35 U.S.C. 261, will
be recorded as provided in this section or at the discretion of the
Commissioner. Any instrument 10 be recorded, except those
under Part 7 of this title, must be accompanied by the fee set
forth in § 1.21(h).

(b) No instrument will be recorded which is not in the
English language and which does not amount to an assignment,
grant, mortgage, lien, incumbrance, or license, or which does
not affect the title of the patent or invention to which it relates,
and which does not identify the patent or application to which
it relates, except as ordered by the Commissioner.

{c) An instrument relating to a patent should identify the
patent by number and date (the name of the inventor and title of
the invention as stated in the patent should also be given); an
instrument relating to a national application, or an international
application which designates the United States of America
should identify the application by serial number or international
application number and date of filing (the name of the inventor
and title of the invention as stated in the application should also
be given) but if an assignment is executed concurrently with or
subsequent to the execution of the application but before the
application is filed or before its serial number or international
application number and filing date are ascertained, it should
adequately identify the application, as by its date of exccution
and name of the inventor and title of the invention; so that there
can be no mistake as 1o the patent or application intended.
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 number; the names of the inventor and patent ownér, and the

[24FR 10332,Dec 22. 1959 43FR20465 May ll 3978 47FR .
T R TR R ‘names and addresses of the parties to the arbitration. The notice

41281 Sept. 17,1982]

§ I 332 Reeelpt -and recordmg. SRS ETECPE UL L
.- Assignments are: recorded in regu!ar oxder as: pmmpﬂy as
possMe and then transmitted with the date and identification of
merecordstampedthereontoﬂiepetsonsenmledﬁom&n The
date of record is the date of the receipt of the sssignment at the
Office in proper form and accompamed by the iee set forth in §

1.21(h).
. |47 FR 41281, Sept. 17, 1932]

§ 1.333 Codltlona_l assngnments.

Assignments which are made conditional on the perform-
ance of ceriain acts or events, as the payment of money or other
condition subsequent, if recorded in the Office are regarded as
absolute assignments for Office purposes until cancelled with
the written consent of both parties or by the decree of a
competent court. The Office has no means for determining
whether such conditions have been fulfilled.

§ 1.334 Issue of patent to assignee.

(a) In case of an assignment of the entire interest in the
invention and application, or of the entire interest in the patent
to be granted, the pateni will normally issue to the assignee. If
the assignee should hold an undivided part interest, the patent
will normally issue jointly to the inventor and the assignee. If it
is desired that the patent so issue, the assignment in either case
miust first have been recorded, and at a day not later than thedate
payment is made of the issue fee.

(b) At the time of payment of the issue fee, a statement must
be furnished indicating whether or not an assignment has been
filed with the Patent and Trademark Office. In the event an as-
signment has been filed, such statement must include the name
and address of the assignee and indicate whether or not an ac-
knowledgment of a recorded assignment has been received
from the Patent and Trademark Office.

(c) If the assignment is recordcd after the date of payment of
the issue fee, the assignee may petition that the patent issue to
the assignee as recorded. Any such petition must be accompa-
nied by the fee set forth in § 1.17(i).

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982]

& 1.335 Filing of netice of arbitration awards.

(a) Written notice of any award by an arbitrator pursuant to
35 U.8.C. 294 must be filed in the Patent and Trademark Office
by the patentee, or the patentee’s assignee or licensee. If the
award involves more than one patent a separate notice must be
filed for placement in the file of each patent. The notice must set
forth the patent number, the names of the inventor and patent
owner, and the names and addresses of the parties to the
arbitration. The notice must also include a copy of the award.

(b) If an award by an arbitrator pursuant to 35 U.S.C.294 is
modified by a court, the party requesting the modification must
file in the Patent and Trademark Office, a notice of the modifi-
cation for placement in the file of each patent to which the
modification applies. The notice must set forth the patent
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must also mclude a copy of the court s order modnfymg the

' (¢)'Any award by an ariam‘ator pursuant 10 35 U 8. C 294

<shall be unenforceable until any notices reqmred by'paragraph
(a) or (b) of this section are filed in the Patent and Trademark

Office. If any required notice is not filed by the party designated
in paragraph (a) or (b) of this section; any party o the arbm-auon

proceeding may file such a notice, -
[48 FR 2718, Jan. 20,:1983, effecnve Feb. 8 1983]

AMENDMENT OF RULES

§ 1.351 Amendments to rules will be published.
All amendments to the regulations in this pari will be
published in the Official Gazette and in the Federal Register.

§ 1.352 Publication of notice of proposed
amendments.

(a) Whenever required by law, and in other cases whenever
practicable, notice of proposed amendments to the regulations
in this part will be published in the Official Gazette and in the
Federal Register. If not published with the notice, copies of the
text will be furnished to any person requesting the same. All
comments, suggestions, and briefs received within a time speci-
fied in the notice will be considered before adoption of the
proposed amendmentis which may be modified in the Light
thereof.

(b) Oral hearings may be held at the discretion of the
Commissioner.

MAINTENANCE FEES .

§ 1.362 Time for payment of maintenance fees.

(a) Maintenance fees as set forth in § 1.20(e)-(j) arerequired
to be paid in all patents based on applications filed on or after
December 12, 1980, except as noted in paragraph (b) of this
section, $0 mainiain a patent in force beyond 4, 8 and 12 years
after the date of grant.

(b) Maintenance fees are notrequired for plantpatents based
on applications filed on or after August 27, 1982 or for any
design patents. Maintenance fees are not required for a reissue
patent if the patent being reissued did not require maintenance
fees.

(c) The application filing dates for purpc::s of payment of
maintenance fees are as follows:

(1) For an application not claiming benefit of an earlier
application, the actual United States filing date of the applica-
tion,

(2) Foran application claiming benefit of an earlier forcign
application under 35 U.S.C. 119, the United States filing date of
the application.

(3) For a continuing (continuation, division, continuation-
in-part) application claiming the benefit of a prior patent appli-
cation under 35 U.S.C. 120, the actual United States filing date
of the continuing application.
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i 1(4) For areissue mphcauon. the: Umwd States filing date
: eftheongmalmnmw apphcwon onwhwh the paﬁem
- zeissued is based:

(5) Foran mtcmanonal appllcauon whxch has cntered the
United States as.a Designated Office under 35 U.S.C..371, the
international fiting date granted under:Article 11(1) of ithe
Patent Cooperation Treaty whichiis consxdued tobe the Umted
States filing date under 35 U.S.C. 363. :

(d) Maintenance fees may be paid in- pmems wnhout sur-
charge during the periods extending respectively from:

(1) 3 yearsthrough 3 years and 6 months after grant for the
first maintenance fee,

(2) 7 years through 7 years and 6 months after grant for the
second maintenance fee, and

(3) 11 years through 11 years and 6 months after grant for
the third maintenance fee.

(e) Maintenance fees may be paid with the surcharge set
forthin § 1.20(k) or {I) during the respective grace periods after:

(1) 3 years and 6 months and through the day of the 4th
anniversary of the grant for the first maintenance fee.

(2) 7 years and 6 months and through the day of the 8th
anniversary of the grant for the second maintenance fee, and

(3) 11 years and 6 months and through the day of the 12th
anniversary of the grant for the third maintenance fee.

(©) If the last day for paying a maintenance fee without
surcharge setforth in paragraph (d) of this section, or the last day
for paying a maintenance fee with surcharge set forth in
paragraph () of this section, falls on a Saturday, Sunday, ora
federal holiday within the District of Columbia, the mainte-
nance fee and any necessary surcharge may be paid under
paragraph (d) or paragraph (¢) respectively on the next succeed-
ing day which is not a Saturday, Sunday, or federal holiday.

(g) Unless the maintenance fee and any applicable surcharge
is paid within the time periods set forth in paragraphs (d), (¢) or
(f) of this section, the patent will expire as of the end of the grace
period set forth in paragraph (e) of this section. A patent which
expires for the failure to pay the mainienance fee will expire at
the end of the same date (anniversary date) the patent was

granted in the 4th, 8th, or 12th year after grant.
{49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.363 Fee address for maintenance fee purpases.
(a) Allnotices, receipts, refunds, and other communications
relating to payment or refund of maintenance fees will be
directed to the correspondence address used during prosecution
of the application as indicated in § 1.33(a) unless:
(1) A “fee address” for purposes of payment of mainte~
nance fees is set forth when submitting the issue fee, or
(2) A change in the correspondence address for all purposes
is filed after payment of the issue fee, or
(3) A“feeaddress” or achangein the “fec address” is filed
for purposes of receiving notices, receipts and other correspon-
dence relating to the payment of maintenance fees afier the
payment of the issue fee, in which instance, the latest such
address will be used.
(b) Anassignmentof a patent application or patent does not
result in a change of the “correspondence address” or “fee
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‘address™ for maintenance fee purposeg RS
(49 FR 34725, Aug. 31, 1984, added effecnve Nov. 1 1984]

§ 1 366 Submission of‘maintenancé fees.”

+(a) The patentee may pay maintenance fees and any neces-
sary surcharges,'or any person morgamzauon may pay mainte-
nance fees arid any necessary surcharges on behalf of a patentee.
Authorization by the patentee need not be filed in'the Patent and
Trademark Office to pay 'maintenance fees and any necessary
surcharges on behalf of the patentee.

(b) A maintenance fee and any necessary surcharge submit-
ted for a patent must be submitted in the amount due on the date
the maintenance fee and any necessary surcharge are paid and
may be paid in the manner set forth in § 1.23 or by an authori-
zation tocharge a depositaccount established pursuantto § 1.25,
Payment of a maintenance fee and any necessary surcharge or
the authorization to charge a deposit account must be submitted
within the periods set forthin § 1.362(d), (e) or (f). Any payment
orauthorization of maintenance fees and surcharges filed at any
other time will not be accepted and will not serve as a payment
of the maintenance fee except insofar as a delayed payment of
the maintenance fee is accepted by the Commissioner in an
expired patent pursuant to a petition filed under § 1.378. Any
authorization to charge a deposit account mast auihorize the
immediate charging of the maintenance fee and any necessary
surcharge to the deposit account. Payment of less than the
required amount, payment in a manner other than that set forth
in § 1.23, or the filing of an authorization to charge a deposit
account having insufficient funds will not constitute payment of
a maintenance fee or surcharge on a patent. The certificate of
mailing procedures of either § 1.8 or § 1.10 may be utilized in
paying maintenance fees and any necessary surcharges,

(¢) In submitting maintenance fees and any necessary sur-
charges, identification of the patents for which maintenance
fees are being paid must include the following:

(1) The patent number, and
(2) The serial number of the United States application for
the patent on which the maintenance fee is being paid.

(d) Payments of maintenance fees and any surcharges
should identify the fee being paid for each patent as to whether
itisthe 31/2,7 12 or 11 1/2 year fee, whether small entity status
is being changed or claimed, the amount of the maintenance fee
and any surcharge being paid, any assigned payor number, the
patent issue date and the United States application filing date. If
the maintenance fee and any necessary surcharge is being paid
on areissue patent, the payment must identify the reissue patent
by reissue patent number and reissue applicaiion serial number
as required by paragraph (c) of this section and should also
include the original patent number, the original patentissue date
and the original United States application filing date.

(e) Maintenance fee paymesits and surcharge payments
relating thereto must be submiticd separate from any other
payments for fees or charges, whethzr submitted in the manner
set forth in § 1.23 or by an authorization to charge a deposit
account. If maintcnance fee and surcharge payments for more
than ong patentare submitted together, they should be submitted
on as few sheets as possible with the patent numbers listed inin-
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:(f)° Notification of any chiange in status resulting i in loss of

enutlemem to small entity status must be filed in & patent prior
to paying; or at the: time of paying, the earhw:mamtenance fee
due after the date on which status asa sma.ll emrty isno longer
appropnate See §1.28().
(g) -Maintenance fees and surcharges re!aung thereto will
not be refunded except in accordance with §§ 1.26 and 1.28(a).
[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.377 Review of decision refusing to accept and
record payment of a maintenance fee filed
prior to expiration of patent.

(a) Any patentee who is dissatisfied with the refusal of the
Patent and Trademark Office to accept and record a mainte-
nance fee which was filed prior to the expiration of the patent
may petition the Commissioner to accept and record the main-
tenance fee.

(b) Any petition under this section must be filed within 2
monthsof the action complained of, or within sach other time as
may be set in the action complained of, and must be accompa-
nied by the fee set forth in § 1.17(h). The petition may include
arequest that the petition fee be refunded if the refusal to accept
and record the maintenance fee is determined to result from an
error by the Patent and Trademark Office

(c) Any petition filed under this section must comply with
the requirements of paragraph (b} of § 1.181 and must be signed
" by an attomey or agent registered to practice before the Patent
and Trademark Office, or by the patentee, the agsignee, or other
party in interest. Such petition must be in the form of a verified
statement if rade by a person not registered to practice before

the Patent and Trademark Office.
[49 FR 34728, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.378 Acceptance of delayed payment of mainte-
nrance fee in expired patent to reinstate patent.

(a) The Commissioner may accept thic payment of any main-
tenance fee due on a patent after expiration of the patent if, upon
petition, the delay in payment of the maintenance fee is shown
to the satisfaction of the Commissioner to have been
unavoidable and if the surcharge required by § 1.20(m) is paid
as a condition of accepting payment of the maintenance fee, If
the Commissioner accepts payment of the maintenance fee
upon petition, the patent shall be considered as not having
expired, but will be subject to the conditions set forth in 35
U.S.C. 41(c)(2).

(by Any petition to accept the delayed payment of a mainte-
nance fee filed under paragraph (a) of this section within six
months of the expiration of the patent must include:

(1) The required maintenance fec set forth in § 1.20(h) - (j);

(2) The surcharge set forth in § 1.20(m); and

(3) A showingthat the delay was unavoidable since reason-
able care was taken to ensure that the maintenance fee would be
timely paiZ. The showing must enumerate the steps taken to
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() Any petition'io accept the delayed yment of's mamle-

- nance fee filed under paragraph (a) of this section moré than six
- moriths al’ter the expu'anon ‘of the patent must include:

(I)The requrred maintenance fee set forihin§ 1 20(h) ()7
“1(2) 'Theé surcharge sét forth in § pE 20(m), and '
(3) A showing that the delay was unavmdable since reason-

‘able care was taken to ensuré tha: the maintenance fee would be
-paid timely and the failure to timely pay the mamtenancefeewas

due entirely to cxrcumstances outside of the control ‘of the

- patentee. The showmg miistenumerate the steps taken to ensure

timely paymen of the maintenance fee and the circumstances
which were outside of ‘the control of the patentee and those
acting on behalf of the patentee in paying the maintenance fee.
The showing must be sufficient in scope and content to meet the
heavy burden of proof required to show that a delay in payment
of the maintenance fee of more than six months after expiration
of the patent was unavoidable.

(d) Any petition under this section must be signed by an
attorney or agent registered to practice before the Patent and
Trademark Office, or by the patentee, the assignee, or other
party in interest. Such petition must be in the form of a verified
statement if made by a person not registered to practice before
the Patent and Trademark Office

‘(e) Reconsiderationof a decnsxon refusing toaccept a main-
tenance fee upon petition filed pursuant to paragraph (a) of this
section may be obtained by filing a petition for reconsideration
within two months of, or such other time as set in, the decision
refusing to accept the delayed payment of the maintenance fee.
Any such petition for reconsideration must be azcompanied by
the petition fes set forth in § 1.17(h). After decision on the
petition for reconsideration, no further reconsideration or re-
view of the matter will be undertaken by the Commissioner. If
the delayed payment of the maintenance fee is not accepted, the
maintenance feé and the surcharge set forth in § 1.20(m) will be
refunded following the decision on the petition for reconsidera-
tion, or after the expiration of the time for filing such a petition
for reconsideration, if none is filed. The fee setforthin § 1.17(h)
for filing the petition for reconsideration will not be refunded
wnless the refusal to accept and record the maintenance fee is
determined to result from an error by the Patent and Trademark

Office.
{49 FR 34726, Aug. 31, 1984, added effective Nov. 1, 1984; para.

(a), 50 FR 9383, Mar.7, 1985, effective May 8, 1985]

Subpart C - International Processing
Provisions

GENERAL INFORMATION

§ 1.401 Definitions of terms under the Patent
Cooperation Treaty.
(a) The abbreviation “PCT” and the term “Treaty” mean the

Patent Cooperation Treaty.
(b) “International Burecau” means the World Intellectual
Property Crganization located in Geneva, Switzerland.
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(c) “Admmxsnauve Instmcmas

] Tmty

. ;mtemauonal application described in PCT Rules 3 and 4.

" (e) “International apphcanon as used in. thls subchapter is
:.deﬁned in§ 1 9(b) - ;
oo () ‘Pnonty dane" for the pmpose of compunng ume limits
By under the Patent Cooperaum Tmty is deﬁned in, PCT. Ar.
. 2(xi). Note also §:1465. .. - ...

(g)“Demand,” when capnahzed means t.hat documentﬁled
- with the International Preliminary Examining Authority which
requests an international preliminary examination. -

- (h) “Annexes” means amendments made to the claims, de-
scription or the drawings before the Intemational Preliminary
Examining Authority.,

(i) Other termsandexpressmns in this SubpartC notdeﬁned
in this section are to be taken in the sense indicated in PCT
Article 2 and 35 U.S.C, 351.

[OMB Control No. 0651-0011}
[43 FR 20466, May 11, 1978; 52 FR 20047, May 28, 1987,

effective July 1, 1987]

§ 1.412 The United States Receiving Office.

(a) The United States Patent and Trademark Office is a
Receiving Office only for applicants who are residents or
nationals of the United States of America.

(b) The Patent and Trademark Office, when aciing as a
Receiving Office, will be identified by the full title “United
States Receiving Office” or by the abbreviation “RO/US.”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to international
applications meeting the requirements of PCT Art. 11(1}, and
PCT Rule 20;

(2) Assuring that intcrnational applications meet the sian-
dards for format and content of PCT Art. 14(1), PCT Rule 9,26,
29.1, 37, 38, 91, and portions of PCT Rules 3 through 11;

(3)Collecting and, when required, transmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copies to the Inter-
national Bureau and International Searching Authority, respec-
tively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable requirements
of Part 5 of this chapter.

{OMB Conwrol No. 0651-0011]

§ 1.413 The United States International Searching
Authority.

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Scarching Authority for international applications filed in the
United States Receiving Office and in other Receiving Offices
as may b2 agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and
the International Bureau (PCT Arst. 16(3)(b)).
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),The Paten; and. deemark Ofﬁce, -when-acting as-an

| tmnamaalSeamhmg Authority. will be identified by the full
e ntle_,‘UmwdSmmslnmmamnal SearcnmgAuthomy”orbyme
.wvhcncapltahmd,mcansthatelementofme TRTII

abbreviation “ISA/US.”
~{e} Themapr funcuons ot‘ Lhe Imemauonal Sean:hmg Au~

[honty lncm

(1) Appmvmg or estabhshmg the mle and abstract
- (2) Considering the matter of unity of invention;: -
(3) Conducting international . and- mtemanonal‘t.ype

‘searches and preparing international and international-type

search reports (PCT Art. 15, 17 and 18, and PCT Rules 25, 33
to 45 and 47); and ;
(4) Transmitiing the interna uonal search report tothe appli-
cant and the International Bureau. :
[OMB Control No. 0651-0011}

$ 1.414 The United States Patent and Trademark
Office as a Designated Office or Elected
Office.

(a) The United States Patent and Trademark Office will act
as a Designated Office or Elected Office for international appli-
cations in which the United States of America has been desig-
nated or elected as a State in which patent protection is desired.

(b) " he United States Patent and Trademark Office, when
acting as a Designated Office or Elected Office during interna-
tional processing will be identified by the full title “United
States Designated Office” or by the abbreviation “DO/US"” or
by the full titte “United States Elected Office” or by the
abbreviation “EQ/US".

(c) The major functions of the United States Designated
Office or Elected Office in respect to in:2rnational applications
in which the United States of America has been designated or
elected, include:

(1) Receiving various notifications throughout the interna-
tional stage; and
(2) Accepting for national siage examination international
applications which satisfy the requiremzcats of 35 U.S.C. 371.
[OMB Control No. 0651-0011}
{52 FR 20047, May 28, 1987)

8 1.415 The International Bureau.

(a) The International Bureau is the World Intellectual Prop-
erty Organization located at Geneva, Switzerland. It is the inter-
national intergovernmental organization which acts as the coor-
dinating body under the Treaty and the Regulations (PCT Art.
2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the International Bureau include:

(1) Publishing of international applications and the Inter-
national Gazette;

(2) Transmitting copies of international applications to
Designated Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent to the
processing of specific international applications,

[OMB Contral No. 0651-0011}
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§ 13 416 The United States Interlatmnal

e 'éPrehmmary Exammmg Anthorlty.
: Pursuant to appointment by the Assembly, the Umted
‘States Patent and Trademark Office will act as an International

Prelimiriary Examining Authority for international apphcauons '

filed in ihie United States Recenvmg Office and in other Recew—
ing:Offices as:may be-agreed upon by the Commissionér; in
accordance with agreement between the Patent and Trademark
Ofﬁce and the International Bureau.: =

" (b) The United States Patent and deemark Oft‘ ice, when
acting as an International Preliminary Examining Authority,
will be identified by the full title “United States International
Preliminary Examining Authority” or by the ‘abbreviation
“IPEA/US.”

(c) The major functions of the International Preliminary Ex-
amining Authority include:

{1) Receiving and checking for defects in the Demand;

(2) Collecting the handling fee for the International Bureau
and the preliminary examination fee for the United States Inter-
national Preliminary Examining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Considering the matter of unity of invention;

(5) Providing an international preliminary examination
report which is a non-binding opinion on the questions whether
the claimed invention appears to be novel, to involve an inven-
tive step (to be non-obvious), and to be industrially applicable;
and

(6) Transmitting the international preliminary examination
report to applicant and the International Bureau.

[52 FR 20047, May 28, 1987, effective july 1, 1987]

WHO MAY FILE AN INTERNATIONAL APPLICATION

§ 1.421 Applicant for international application.

(2) Only residents or nationals of the United States of
America may file international applications in the United States
Receiving Office.

(b) Although the United States Receiving Office will accept
international applications filed by any resident or national of the
United States of America for international processing, an inter-
national application designating the Unites States of America
will be accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§
1.422, 1423 or 1.425.

(c) International applications which do not designate the
United States of America may be filed by the assignee or owner.

(d) The attorney or agent of the applicant may sign the
international application Request and file the international
application for the applicant if the international application
when filed is accompanied by a separate power of attorney to
that attorey oragent from the applicant. The separate power of
attorney from the applicant may be submitted after filing if
sufficient cause is shown for not submitting it at the time of
filing, Note that paragraph (b) of this section requires that the
applican: be the inventor if the United States of America is
designated.

(e) Any indication of different applicants for the purpose of
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§1.425

 ‘different’ Desxgnated ‘Offices st b’ shown on lhe‘chuest

portion of the international apphcauon
(f) Changes in the person, name, or ‘address of the applicant
ofan mtemauonal apphcauon shall be made in accordance with

PCT Rule 18.5.
[OMB Control No 0651 0011] o

‘8 1.422 When ‘the inventor is'dead.

In case of thie death of the invéntor, the 1egal representative
(executor, administrar . etc.) of the deceased inventor may file
an international-applic.. ion which designates the United States
of America. _

[OMB Control No. 0651-0011}

§ 1.423 When the inventor is insane or legally
incapacitated.

In case an inventor is insane or otherwise legally incapaci-
tated, the legal representative (guardian, conservator, etc. ) of
such inventor may file an international application which des-
ignates the United States of America.

[OMB Control No. 0651-0011]

§ 1.424 Joint inventors.

Joint inventors must jointly file an international application
which designates the United States of America; the signature of
either of them alone, or less than the entire number will be
insufficient for an invention invented by them jointly, except as
provided in § 1.425.

[OMB Conirol No. 0651-0011]

§ 1.425 Filing by other than inventor.

(a) If a joint inventor refuses to join in an interational ap-
plication which designates the United States of America or
cannot be found or reached after diligent effort, the international
application which designates the United States of America may
be filed by the other inventor on behalf of himself or herself and
the omitted inventor. Such an international application which
designates the United States of Americz musi be accompanied
by proof of the pertinent facts and must state the last known
address of the omitied inventor. The Patent and Trademark
Office shall forward notice of the filing of the international
application to the omitted inventor at said address.

(b) Whenever an inventor refuses to execute an international
application which designates the United Siates of America, or
cannot be found or reached after diligent effort, a person to
whom the inventor has assigned or agreed in writing to assign
the invention or who otherwise snows sufficient proprietary
interest in the matter justifying such action may file the interna-
tional application on behalf of and as agent for the inventor.
Such an international application which designates the United
States of America must be accompanied by proof of the perti-
nentfactsand a showing that such action is necessary to preserve
the rights of the parties or to prevent irreparable damage, and
must state the last known address of the inventor, The assign-
ment, written agreement to assign or other evidence of proprie-
tary interest, or a verified copy thereof, must be filed in the
Patentand Trademark Office. The Office shali forward notice of
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§:1.431 |
- the filing of meapphcauo‘ themventor

{()MB Control No

© " THE INTERNATIONAL APPLICAJLKJO

§ 1.431 International apphcatmn requlrements

{a) Aninternational application shall contain, as specified in
the Treaty and the Regulatxons, aRequest, a descnpuon one or
mors claims, an abstract. and one or more drawings. (where
req.ured) ('PCI‘ Art. 3(2) and Section 207 of the Administrative
Instructions.)

{b) An international filing date will be accorded by the
United States Receiving Office, at the time of recelpt of the
international application, provided that:

{1) The applicant is a United States resident or national (35
U.S.C. 361(a), PCT Art. 11(1)(1)).

{2) The international application is in the English language
(35 US.C. 361(c), PCT Art. 11(1)(i)).

{3; The international application contains at least the fol-
lowing elements (PCT Art. 11(1)ii)):

(i) An indication that it is intended as an international ap-
plication (PCT Rule 4.2);

(ii) The designation of at least one Contracting State of the
Inwernational Patent Cooperation Union;

{iii) The name of the applicant, as prescribed (nate §§
1.421-1.424);

(ivy A part which on the face of it appears to be a
description; and

(v) A part which on the face of it appears to be a claim.

{cy Payment of the basic portion of the international fee
(PCT Rule 15.2) and the transmittal and search fees (§ 1.445)
may be made in full at the time the international application
papers required by paragraph (b) of this section are deposited or
within one month thereafter. Failure to make full payment
wiihin one month of the deposit of the international application
papers required by paragraph (b) of this section will resultin the
fees being charged to the International Bureau under the provi-
sions of paragraph (d) of this section and PCT Rule 16 bis.

(d) The United States Receiving Office will charge o the
Interpational Bureau in accordance with PCT Rule 16 bis and
will consider as having been timely paid:

{1} The transmittai fee, the basic fee portion of the interna-
tional fee, or the search fee where these fees have not been fully
paid by the applicant within one month of the date of depositof
the iniernational application, and

(2) The designation fee, or the amount necessary to cover
all the designations made in the request if not paid by the
applicant within one year from the priority date or within one
month from the date of receipt of the international application if
that month expires after the expiration of one year from the
priority date,

(e) The Intemational Bureau will notify applicant of any
amount charged under paragraph (d) of this section and invite
the applicant to pay directly to the International Bureau within
one monith from the date of the notification, the amount charged,
augmented by a surchasge of 50%, provided the surcharge will

Rev. 7, Dec. 1987

MANUAL OF PA'I‘ENT EXA&HN!NG PROCEDURE
addressstawd ,

not be less, and will notbe more,: man the:gmourss indicated in
the Schedule of Fees appended to the PET Rules. If the payment

needed 0 cover the. transmmal fees, the basic fee; one designa-
tionfee and the surcharge.is not timely made to the International
Bureau, the International Bureau::will - notify - the - Receiving

Office ‘which will. declare the: international application. with-
drawnunderPCT Article 14(3)\a) If the applicantmakes timely
payment of the fees referred to in the previous sentence, but the
amount paid is not sufficieni.to cover.all designation fees, the
Receiving Office will deciare any ‘designation not paid-with-
drawn under PCT Rule 14(3)(b) in accordance with PCT Rule
16 bis. 2(c). :

[OMB Comrol ‘do 0651 0011] ,

[43 FR 20486, May 11, 1978; paras (b), (), (d) & (). S0 FR 9383,
Mar. 7, 1985, effeciive May 8, 1985; 52 FR 20047, May 28, 1987,
effective July 1, 1987]

§ 1.432 Designation of States and payment of
designation fees.

(a) The names of Designated States shall appear in the
Request upon filing and must be indicated as set forth in Section
201 of the Administrative Instructions.

(by The designation fees may be paid upon filing of the
international application, butmustbe paid before the expiration
of one year from the priority date or within one month from the
date of receipt of the international application if that month
expires after the expiration of one year from the priority date.
Failure to timely pay the designation fee for a particular Desig-
nated State will result in the withdrawal of that designation .
Failuretotimely pay atIcastone designation fee will resultin the
wiudrawal of the international application.

[OMB Conirol No. 0651-0011]

[43 FR 20466, May 11, 1978; 52 FR 20047, May 28, 1987,

effective July 1, 1987]

§ 1.433 Physical requirements of international
application.

(a) The international application and each of the documents
thatmay be referredtoin iiecheck list of the Request (PCTRule
3.3(a)(ii)) shall be filed in one copy only.

(b) All sheets of the international application must be on A4
size paper (21.0 x 29.7 cm.).

(c) Cther physical requirements for intemational applica-
tions are set forth in PCT Rule 11 and Sections 201-207 of the

Administrative [astructions.
[OMB Control No. 0651-0011]

§ 1,434 The request,

(a) Therequest shall be made on a standardized printed form
(PCT Rules 3 and 4). Copies of such printed Request forms are
available from the Patent and Trademark Office. Letters re-
questing such forms should be marked “Box PCT.”

(b) The Check List portion of the Request form should
indicate each document accompanying the international appli-
cation on filing,

(c) All information, for example, addresses, names of States
and dates, shall be indicated in the Request as required by PCT
Rule 4 and Administrative Instructions 110 and 201.
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‘ ‘America, if the benefit of the ﬁhng date for the pnor copendmg

application is tobe claimed. . . .
[OMB Control No 0651 001 l] '

§ 1.435 The descnptmn. ‘

(a) Requirements as to the come.m and form of the descnp-
tion are set forthin PCT Rules 5,9, 10and 11 and Administrative
Instruction 204, and shall be adkered .

() In international applications designating the United
States the description must contain upon filing an indication of
the best mode contemplatzd by the inventor for carrying out the

claimed invention.
{OMBE Control No. 0651-0611]

§ 1.436 The claims.

The requirements as to the content and format of claims are
set forth in PCT Art. 6 and PCT Rules 6, 9, 10 and 11 and shall
be adhered to. The number of the claims shall be reasonable,
considering the nature of the inveation claimed.

[OMB Conirol No. 0651-6011]

§ 1.437 The drawings.

(a) Subject to paragraph (b) of this section, when drawings
arenecessary for the understanding of the invention, or are men-
tioned in the description, they must be part of an international
application as originally filed in the United States Receiving
Office in order to maintain the international filing date during
the national stage (PCT Art. 7).

(b) Drawings missing from the application upon filing will
be accepted if such drawings are received within 30 days of the
date of first receipt of the incomplete papers. If the missing
drawings are received within the 30-day period, the interna-
tional filing date shall be the date on which such drawings are
received. If such drawings are not timely received, all references
to drawings in the international application shall be considered
non-existent (PCT Art. 14(2), Administrative Instruction 310).

(c) The physical requirements for drawings are set forth in
PCT Rule 11 and shall be adhered to.

[OMB Control No. 0651-0011]

§ 1.438 The abstract.

(a) Requirements as to the content and form of the abstract
are set forth in PCT Rule 8, and shall be adhered (0.

(b) Lack of an abstract upon filing of an international appli-
cation will not affect the granting of a filing date. However,
failure to furnish an abstract within one month from the date of
the notification by the Receiving Office will result in the inter-
national application being declared withdrawn.,

{OMB Control No, 0651-0011}

FEES
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;canons' areestahhshcd by the Commnssxonerunder the authomy
vof3SUSC 276 - :

; §' 1.451

(@) The qllowmg fees and charges for, mtemauonal apph-

(2) A search fee (see 35 U S C 361(d) and PCT Rule 16)
where ‘ A
(1) No correspondmg pnor Umted States national apphca-
tion with basic filing fee has been filed ......... reerineneess $920.00
, (ii) A corresponding prior United States national applica-
tion with basic filing fee has been filed .................... $350.00

(3) A supplemental search fee when required, per addi-
tional INVENHON ........uceveecrvvnerrerenenenn. erererreesaesesresaeaes $140.00

(b) The basic fee and designation fee portion of the interna-

" tional fee shall be as prescribed in PCT Rule 15.

[OMB Control No. 0651-0011}

{43 FR 20466, May 11, 1978; para. (a), 47 FR 41282, Sept. 17,
1982, effective Oct. 1,1982; para (a)(4) - (6), SOFR 9384, Mar. 7, 1683,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. 5,
1985; 52 FR 20047, May 28, 1987, effective July 1, 1987]

§ 1.446 Refund of international application filing
and processing fees,

(a) Money paid for international application fees, where
paid by actual mistake or in excess, such as a payment not
required by law or Treaty and its Regulations, will be refunded.

(b) [Reserved]

(c) Refund of the supplemental search fees will be made if
suchrefund is determined to be warranted by the Commissioner
or the Commissioner’s designee acting under PCT Rule 40.
2(c).

(d) The international and search fees will be refunded if no
international filing date is accorded (PCT Rules 15.6 and 16.2).

{OMB Control No. 0651-0011]

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Sept, 17,
1982, effective Oct. 1, 1982; para (b), 50 FR 9384, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. 5,
1985]

PRIORITY

§ 1.451 The priority claim and priority document in
an international application.

(a) The claim for priority must bc made on the Request (PCT
Rule4.10) in a mannercomplying with Sections 110 and 201 of
the Administrative Instructions,

(b) Whenever the priority of anearlicr United States national
application is claimed in an international application, the appli-
cant may request in a letter of transmittal accompanying the
international application upon filing with the United States
Receiving Office, or in a scparate letter filed in the Receiving
Office not later than 16 mox.ths after the priority date, that the
Patent and Trademark Office prepare a certified copy of the
national application for transmittal to the International Bureau
(PCT Art. 8 and PCT Rule 17). The fee for preparing a certificd
copy is stated in § 1.19(a)(3) and (b)(1).
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§ 1.455

i) Ifa cestified” ‘copy” of: the pnm ﬁucument is'nbe

e submmcd together with the international ap _
or;if the pnomy appllcanm wis filed in meUnmd States and
a ‘request and ‘appropriate payment for- pmpmmon ‘of such a
certified copy do not accompany the international apphcamn
on filing or are not filed within 16 months of the priority date,
the certified copy of the priority document must be fumnshed by
the applicant to the Intemational Bureaa or to the United States
Receiving Office wuhm lhe ume lmm specnﬁed in PCT

Rulel7.1(@).
{43 FR 20466, May 11, 1978 47 FR 40140 Sept. 10, 1982,

effective Oct. 1, 1982; para (b), 47 FR 41282, Sept. 17, 1982, effective
Oct. 1, 1982; paras. (b) & (c), SO FR 9384, Mar. 7, 1985, effecuveMay
8, 1985; SO FR 11366, Mar. 21, 1985]

REPRESENTATION

§ 1.455 Representation in international applications.

(a) Applicants of international applications may be repre-
sented by attorneys or agents licensed to practice before the
Patent and Trademark Office or by a common representative
(PCT Art. 49, Rules 4.8 and 90 and § 10.10).

(b) Appointment of an agent, attorney or common represen-
tative (PCT Rule 4.8) must be effected either in the Request
form, signed by all applicants, or in a separate power of attorney
submitted either to the United States Receiving Office or to the
International Bureau.

{c) Powers of attomey and revocations thereof should be
submitted to the United States Receiving Office until the issu-
ance of the international search report.

{d) Theaddressee for correspondence will be as indicated in
Section 108 of the Administrative Instructions.

{OMB Control No. 0651-0011]
{43 FR 20466, May 11, 1978; S0FR 5171, Mar. 7, 1985, effective

May 8, 1985]
TRANSMITTAL OF RECORD COPY

§ 1.461 Procedures for transmittal of record copy to
the International Bureau.

(a) Transmittal of the record copy of the international appli-
cation o the International Bureau shall be made by the United
States Recciving Office.

(b) [Reserved]

(c) Nocopy of an international application may be transmit-
ted to the International Bureau, a foreign Designated Office, or
other foreign authority by the United States Receiving Office or
the applicant, unless the applicablerequirements of Part 5 of this
chapter have been satisfied.

{OMB Control No. 0651-0011]

{ 43 FR 20466, May 11, 1978; paras. (2) & (b), 50 FR 9384, Mar.
7, 1985, effective May 8, 1985]

TIMING

§ 1.465 Timing of application processing based on
the priority date.
(a) For the purpose of computing time limits under the
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- Rule 4. lO(b) ‘the pnonty date for the purpo
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(b) When a clax_med pnomy ‘da

; of compuung
time ‘limits ‘will ‘be the date ‘of the earliest ‘valid remammg
priority claim’ of Lhe mtemauonal apphcatlon, or 1f none, the
international filing date:’ "~

(c) When corrections under PCT Art. 11(2) An 14(2) or
PCT Rule 20.2(a) (i) or (iii) are timely submitted, and the date
of receipt of such corrections falls later than one year from the
claimed priority date or dates, the Recelvmg Office shall pro-

ceed under PCT Rule 4.10(d).
[OMB Control No. €651-0011}

§ 1.468 Delays in meeting time limits.

Delays in meeting time limits during international process-
ing of international applications may only be excused as pro-
vided in PCT Rule 82. For delays in meeting time limits in a
national application, see § 1.137.

{OMB Conirol No. 0651-0011]

AMENDMENTS

§ 1.471 Corrections and amendments during
international processing.

(ay All corrections submitted to the United States Receiving
Office must be in the form of replacement sheets and be
accompanied by a letter that draws attention to the differences
between the replaced sheets and the replacement sheets, except
that the deletion of lines of text, the correction of simple
typographical errors, and one addition or change of not more
than five words per sheet may be stated in a letter and the United
States Receiving Office will make the deletion or transfer the
correction to the international application, provided that such
corrections do not adversely affect the clarity and direct repro-
dug ibility of the application (PCT Rule 26.4).

(b) Amendments of claims submitted to the International
Bureau shall be as prescribed by PCT Rule 46.

{OMB Control No. 0651-0011]

§ i.472 Changes in persor, name, or address of
applicants and inveun’ors.

All requests for a change in person, .:ame or address of ap-
plicants and inventor should be sent to the United States Receiv-
ing Office until the time of issuance of the intermational search
report. Thereafter requests for such changes should be submit-
ted to the International Bureau.

[OMB Control No. 0651-0011]

{43 FR 20466, May 11, 1978; redesignated at 52 FR 20047, May
28, 1987, effective July 1, 1987)

UNITY OF INVEMNTION

§ 1.475 Unity of invention before the International
Searching Authority.

(a) An international application before the International

Searching Authority will be considered to have unity of inven-

tion if the claims are in accordance with PCT Rule 13 (sce
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paragraph: (f) of this wcnm}
¥, "(py'An international application containing claims 1o dnffer-
- entcategories of invention will be considered to have umty of
_invention if the claims are drawn only 10 onie of the combina-
- ionsof categories as set forth'in PCT Rule 13 2 (see paragraph
< (f)y-of this section) or o' the combination of < o7 <4
sona(1)-Aproduct and ‘a- process for'the manufacture of said
' pmduct or.. . e
. () Aproductanda process of use: of saxd pmduct

1f an application contains claims to more or less than one of
the combinations of categories set forth in PCT Rule 13.2 (see
paragraph (f) of this section) or a combination set forth in
paragraphs (b)(1) or (2) of this section, umty of invention may
not be present.

(¢) If an intemational applxcauon contains claxms to a
category of invention in addition to those categories mcluded in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional category of invention.

(@) Unity of invention will exist where theclaims are limited
to one of the combinations of categories set forth in PCT Rule
13.2 (see paragraph (f) of this section) or in a combination set
forth in paragraphs (b)(1} or (2) of this section. If multiple
products, processes of manufacture or uses are claimed, the first
invention of the category first mentioned in the claims of the
application and the first recited invention of each of the other
categories related thereto will be considered as the inventions to
be searched. Any such holding by the examiner will be made of
record as a holding of lack of unity of invention.

(e) The inventions recited by the claims of different catego-
ries must be related rather than independent inventions.

() The wording of PCT Rule 13 is as fcllows:

“PCT Rule 13 - Unity of Invention
13.1 Reguirement

The international application shall relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (“requirement of unity of inven-
tion"").

13.2 Claims of Different Categories

Rule 13.1 shall be construed as permitting, in particular,
one of the following three possibilities:

(i) in addition to 2n independent claim for a given product,
the inclusion in the same international application of an inde-
pendentclaim for 8 process specially adapted for the manufac-
ture of the said product, and the inclusion in the same intemna-
tional application of an independent claim for a use of the said
product, or

(ii) in addition o an independent claim for a given process,
the inclusion in the same intemational application of an inde-
pendent claim for an apparatus or means specifically designed
for carrying out the said process, or

(iii) in addition to an independent claim for a given
product, the inclusion in the same internation:! application of
an independent claim for a process specially adapted for the
manufacture of the product, and the inclusion in the same inter-
national application of an independcnt claim for an apparatus
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§1476

of micans' spec:ﬁcully dwgned for ce:rymg ‘ol *theipmc&:s
13.3 Claims of One and the Sasmé Catégory + 7’
ubjecnoRule 13:1} it shall be petmitted 1o inchide in the

same mwmammal :application:: two . or- more! independent

product; process, apparams.»:
vered by.a single generic

P ' .
~ Subjectto Rule 13.1, it shall be penmtted to mclude inthe

samemtemauonala 'hcationareasonablenmnberofdepend—

ent claims, claiming specxﬁc forms of the invention claimed in
" an independent claim;, even where the features of any depend-
-entclaim couldbe con51dered as consumung in themselves an
invention: . S
135 Utiliy Models
Any designated State in whxch the grant of a utility model
is sought on the basis of an international application may,
instead of Rules 13.1 to 13.4, apply in respect of the matters
regulated in those Rules the provisions of its national law
concerning utility models once the processing of the intema-
tional application has started in that State, provided that the
applicant shall be allowed at least two months from the expi-
ration of the time limit applicable under Article 22 to adapt his
application to the requirements of the said provisions of the
national law.

{OMB Control Ne. 0651-0011]
{52 FR 20047, May 28, 1987, effective July 1, 1987]

§ 1.476 Determination of unity of invention before
the International Searching Authority.

(a) Before establishing the international search report, the
International Searching Authority will determine whether the
international application complies with the requirement of unity
of invention as set forth in PCT Rule 13 (see § 1.475(f)) and §
1.475.

(b) If the International Searching Authority considers that
the international application does not comply with the require-
ment of unity of invention, it shall inform the applicant accord-
ingly and invite the payment of additional fees (note § 1.445 and
PCT Art. 17(3)(a) and PCT Rule 40). The applicant will be
given a ime period in accordance with PCT Rule 40.3 to pay the
additional fees due.

{c)Inthecase of non-compliance with unity of invention and
where no additional fees are paid, the international search will
be performed on the invention first mentioned (“main inven-
tion™) in the claims.

(d) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior art, or after taking
the prior art into consideration, as where a document discovered
during the search shows the invention claimed in a generic or
linking claim lacks novelty or is clearly obvious, leaving two or
more claims joined thereby without a common inventive
concept. In such a case the International Searching Authority
may raise the objection of lack of unity of invention,

[43 FR 20466, May 11, 1978; redesignated and amended at 52 FR
20048, May 28, 1987, effective July 1, 1987]
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§ 1.477. Protest £0. lack of. nmty af invention, hefore

the International Searching. Authority

(a) Ifthe applicant disagrees with the holding of 1ack of umty
of invention by the International ‘Searching® Authority,” addi-
tional fees may be paid under protest, accompamedbya request
forrefund and a statement setting forthressons for disagreement
or why the required additional fees are consndered excesswe,
both (PCT Rule 40.2(c)). ' ‘

(b) Protest under paragraph @ of this ¢ secuon wxll be exam-
ined by the Commissioner or the Commnssloner s designee. In
the event that the applicant’s protest is determined to be justi-
fied, the additional fees or a portion thereof will be refunded.

(c) An applicant who desires that a copy of the protest and
the decision thereon accompany the international search report
when forwarded to the Designated Offices, may notify the
International Searching Authority to that effect any time priorto
the issuance of the international search report. Thereafter, such
notification should be directed 1o the International Burean (PCT

Rule 40.2(c)).
[43 FR 20466, May 11, 1978; redesignated and amended at 52 FR

20048, May 28, 1987, effective July 1, 1987]
INTERNATIONAL PRELIMINARY EXAMINATION

§ 1.480 Demand for international preliminary
examination.

(a) On the filing of a Demand and payment of the fees for
international preliminary examination (§ 1.482), the interna-
tional application shall be the subject of an intemnational pre-
liminary examination. The preliminary examination fee (§
1.482(a)(1)) and the handling fee (§ 1.482(b)) shall be due at the
time of filing of the Demand.

{b) The Demand shall be made on a standardized printed
form, Copies of the printed Demand forms are available from
the Patent and Trademark Office. Letters requesting printed
forms should be marked “Box PCT".

(c) If the Demand is made prior to the expiration of the 19th
month from the priority date and the United States of America
is elecied, the provisions of § 1.495 shall apply rather than §
1.494.

(d) Withdrawal of aproper Demand will notentitle applicant
10 a refund of the preliminary examination fee or handling fee.

[52 FR 20048, May 28, 1987, effective July 1, 1987]

§ 1.482 International preliminary examination fees.
(a) The following fees and charges for international prelimi-
nary examination are established by the Commissioner under
the authority of 35 U.S.C, 376:
(1) A preliminary examination fee is due on filing the
Demand:

(1) Where an international search fee as set forth in §
1.445(a)(2) has been paid on the international application to the
United States Patent and Trademark Office as an International
Searching Authority, a preliminary examination
€ Of vuvvricerrrcsssssssisssssssssssasassssssssssonsssssssonsssssssasssasaens §370.00

(ii) Where the International Searching Authority for the
international application was an authority other than the United
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States Patent and deemark Ofﬁ i aptehmmary examination
..$570.00

(2) Anaddmcm! prellmmary exammatlon fee when re-

;quu'ed per.additional invention:

(i), Where a-supplemental; search fee as st fonh in §

| l 445(a)(3) has been paid on the international application to the
* United States Patent and Trademark Office as an International

Searching Authority ...... .$125.00
(iiy: Where. the International Searchmg Authority for the

international application was an authority other than the United
States Patent and Trademark Office w.....ccoveeerrrennsns $190.00

(b) The handling fee is due on filing the Demand. Any
necessary supplement to the handling fee shall be paid directly
to the Intemational Bureau.

(35 US.C.6,376)

[OMB Controi No. 0651-0011]

[52 FR 20048, May 28, 1987, effective July 1, 1987]

§ 1.484 Conduct of international preliminary
examination.

(a) An international preliminary examination will be con-
ducted to formulate a non-binding opinion as 1o whether the
claimed invention has novelty, involves inventive step (is non-
obvious) and is industrially applicable.

(b) Nointernational preliminary examination report will be
established prior 0 issuance of an international search report.

(c) No international preliminary examination report will be
conducted on inventions not previously searched by an Interna-
tional Searching Authority.

(d) The International Preliminary Examining Authority will
establish a written opinion if any defect exists or if the claimed
invention lacks novelty, inventive step or industrial applicabil-
ity and will setanon-extendable time limitin the written opinion
for the applicant to respond.

(e) If no written opinion under paragraph (d) of this section
is necessary, or after any written opinion and the response
thereto or the expiration of the time limit for response to such
written opinion, an international preliminary examination re-
port will be established by the International Preliminary Exam-
ining Authority. One copy will be submitted to the International
Bureau and one copy will be submitted to the applicant.

{f) An applicant will be permitted a personal or telephone
interview with the examiner, which must be conducted during
the non-extendable time limit for response by the applicantto a
written opinion. Additional interviews may be conducted where
the examiner determines that such additional interviews may be
helpful to advancing the international preliminary examination
procedure. A summary of any such personal or telephone
interview must be filed by the applicant as a part of the response
to the written opinion or, if applicant files no response, be made
of record in the file by the examiner.

{52 FR 20049, May 28, 1987, effective July I, 1987]

§ 1.485 Amendments by applicant during
internatior:al preliminary examination.
The applicant may make amendments at the time of filing of
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the: ‘Demand and: withir the nme lnmt set by the Inwmaﬁoml -
Preliminary Examining ‘Authority: for mponse any wntten: E

opinion;-Any such ‘amendments: must--+

(1) be made by submiiting a replacement sheet for every

sheet of the application which differs: fmm the sheet it replaces
unléss an entire sheet is cancelled and :

(2) include a description of how (he replacement sheet
differs from the replaced sheet. oy

-If an amendment cancels an entire sheet of the mtemanonal ‘

application, that amendment shall be communicated in a letter.
[52 FR 20049, May 28, 1987, effective Iuly 1, 1987]

§ 1.487 Unity of Invent:on bel‘ore the International
Preliminary Examining Authority.

(a) Aninternational application before the International Pre-
liminary Examining Authcrity will be considered to have unity
of invention if the claims are in accordance with PCT Rule 13
(see § 1.475(f)).

(b) An international application containing claims to differ-
ent categories of invention will be considered to have unity of
invention if the claims are drawn only to one of the combina-
tions of categorics as set forth in PCT Rule 13.2 (see § 1.475(f))
or to the combination of -

(1) a product and a process for the manufacture of said
product or
(2) a product and a process of use of said product.

If an application contains claims to more or less than one of
the combinations of categories of invention set forth in PCT
Rule 13.2 (see § 1.475(f)) or combination set forth in paragraphs
®)(1) or (2) of this section, unity of invention may not be
present.

() If an intemnational application contains claims to a
category of invention in addition to those categories included in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional category of invention.

(d) Unity of invention will exist where the claims are limited
to one of the combinations of categories set forth in PCT Rule
13.2 (see § 1.475(f)) or a combination set forth in paragraphs
(®)(1) or (2) of this section, If multiple products, processes of
manufacture or uses are claimed, the first invention of the
category first mentioned in the claims of the application and the
first recited invention of each of the other categories related
thereto will be considered as the inventions to be examined. Any
such holding by the examiner will be made of record asa holding
of lack of unity of invention,

(¢) The inventions recited by the claims of different catego-
ries must be related rather than independent inventions.

[52 FR 20049, May 28, 1987, effective July 1, 1987]

§ 1.488 Determination of unity of invention before
the International Preliminary Examining
Authority.

(a) Before establishing any written opinion or the interna-
tional preliminary examination report, the Interational Pre-
liminary Examining Authority will determine whether the inter-
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§'1.489

nanonal application cmnphes with the' reqmrement of unity of
invention as set iorth in § 1.487.

(b) If the Intemiational Pnelumnary Examining Authority
considers that the international apphcauon does not comply
with the: requxrement of unity of invention, itmay: =~ =~

(1) Issue a'written oplmon and/or an’ mtemanonal prelimi-
nary examination report; in respect'of the entire international
application and indicate that unity of invention is lacking and
specify the reasons therefor withoutextending an invitation to
restrict  or pay ‘additional fees; No international preliminary
examination will be conducted on inventions not previously
searched by an International Searching Authority.

(2) Invite the applicant to restrict the claims or pay addi-
tional fees, pointing out the categories of the invention found,
within a set time limit which will not be extended. No interna-
tional preliminary examination will be conducted on inventions
not previously searched by an International Preliminary Exam-
ining Authority, or

(3) If applicant fails to restrict the claims or pay additional
fees within the time limit set for response, the Intemational
Preliminary Examining Authority will issue a written opinion
andfor establish an international preliminary examination re-
port on the main invention and shat! indicate the relevant facts
in the said report. In case of any doubt as to which invention is
the main invention, the invention first mentioned in the claims
and previously searched by an International Searching Author-
ity shall be considered the main invention,

(c) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior art, or after taking
the prior art into consideration, as where a document discovered
during the search shows the invention claimed in a generic or
linking claim lacks novelty oris clearly obvious, leaving two or
more claims joined thereby without a common inventive con-
cept. In such a case the Intemational Preliminary Examining
Authority may raise the objection of lack of unity of invention.

{52 FR 20049, May 28, 1987, effective July 1, 1987]

§ 1.489 Protest to lack cf unity of invention before
the International Preliminary Examining
Authority.

(a) If the applicant disagrees with the holding of lack of unity
of invention by the Intemational Preliminary Examining Au-
thority, additional fees may be paid under protes., accompanied
by arequest for refund and a statement setting forth reasons for
disagreement or why the required additional fees are considered
excessive, or both.

(b) Protest under paragraph (a) of this section will be exam-
ined by the Commissioner or the Commissioner’s designee. In
the event that the applicant’s protest is determined to be justi-
fied, the additional fecs or a portion thercof will be refunded.

(c) An applicant who desires that a copy of the protest and
the decision thereon accompany the international preliminary
examination report when forwarded to the Elected Offices, may
notify the International Preliminary Examining Authority to
that effect any time prior to the issuance of the international
preliminary examination report. Thereafter, such notification
should be directed to the International Bureau.

{52 FR 20050, May 28, 1987, effective July 1, 1987]
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- NATIONAL STAGE

§1.491 Entry into the nam:l stage:

-/An international. apphcameamrs the national stage when 3
the applicant has filed the documents and fees required by.35.

U.S £C..371(c) within the periods set in § 1.494.0r § 1 495
{52 FR 20050, May 28, 1987 effective July 1, 1987]

§ 1.492 Natlonal stage fees.

-The following fees-and charges for ihtemauo '*1 appllca-

tions entering the national stage under 35 U.S.C. 371 are
established by the Commissioner under 35U.S.C. 376:
(a) The basic national fee:

(1) Where an international prelumnary examination fee
as set forth in § 1.482 has been paid on the international
application to the United States Patent and Trademark
Office:

By a small entity (§ 1.9(0)) cceeovereerrurene $150.00
By other than a small entity ......cererene $300.00

(2) Where no international preliminary examination fee
as set forth in § 1.482 has been paid w the United States Patent
and Trademark Office, but an international search fee as set
forth in § 1.445(a)(2) has been paid on the intemational appli-
cation to the United States Patent and Trademark Office as an

International Searching Authority:
By a small entity (§ 1.9(f)) coccorrrrvsrcarens $170.00
By other than a small entity ........... weere $340.00

{3) Where no international preliminary examination fee
as set forth in § 1.482 has been paid and no international search
fez assetforthin § 1.445(a)(2) has been paid on the international
application to the United States Patent and Trademark Office:

By a small entity (§ 1.9(£)) ccceecvrurrvurnacs $225.00
By other than a small entity ........ccree.... $450.00

{4) Where the international preliminary examination fee as
set forthin § 1.482 has been paid to the United States Patent and
Trademark Office and the international preliminary examina-
tion repori siaics that the criteriz of novelty, inventive step (non-
obviousness), and industrial applicability, as defined in PCT
Article 33(1) to (4) have been satisfied for all the claims pre-
sented in the application entering the national stage (see §
1.496(b)):

By a small entity (§ 1.9(6)) .....ocovrrurense $25.00
By other than a small entity ...ocieenees $50.00

(b) In addition to the basic national fee, for filing or later
presentation of each independent claim in excess of 3:

By a small entity (§ 1.9()) ...coouvrurvurnnene $17.00
By other than a small entity .........cenn... $34.00

(c) In addition to the basic national fee, for filing or later
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presentamn of eachctaxm (whether independent.or dependent)
in excess of 20 (Note that §:1.75(c) indicates how multiple .

dependentclaunsarecons:dered for fee calculauon purposes )

By a small entity (§ 1 9(1)),
By other than a smal' enuty i

(d) In addluon 1o the basnc nauonal fee, 1f the apphcalmn
contains, -or is amended to contam, a muluple depcndent
claim(s), perapphcanon o

Bya small entity (§ 1 9(0) ................... $55.00
By other than a small entity ........voererer $110.00

(If the additonal fees required by paragraphs (b), (c) and
(d) are not paid on presentation of the claims for which the
additional fees are due, they must be paid or the claimscancelled
by amendment, prior to the expiration of the time period set for
response by the Office in any notice of fee deficiency.)

(e) Surcharge for filing the basic national fee or oath or
declaration later than 20 months from the priority date pursuant
t0 § 1.494(c) or later than 30 months from the priority date
pursuant to § 1.495(c):

By a small entity (§ 1.9()) coocerrersrerenns $55.00
By other than a small entity ...........ce.... $110.00

(f) For filing an English translation of an international appli-
cation later than 20 months after the priority date (§ 1.494(c)) or
for filing an English translation of the international application
or of any annexes to the international preliminary examination
report later than 30 months after the priority date (§ 1.495(c)

AN (€) cerererseranereesarsessesessesssnsansanssneesesnessssssesses sossns $26.00

(35 U.8.C.6,376)

{52 FR 20050, May 28, 1987, effective July 1, 1987]

§ 1.494 Entering the national stage in the United
States of America as a Designated Office.

(a) Where no Demand has been filed with an appropriate
International Preliminary Examining Authority by the expira-
tion of 19 months from the priority date (see § 1.495), the
applicant must fulfill the requirements of PCT Article 22 and 35
U.S.C. 371 within the time periods set forth in paragraphs (b)
and (c) of this section in order to prevent the abandonment of the
international application as to the Unites States of America.
International applications for which those requirements are
timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the invention in the United
States of America.

(b) The appiicant shall furnish to the United States Patent
and Trademark Office not later than the expiration of 20 months
from the priority date -

(1)acopy of the intemational application, unless it has been
previously communicated by the International Bureau or unless
itwasoriginally filed in the United States Patent and Trademark

Office;
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(2) a translation of the, mtemanmal application into the

,Enghsh language, if it was ongmally filed in another language ;

-(3) the basic national fee (see § 1 492(a)) and .. fol
(4) an oath or. declaration of the inventor (see. § l 497)

-£c): The apphcant may | furnish any required nnghsh transia-
uem of the international application, the basic national fee and
the, oath or declaration of the inventor after 20 months but not
laterthantheexpxrauon of22 momhs from thepnontydam'l‘he
payment of the processing fee set forth in § 1.492(f) is required
for acceptance of an English translation later than the expiration
of 20 months after the priority date. The payment of the
surcharge set forthin § 1.492(e) is required for acceptance of the
basic national fee or the oath or declaration of the inventor later
than the expiration of 20 monils after the priority date.
(d) A copy of any amendments to the claims made under PCT
Article 19, and a translation of those amendments into English,
if they were made in another language, must be furnished not
fater than the expiration of 20 months from the priority date.
Amendments under PCT Article 19 which are niot received by
the expiration of 20 months from the priority date will be
considered to be cancelled.

(e) Verification of the translation of the international appli-
cation or any other document pertaining to an international ap-
plication may berequired where itisconsidered necessary, if the
international application or other document was filed in a
language other than English.

() The documents and fees submitted under paragraphs (b)
and (c) of this section must be clearly identified as a submission
to eater the national stage under 35 U.S.C. 371, otherwise the
submission will be considered as being made under 35 U.S.C.
i11.

(g) The time limits set out in paragraphs (b), (¢) and (d) of
this section may not be extended pursuant 1o § 1.136 or other-
wise.

(h) An international application becomes abandoned as 10
the United States 20 months from the priority date if a copy of
the international application is not communicated to the Patent
and Trademark Office prior to 20 months from the priority date
where the United States has been designated but not elected
prior to 19 months from the pricsity date. If a copy of the
international application is communicated within 20 months to
the Patent and Trademark Office, an international application
will become abandoned as to the United States 22 months from
the priority date if the required English translation(s), fees and
oath or declaration under 35 U.S.C. 371(c) are not filed within
22 months from the priority date.

[52 FR 20050, May 28, 1987, effective July 1, 1987]

§ 1.495 Entering the national stage in the United
States of America as an Elected Office

(@) Where a Demand has been filed with an appropriate
International Preliminary Examining Authority and not with-
drawn by the expiration of 19 months from the pricrity date, the
applicant must fulfill the requirements of 35 U.S.C. 371 within
the time periods set forth in paragraphs (b) and (¢) of this section
in order to prevent the abandonment of the international appli-
cation as to the Unites States of America. International applica-
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_fuons forwmmﬁmrequnrernenls are timely fulfilled will enter
the national stage and obtain an examination as to the patenta-
,‘blluy of the invention in the Unites State of America. :-
-.;(b) -The applicant shall furnish to the United States Patem
and Trademark Office notlater than the expuauon of 30 months
.from the priority date- . ~
(l)acopyoﬂhemtematxonalapphcauon unlessnthasbecn

prev:ously communicated by the International Bureau or unless
it was originally filed in the United States Patent and Trademark
Office;

~.(2) a wanslation of the international .application into the
English language, if it was originally file in another language;

(3) the basic national fee (see § 1.492(a)); and

(4) an oath or declaration of the inventor (see § 1.497).

' (¢) The applicant may furnish any required English transla-
tion of the international application, the basic national fee and
the oath or declaration of the inventor after 30 months but not
later than the expiration of 32 months from the priority date. The
payment of the processing fee set forth in § 1.492(f) is required
for acceptance of an English translation later than theexpiration
of 30 months after the priority date. The payment of the
surcharge set forthin § 1.492(e) is required for acceptance of the
basic national fee or the oath or declaration of the inventor later
than the expiration of 30 months after the priority date.

(d) A copy of any amendments ¢o the claims made under
PCT Article 19, and a translation of those amendments into
English, if they were made in another language, must be
furnished not later than the expiration of 30 months from the
priority date. Amendments under PCT Article 19 which are not
received by the expiration of 30 months from the priority date
will be considered to be cancelled.

(e) Atranslation into English of any annexes to an interna-
tional preliminary examination report, if the annexes were made
in ancther language, must be furnished not later than the
expiration of 30 months from the priority date. Translations of
the annexes which are not received by the expiration of 30
months from the priority date may be submitted within 32
months from the priority date accompanied by the processing
fee set forth in § 1.492(f). Translations of the annexes which are
not timely received will be considered to be cancelled.

(f) Verification of the translation of the international appli-
cation or any other document pertaining to an international ap-
plication may berequired wh:ere it is considered necessary, if the
international application or other document was filed in a
language other than English.

(g) The documents submitted under paragraphs (b) and (c)
of this section musi be clearly identified as a submission to enter
the national stage under 35 U.S.C. 371, otherwise the submis-
sion will be considered as being made under 35 U.S.C.111.

(h) The time limits set out in paragraphs (b), (c), (d) and (e)
of this section may not be extended pursuant to § 1.136 or oth-
erwise,

(i) An international application becomes abandoned as to
the United States 30 months from the priority date if a copy of
the international application is not communicated to the Patent
and Trademark Office prior to 30 months from the priority date
andaDemand for International Preliminary Examination which
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o _‘-elecwdmeUmtedsmm@fAmencalmbeenﬁled pnortome‘v

- expiration of 19 monthis from. thepnmty dats. Ifacopy"ofthe ‘

' international apphcanoa i mmmumcated within'30 moniths to
‘the Patent and Tradem: ek Office; an intérnational’ apphcanon
will become abandeaed s to the United States 32 months from
the priority date if the required English lranslatxon(s), fees and
oath or'declaration under 3§ U.S. C 37l(c) arc not ﬁlcd wnthm
32 months from the priority date.: :
. [52 FR 20051, May 28, 1987, effective Iuly 1, 1987]

§ 1.496 Examination of internationsl apphcatlons in

the national stage.

(a) International applications which have complied with the
requirements of 35 U.S.C. 371(c) will be taken up for action
based on the date on which such requirements were met.
However, unless an express request for early processing has
been filed under 35 U.S.C. 371(f), no action may be taken prior
to onc month after enfry into the national siage.

(b) A national stage application filed under 35 U.S.C. 371
may have paid therein the basic national fee as set forth in §
1.492(a)(4) if it contains, or is amended to contain, at the time
of entry into the national stage, only claims which have been
indicated in an international preliminary examination report
prepared by the United States Patent and Trademark Office as
satisfying the criteria of PCT Article 33(1)-(4) as to novelty,
inventive step and industrial applicability. Such national stage
applications in which the basic national fee as set forth in §
1.492(a)(4) has been paid may be amended subsequent (o the
date of entry into the national stage only to the extent necessary
to eliminate objections as to form or to cancel rejected claims,
Such national stage applications in which the basic national fee
as set forth in § 1.492(a)(4) has been paid will be taken up out
of order.

[{S2 FR 20051, May 28, 1987, effective July 1, 1987}

§ 1.497 Oath or declaration uvnder 35 U.S.C.
371(c)(4).

(ay When an applicant of an international application, if the
inventor, desires to enter the naticnal stage under 35U.S.C. 371
pursuant to § 1.494 or § 1.495, he or she must file an oath or
jeclaration in accordance with § 1.63.

(b) Ifthe international application was made as provided in
§ 1.422, 1423 or 1.425, the applicant shall state his or her
relationship to the inventor and, upon information and belief,
the facts which the inventor is required by § 1.63 to state.

[52 FR 20052, May 28, 1987, effective July 1, 1987]

§ 1.499% Unity of invention during the national stage.

(a) An international application which has entered the na-
tional stage by meeting the requirements of 35 U.S.C. 371 will
be considered to have unity of invention if the claims are in
accordance with PCT Rule 13 (see § 1.475(6)).

(b) An application in the national stage containing claims to
differcnt categories of invention will be considered to have
unity of invention if the claims are drawn only to onc of the
combinations of categorics as set forth in PCT Rule 13.2 (see §
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" @a product anda process of use of sand product '
“Ifan apphcauon contains claims 1o more or léss than one of

:the combinations of catégorie$ of inverition 'Set forth in' PCT

Rule 13.2(see§ 1 475(t))orcombmanon setforthin paragraphs
(b)(1) and’ (2) of- thls secuon. umty of mvenuon may not be
present. R

(e an apphcanon in'the’ nanonal stage contains claims to
a category of invention in addition to thosé categories included
inanyoneofthe combinations specified i m paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combination and the claims to the
additional category of invention. '

(d) Unity of invention will exist in an application in the
national stage where the claims are limited to one of the
combinations of categories set forth in PCT Rule 13.2 (see §
1.475(f)) or a combination set forth in paragraphs (b)(1) or (2)
of this section. If multiple products, processes of manufacture or
uses are claimed, ihe first invention of the category first men-
tioned in the claims of the application and the first recited
invention of each of the other categories related thereto will be
considered as the elected invention to be examined. Any such
helding of an election by the examiner will be made in the form
of a restriction requirement which confirms the clection made
by the presentation of claims. Such a restriction requirement
would be made on the basis of whether the inventions are
independent and distinct. Applicant has the right to traverse
such a restriction requirement in the response to the Office
action in which the election is indicated.

* (e) The inventions recited by the claims of different catego-
ries must be related rather than independent inventions.

(f) If the examiner finds that a national stage application
lacks unity of invention, the examiner may in an Office action
require the applicant in the response to that Office action to elect
the invention to which the claims shall be restricted, this official
action being called a requirement for restriction. Such require-
ment may be made before any action on the merits but may be
made at any time before the final action at the discretion of the
examiner. Review of any such requirement is provided under §§
1.143 and 1.144.

{52 FR 20052, May 28, 1987, effective July 1, 1987]

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART

§ 1.501 Citation of prior art in patent files,

(a) At any time during the period of enforceability of a
patent, any person may cite to the Patent and Trademark Office
in writing prior art consisting of patents or printed publications
which that person states to be pertinent and applicable to the
patent and belicves to have a bearing on the patentability of any
claim of a particular patent. If the citation is made by the patent
owner, the explanation of pertinency and applicability may
include an explanation of how the claims differ from the prior
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- art Citations by the patent owner under '8 1555 arid’by a
mexammaumremnesmmn&elmeﬁ 1. Slt)ar §1:535willbe -
. entéred in:the patenit file during asreexamination’ pmceedmg

The'entry in the-patent file of citations submitted after the date

~of an order to' reexamine pursuant to: §1.525: by persons ‘other
than the patent owner, or areexamination requester urnidereither
§:1:510:0r §:1.535, will:be: delayed unul me reexammauon
proceedings have been terminated;

(b) If the person making the citation wnshes lus or hcr
identity to be excluded from: the patent file and kept confiden-
tial, the citation papers must be submitted without any ldenufl-
cation of the person making the submission.

*(c) Citations of patent or printed publications by the pubhc
in patent files should either: (1) Reflect that a copy of the same
has been mailed to the patent owner at the address as provided
forin § 1.33(c); orinthe event serviceis not poss:ble 2) be filed
with the Office in duplicate.

{46 FR 29185, May 29, 1981]

REQUEST FOR REEXAMINATION

¢ 1.510 Request for reexamination.

(a) Any person may, at any time during the period of
enforceability of a patent, file arequest for reexaminagion by the
Patent and Trademark Office of any claim of the patent on the
basis of prior art patents or printed publications cited under §
1.501. The request must be accompanied by the fee forrequest-
ing reexamination set in § 1.20(c).

(b) Any request for reexamination must include the follow-
ing parts:

(1) A statement pointing outeach substantial new question
of patentability based on prior patents and printed publications.

(2) An identification of every claim for which reexamina-
tion is requested, and a detailed explanation of the pertinency
and manner of applying the cited prior art to every claim for
which reexamination is requested. If appropriate the party
requesting reexamination may also point out how claims distin-
guish over cited prior art,

(3) A copy of every patent or printed publication relied
upon or referred to in paragraph (b)(1) and (2) of this section ac-
companied by an English language translation of all the neces-
sary and pertinent parts of any non-English language patent or
printed publication.

(4) The entire specification (including claims) and draw-
ings of the patent for which reexamination is requested must be
furnished in the form of cut-up copies of the original patent with
only a single column of the printed patent securely mounted or
reproduced in permanent form on one side of a separate paper.
A copy of any disclaimer, certificate of correction, or reexami-
nation certificate issued in the patent must also be included,

(5) A certification that a copy of the request filed by a
person other than the patent owner has been served initsentirety
on the patent owner at the address as provided forin § 1.33(c).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to
the Office.

(c) If the request does not include the fee for requesting
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beso mmﬁed and'givenan oppommxty 6 comp!ete the: request
‘withifi a spcclﬁed time: If thie fee for requesting reéxamination
hiasbeen'paid bt the defect in t.hegreq SIS N0 orrected wuhm
ithie' specnf edtiie; the determmauon whether-or not o mstltutc
‘recxamination will be niadé on the requestas itthenexists, If the
feé for requestmg reexamination has niot been'paid; 16 determi-
‘nation will be made and the reqitest will bépliced in the patent
file as a-citation’ if it: complies with'thé réquirements of §
1.501(a).

(d) The filing of the request is: (1) The date on which the
request including the entire fee for requesting reexamination is
received in the Patent and Trademark Office; or (2) the date on
which the 1ast pomon of the fec for requesung reexammatlon is
received.

(e) A request filed by the patent owner, may include a
proposed amendment in accordance with § 1.121(f).

(f) If a request is filed by an attorney or agent identifying
another party on whosé behalf the request is being filed, the
attorney or agent must have a power of attorney from that party
or be acting in a representative capacity pursuant to § 1.34(a).

OMB Control N. 0651-0011}

{46 FR 29185, May 29, 1981; para. (a), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982]

§ 1.515 Determination of the request for
reexamination,

(a) Within three months following the filing daic of arequest
for reexamination, an examiner will consider the request and
determine whether or not a substantial new question of patenta-
bility affecting any claim of the patent is raised by the request
and the prior art cited therein, with or without consideration of
other patents or printed publications. The examiner’s determi-
nation will be based on the claims in effect at the time of the
determination and will become a part of the official file of the
patent and will be given or mailed to the patent owner at the
address as provided for in § 1.33(c) and to the person requesting
reexamination.

(b) Where no substantial new question of patentability has
been found, a refund of a portion of the fee for requesting
reexamination will be made to the requester in accordance with
§ 1.26(c).

(¢) The requester may seek review by a peltition to the
Commissioner under § 1.181 within one month of the mailing
date of the examiner’s determination refusing reexamination,
Any such petition must comply with § 1.181(b). If no petition is
timely filed or if the decision on petition affirms that no
substantial new question of patentability has been raised, the
determination shall be {inal and nonappealable.

§ 1.520 Reexamination at the initiative of the
Commissioner.

The Commissioner, at any time during the period of cn-
forceability of a patent, may determine whether ornotasubstan-
tial new question of patentability is raised by patents or printed
publications which have been discovered by the Commissioner
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,510 Nomxally requests from Qutslde the Pawnt and Trade-
mark OffwethatmeComm:ssmnermldenake reexaminationon
hxs own initiative wﬂl not be considered.-Any determmauon to
initiate reexamination under this section will become a part of
the official file of the patent and will be given or mailed to the
patent owner at the address.as provided for in § 1.33(c).. -

REEXAMINATION

§ 1 525 Order to reexamine.

(a) If a substantial new question of patentabnlny is found
pursuantto § 1.515 or § 1.520, the determination will include an
order for reexamination of the patent for resolution of the
question. If the order for reexamination resulted from a petition
pursuant to § 1.515(c), the reexamination will ordinarily be
conducted by an examiner other than the examiner responsible
for the initial determination under § 1.515(a).

(b) If the order for reexamination of the patent mailed o the
patent owner at the address as provided for in § 1.33(c) is
returned to the Office undelivered, the notice published in the
Official Gazette under § 1.11(c) will be considered to be
constructive notice and reexamination will proceed.

§ 1.530 Statement and amendment by patent owner.

(a) Exceptas provided in § 1.510(e), no statement or other
response by the patent owner shal! be filed prior to the determi-
nations made in accordance with §§ 1.515 or 1.520. If a
premature statement or other response is filed by the patent
owner it will not be acknowledged or considered in making the
determination.

(b) The order for reexamination will set a period of not less
than two months from the date of the order within which the
patent owner may file a statement on the new question of
patentability including any proposed amendments the patent
owner wishes to make.

{c) Any statement filed by the patent owner shall clearly
point out why the subject matter as claimed is not anticipated or
rendered obvious by the priorart patents or printed publications,
either alone or in any reasonable combinations. Any statement
filed must be served upon the reexamination requester in accor-
dance with § 1.248.

(d) Any proposed amendmenits to the description and claims
must be made in accordance with § 1.121(f). No amendment
may enlarge the scope of the claims of the patent or introduce
new matter. No amended or new claims may be proposed for
entry inanexpired patent, Moreover, noamended or new claims
will be incorporated into the patent by certificate issued after the
expiration of the patent.

(e) Although the Office actions will treat proposed amend-
ments as though they have been entered, the proposed amend-
ments will not be effective until the reexamination certificate is

issued.
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- befiled by the reexamination requester withintwo nontasfrom
. ,»medate of. se.mceofihe paténtowner’s statement: Anyreply by
the requester must be served upon the: patént:owner 'in accor-
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30 may

dance with § 1. 248 1If the patent owner.does not file a statement

under §1.530, no reply or other. submnssxon from the reexami-

nation requestcr will be conSIdered

§ l 540 Consnderatlon of responses : :

-The failure to timely file or serve the documems set forthin
§ 1.530 or in § 1.535 may result in their being refused consid-
eration. No submissions other than the siatement pursuant to §
-1.530 and the reply by the requester pursuant o § 1.535 will be
considered prior t0 examination,

§ 1.550 Conduct of reexamination proceedings.

(a) Allreexamination proceedings, including anyappeals to
the Board of Patent Appeals and Interferences, will be con-
ducted with special dispatch within the Office. After issuance of
the reexamination order and expiration of the time for submit-
ting any responses thereto, the examination will beconductedin
accordance with §§ 1.104-1.119 and will result in the issuance
of a reexamination certificate under § 1.570.

(b) The patentowner will be given atleast 30 daysto respond
to any Office action. Such response may include further state-
ments in response to any rejections and/or proposed amend-
ments or new claims to place the patent in a condition where all
claims, if amended as proposed, would be patentable.

(c) The time for taking any action by a patent owner in a
reexamination proceeding will be extended only for sufficient
cause, and for a reasonable time specified. Any request for such
extension must be filed on or before the day on which action by
the patent owner is due, but in no case will the mere filing of the
request effect any extension.

(d) If the patent owner fails to file a timely and appropriate
response to any Office action, the reexamination proceeding
will be terminated and the Commissioner will proceed to issue
a certificate under § 1.570 in accordance with the last action of
the Office.

(e) Thereexamination requester will be sent copies of Office
actions issued during the reexamination proceeding. Any docu-
ment filed by the patcnt owner must be served on the reguester
in the manner provided in § 1.248. The document must reflect
service or the document may be refused consideration by the
Office. The active participation of the reexamination requester
ends with the reply pursuantto § 1,535, and no further submis-
sions on behalf of the reexamination requester will be acknowl-
edged or considered. Further, no submissions on behalf of any
third parties will be acknowledged or considered unless such
submissions are (1) inaccordance with § 1.510 or (2) entered in
the patent file prior to the date of the order to recxamine pursuant
to § 1.525. Submissions by third parties, filed after the date of
the order to recxamine pursuant to § 1,525, must meet the
requirements of and will be treated in accordance with §

1.501(a).
[46 FR 29185, May 29, 1981; para. (c), 49 FR 556, Jan, 4, 1984,
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§ 1 552 Scope of reexammation im reexammatlon s
proceedings.

:-(a): Patent claims will bereexammedm :!wbas:s of patems |

or printed publications.:

.(b) -Amended or new clmms presemed Mmg areexaming-

uon proceeding must not enlarge the scope of the claims of the
patent and will be examined on the:basis of patents ‘or printed
publications and also for compliance with the requirements of

350U.8.C. 112 and the new maticr prohibitsos of 35 U.S.C. 132.

- () Questions other than those indicated in paragraphs (a)-
and (b) of this section will not be resolved in a reexamination
proceeding. If such guestions are discovered during a reexami-
nation proceeding, the existence of such questions will be noted
by the examiner in an Office action, in which case the patent
owner may desire to consider the advisability of filing a reissue
application to have such questions considered and resolved.

§ 1.585 Duty of disclosure in reexamination
proceedings.

() A duty of candor and good faith toward the Patent and
Trademark Office rests on the patent ownes, on each attomey or
agent who represents the patent owner, and on every other
individual who is substantively involved on behalf of the patent
owner in areexamination proceeding. All sach individuals who
are aware, or become aware, of patents or printed publications
material to the reexamination which have niot been previously
made of record in the patent file must bring such patents or
printed publications to the aitention of the Office. An informa-
tion disclosure statement, preferably in accordance with § 1,98,
should be filed within two months of the date of the order for
regxamination, or as soon thereafter as possible in order to bring
such patents or printed publications to the agtention of the
Office.

() Disclosures pursuant to this section must be accompa-
nied by a copy of each foreign patent document or non-patent
printed publication which is being disclosed or by a statement
that the copy is not in the possession of the person making the
disclosure and may be made to the Office through an attorney or
agent having responsibility on behalf of the patent owner for the
regxamination proceeding or through a patent owner acting in
his or her own behalf, Disclosure to such an atworney, agent or
patentowner shall satisfy the duty of any other individual. Such
an attomey, agent of patent owner has no duty 1o transmit
information which is not material to the reexamination.

(¢) Thedutiesof candor, good faith, and disclosure required
in paragraph (a) of this section have not been complied with if
any fraud was practiced or attempted on the Office or there was
any violation of the duty of disclosure through bad faith or gross
negligence by, or on behalf of, the patent owner in the reexami-
nation proceeding.

(d) The responsibility for compliance with this section rests
upon the individuals identified in paragraph (a) of this section
and noevaluation will be made in the reexamination proceeding
by the Office as to compliance with this section. If questions of
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§ l 560 Interv:ews in reexammatlon proceedm gs.

(a) Interviews inreexamination proceedings pending before
the Office between examiners and the owners of such patents or
their attorneys or agents of record must be had in the Office at
such times, within Office hours, as the respective examiners
may designate. Inferviews will not be permmed at any other
time or place without the authority of e Commissioner. Inter-
views for the discussion of the patentability of claims in patents
involved in reexamination proceedmgs will not be had prior to
the first official action thereon. Interviews should be arranged
for in advance. Requests that reexamination requesters partici-
pate in interviews with examiners will not be granted.

(b) In every instance of an interview with an examiner, a
complete written statement of the reasons presented at the
interview as warranting favorable action must be filed by the
patent owner. An interview does not remove the necessity for
response to Office actions as specifiedin § 1.111.

§ 1.565 Concurrent office proceedings.

(a) Inany reexamination proceeding before the Office, the
patent owner shall call the attention of the Office to any prior or
concurrent proceedings in which the patent is or was involved
such as interferences, reissue, reexaminations, or litigation and
the results of such proceedings.

(b) If a patent in the process of recxamination is or becomes
involved in litigation or a reissue application for the patent is
filed or pending, the Commissioner shall determine whether or
not to stay the reexamination or reissue proceeding.

{¢) if reexamination is ordered while a prior reexamination
proceeding is pending, the reexamination proceedings will be
consolidated and result in the issuance of a single certificate
under § 1.570.

(d) If areissue application and a reexamination proceeding
on which an order pursuant to § 1.525 has been mailed are
pending concurrently on a patent, a decision will normally be
made to merge the two proceedings or to stay one of the two
proceedings. Where merger of a reissue application and a
reexamination proceeding is ordered, the merged examination
will b conducted in accordance with §§ 1.171 through 1.179
and the patent owner will be required to place and maintain the
same claims in the reissue application and the reexamination
proceeding during the pendency of the merged proceeding. The
examiner’s actions and any responses by the patent owner ina
merged proceeding will apply to both the reissue application
and the reexamination proceeding and be physically entered
into both files. Any reexamination proceeding merged with a
reissue application shall be terminated by the grant of the
reissued patent,

(¢) If apatent in the process of recxamination is or becomes
involved in an interference, the Commissioner may stay reex-
amination or the interference, The Commissioner will not
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. §L570

days of a decision by.an examiner-in-chief denymg the motion

for a stay or such other time as the examiner-in-chief may set.

{46 FR 29185, May 29, 1981; paras. (b) & (d),, 47 FR 21753, May

19, 1982, effective July 1, 1982; paras. (b)& (e),49 FR48416 Bee. 12,

1984 SOFR 23123 , May 31, 1985]

| CERTIFCATE, o

§ 1. 570 Issuance of reexammatwn certlhcate after
reexamination proceedmgs.

(a) Uponthe comlusmn of reexamination prdcéedmgs, the

Commissioner will issue a certificate in accordance with 35
U.S.C. 307 setting forth the results of the reexamination pro-
ceeding and the content of the patent following the reexamina-
tion proceeding.

(b) A certificate will be issued in each patem in which a
reexamination proceeding has been ordered under § 1.525. Any
statutory disclaimer filed by the patent owner will be made part
of the certificate.

(c) The certificate will bemalled on the day of its date to the
patent owner at the address as provided for in § 1.33(c). A copy
of the certificate will also be mailed to the requester of the
recxamination proceeding.

(d) If a certificate has been issued which cancels alt of the
claims of the patent, no further Office proceedings will be
conducted with regard o that patent or any reissue applications
or reexamination requests relating thereto.

(e) If the reexamination proceeding is terminated by the
grant of a reissued patent as provided in § 1.565(d) the reissued
patent will constitute the reexamination certificate required by
this section and 35 U.S.C. 307.

£y A notice of the issuance of each certificate under this
section will be published in the Official Gazette on its date of

issuance,
{46 FR 29185, May 29, 1981; para. (e), 47 FR 21753, May 19,

1982, effective date July 1, 1982]

Subpart E - Interferences

§ 1.661 Scope of rules, definitions.

This subpart govemns the procedure in patentinterferences in
the Patent and Trademark Office. This subpart shall be con-
strued to secure the just, speedy, and inexpensive determination
of every interference. For the meaning of terms in the Federal
Rules of Evidence as applied to interferences, see § 1.671(c).
Unless otherwise clear from the context, the following defini-
tions apply to this subpart:

(ay “Additional discovery” is discovery to which a party
may be entitled under § 1.687 in addition to discovery to which
the party is entitled as a matter of right under § 1.673(a) and (b).

(b) “Affidavit” means affidavit, declaration under § 1.68, or
statutory declarationunder 28 U.S.C. 1746. A transcriptof an ex
parte deposition may be used as an affidavit.

(¢) “Board” means the Board of Patent Appeals and Inter-
ferences.
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wAd) ‘Case—m—cmet” means: that :portion:of a party’s case
where the party has the burden of going forward withevidence.

(e) “Case-in-rebutial” means that portion of a party’s case

whercthepanyprmms evidencein rebuttalw thecase-m-chxef;iﬂ

of another party.
(B A¥count™defines the mterfenng subjectmattcrbetween

(l) two or more applications or (2) one or moreapplicationsand -

one:or:more patents: When there is:more than 'one count, each
count shall dzfing a separate patentable invention. Any claim of
anapplication or patent which'corresponds to a count is a claim
involved in the interference within the meaning of 35.U.S.C.
135(a). A claim of a patent or application which is id-ntical to
acount js said to “‘correspond exactly” to the count. A ciaim of
a patent or application which is not identical to a count, but
which defines the same patentable invention as the count, is said
to “correspond substantially” to the count. When a count is
broader in scope than all claims which corzespond to the count,
the count is a “phantom count.” A phantom count is not
patentable to any party.

(g) The “effective filing date” of an application or a patent
is the filing date of an earlier application accorded to the appli-
cation or patent ander 35 U.S.C. 119, 120, or 365.

(h) In the case of an application, “filing date” means the
filing date assigned to the application. In the case of a patent,
“filing date” means the filing date assigned to the application
which issued as the patent.

(i) An*“interference” is aproceeding msutu(ed in the Patent
and Trademark Office before the Board to determine any
question of patentability and priority of invention between two
or more parties claiming the same patentable invention. An
interference may be declared between two or more pending
applications naming different inventors when, in the opinion of
an examiner, the applications coniain claims for the same
patentable invention. An interference may be declared between
one or more pending applications and one or more unexpired
patents naming different inventors when, in the opinion of an
examiner, any application and any unexpired patent contain
claims for the same patentable invention,

(j) An “interference-in-fact” exists when at least one claim
of aparty which corresponds to a count and at least one claim of
an opponent which corresponds to the count define the same
patentable invention.

(k) A “lead” attorney or agent is a registered attorney or
agent of record who is primarily responsible for prosecuting an
interference on behalf of a party and is the attorney or agent
whom an examiner-in-chief may contact to set times and take
other action in the interference.

(1) A “party” is (1) an applicant or patentce involved in the
interference or (2) a legal representative or an assignee of an
applicant or patentee involved in an interference. Where acts of
a party are normally performed by an attorney or agent, “party”
may be construed to mean the attorney or agent. An “inventor”
isthe individual named as inventor in an application involved in
an interference or the individual named as inventor in a patent
invoived in an interferernce.

(m) A“seniorparty” is the party withearliest effective filing
date as to all counts or, if there is no party with the earliest
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effecnvefdmgdawasmaummthcpanymmﬂnewm;

ﬁhngdate A “junior party™ Js&xyoﬂwrpany

=(m)- Invention: A’ is: the* same: p&cmable mvamm asanf
mvenwn #B%-when: invention A" s ‘the :same:-as (35"
U.S.C:102) or.is-obvious 35U.S.C: 103) inview of invengion
“B”assuming invention*'B” is prior art withréspect to inivention :
“A”. Invention:“A”.is a “separate patentable invention™ with:
respect to invention “B” when invention “A” isnew (35 U.S.C.-
102) and non-obvious (35 U.8.C:103) in view of invention “B”™
assummg invention “B” is pnm' art with respect o mvenmn ’

I A”
(o) “Swom means swmnm'afﬁrmed

(p) “United States” means the Umted S(ates of Anmca, its :

territories and possessions. -
{49 FR 48416, Dec. 12, 1984, effective Feb 11, 1985 50 FR

23123, May 31, 1985, ]

§1.602 Interestin applications and patentsinvelved
in an interference.

(a) Unless good cause is shown, an interference shall not be
declared or continued between (1) applications owned by a
single party or (2) applications and an unexpired patent owned
by a single party. :

(b) The parties, within 20 days after an interference is
declared, shall notify the Board of any and all right, title, and
interest in any application or patent involved or relied upon in
the interference enless the right, title, and interest is set forth in
the notice declaring the interference.

(cy If a change of any right, title, and interest in any
application or patent involved or relied upon in the interference
occurs after notice is given declaring the interference and before
the time expires for seeking judicial review of a final decision
of the Board, the parties shall notify the Board of the change

within 20 days of the change.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985])

§ 1.603 Interferemce between applications; subject
matter of the interference,

Before an interference is declared between two or more
applications, the examiner must be of the opinion that there is
interfering subject matter claimed in the applications which is
patentable to each applicant subject to a judgment in the inter-
ference. The interfering subject matter shall be defined by one
or more counts. Each count shall define a separate patentable
invention, Each application must contain, or be amended to
contain, at least one claim which corresponds to each count. All
claims in the applications which define the same patentable
invention as a count shall be designated to correspond to the

count.
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.604 Request for interference between
applications by an applicant,
(a) An applicant may scek to have an interference declared
with an application of another by (1) suggesting a proposed
count and presenting a claim corresponding to the proposed
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§1:606

count, @) uiemfymg the other: apphcaum and,:if known, a’
claim in the other application which correspondsto the pro-
posed count; 'and(?.) explamm fwhy‘“an uucrferencc should be
declared. : '
<.(bYy~'When an: apphwnt ‘presents a- clalm known 0 lhe
apphcant to define the same patentable-invention claimed ina
pending application of another; the applicant shall identify that -
pending application, unless the claim is presented in response to -
a'suggestion by the examiner. The examiner ‘shall notify the
Commissioner of any instance ‘where it:appears.an applicant
may have failed to comply with the provisions of this paragraph. -
[49 FR 48416, Dec. 12. 1984, &dded r*ﬂ'ecuve Feb. 11, 1985]

§ l 605 Suggesuon of clalm to apphcant by
examiner. -

(a) The examiner may suggest that an applicant present a
claim in an application for the purpose of an interference with
anotherapplication cra patent. The applicant to whom the claim
is suggested shall amend the application by presenting the sug-
gested claim with in a time specified by the examiner, not less
than one month. Failure or refusal of an applicant to timely
present the suggested claim shall be taken without further action
as a disclaimer by the applicant of the invention defined by the
suggested claim. At the time the suggested claim is presented,
the applicant may also (1) call the examiner’s attention to other
claims already in the application or which are presented with the
suggested claim and (2) explain why the other claims would be
more appropriate to be included in any interference which may
be declared.

(b} The suggestion of a claim by the examiner for the
purpose of an interference will not stay the period for response
to any outstanding Office action. When a suggested claim is
timely presented, ex parte proceedings in the application will be
stayed pending a determination of whether an interference will

be declared.
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.606 Interference between an application and a
patent; subject matter of the interference.

Before an interference is declared between an application
and an unexpired patent, an examiner must determine that there
is interfering subject matter claimed in the application and the
patent which is patentable to the applicant subject toa judgment
in the interference. The interfering subject matter will be de-
fined by one or more courts. Each count shall dzfine a separate
patentable invention. Any application must contain, or be
amended (o contain, at least one claim which corresponds to
eacicount, Allclaimsin the application and patent which define
the same patentable invention as a count shall be designated to
correspond to the count. At the time an interference is initially
declared (§ 1.611), a count shall not be narrower in scope than
any patent claim which corresponds to the count and any single
patent claim will be presumed, subject to a motion under §

1.633(c), not to contain separate patentable inventions.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)
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bemeeh an apphcaubn and an'uhexpxred patcnt by (1) present-.:f

ing a proposed count and a claim corresponding tothe proposed

count and, if any claim-of the patent.orapplication doesinot:
cerrespond exactly to the proposed count, explaining. why-an'
ingerference should be declared, (2) identifying the patent and -
indicating which claim in the application  and which claim or-
claims of the patent correspond to the proposed count; and (3).-
applying the terms of the application claim corrwpondmgto the -

count 1o the disclosure of the application. .

{b) When an applicant secks an inicrference with a patent,
examination of the application, including any appeal to the.
Board, shall be conducted with special dlspalch within the
Patent and Trademark Office. The examiner shall determine
whether there is interfering subject matter claimed in the appli-
cation and the patent which is patentable to the applicant subject
o ajudgment in an inierference, If the examiner determines that
there is any interfering subject matter, an interference will be
declared. If the examiner determines that there is no interfering
subject matter, the examiner shall state the reasons why an
interference is not being declared and otherwise act on the
application.

{c) When an applicant presents a claim which corresponds
exactly or substantially to a claim of a patent, the applicant shall
identify the patent and the number of the pateat claim, unless the
claim is presented in response (o a suggestion by tae examiner,
The examiner shall notify the Commissioner of any instance
where an applicant fails to identify the paient.

(d) A notice that an applicant is secking to provoke an
interference with a patent will be placed in the file of the patent
and acopy of the notice will be sent to the patentee, The identity
of the applicant will not be disclosed unless an interference is
declared. If a final decision is made not to declare an interfer-
ence, a notice to that effect will be placed in the patent file and

will be sent to the patentee.
49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

& 1.608 Interference between an application and a
patent; prima facie showing by applicant.

(a) When the earlier of the filing date or effective filing date
of an application is three months or less after the earlier of the
filing date or effective filing date of a patent, the applicant,
before an interference will be declared, shall file an affidavit
alleging that there is a basis upon which applicant is entitled to
a judgment relative to the patentee,

(b) When the earlier of the filing date or the effective filing
date of an application is more than three months after the carlier
of the filing date or the effective filing date under 35 U.S.C. 120
of a patent, the applicant, before an interference will be de-
clared, shall file (1) evidence which may consist of patents or
printed publications, other documents, and one or more affida-
vits which demonstrate that applicant is prima facie entitled to
ajudgmentrelative to the patentee and (2) an explanation stating
with particularity the basis upon which the applicant is prima
facie entitled to the judgment. Where the basis upon which an
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; app!ncammamled to ]udgmemrelauve mapatenteexs pricrity -
“of invention, the evidence shall include affidavits by the‘appli--

- cant, if -possible, afid ‘one .or more corroborating ‘ witnesses,
suppomd bydocumemary evidence; if avaﬂable, €ach'setting:
outafactual description of acts and circumstancesperformedor

observed by the affiant, which collectively would prima facie
entitle the applicant to judgment on pricrity with respect to the

earlier of the filing date or effective filing date of the patent. To-
facilitate preparation'of a record(§ 1.653 (g) and (h)) for final’

hearing, an applicant should file affidavits on paper which is 8
1/2 x 11 inches (21.8 by 27.9 cm.). The significance of any
printed publication or other document whichis sélf-anthenticat-
ing within the meaning of Rule 902 of the Federal Rules of
Evidence or § 1.671(d) and any patent shail be discussed in an
affidavit or the explanation. Any printed publication or other
document which is not seif-authenticating <hall be authenti-
cated and discussed with particularity in an affidavit. Upon a
showing of sufficient cause, an affidavit may be based on
information and belief. If an examiner finds an application to be
incondition for declaration of an interference, the examiner will
consider the evidence and explanation only to the extent of
determining whether a basis upon which the application would
be entitled to a judgment relative to the patentes is alleged and,
if a basis is alleged, an interference may be declared.
[49 FR 48416, Dec. 12, 1984. added effective Feb. 11, 1985)

§ 1.609 Preparation of mterference papers by
examiner.
When the examiner determines that an interference should
be declared, the examiner shall forward to the Board:
(a) All relevant application and patent files and
(b) A statement identifying:

(1) The proposed count or counts;

(2) The claims of any application or patent which corre-
spond to each count, stating whether the claims correspond
exactly or substantially to each count;

(3) Theclaims in any application which are deemed by the
examiner o be patentable over any count; and

(4) Whether an applicant or patentee is entitled to the
benefit of the filing date of an earlier application and, if so,
sufficient information to ideniify the earlier application.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§1.610 Assignment of interference to examiner-in-
chief, time period for completing interference.

(a) Each interference will be declared by an examiner-in-
chief who may enter all interlocutory orders in the interference,
except that only a panel consisting of at least three members of
the Board shall (1) hear oral argument at final hearing, (2) enter
a decision under 8§ 1.617, 1.640(c) or (e), 1.652, 1.656(i) or
1.658 or (3) enter any other order which terminates the interfer-
ence.

(b) As necessary, another examiner-in-chief may act in
place of the one who declared the interference. Unless otherwise
provided in this section, at the discretion of the examincr-in-
chief assigned (o the interference, a panel consisting of two or
more members of the Board may enter interlocutory orders.
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ence, Times for taking action shall be set and the examiner-in-
chief shall exercise control over the mterference such that the
pendency of the mterferencebefore theBoarddQesnotnormally
exceed WO years.,

(d) An exammer—m-chnef may hold a conference wuh the
pames 10 consxder' (1), Sxmphﬁcauon of any xssues, (2) the
necessity or desirability of amendments. io counts, 3) the
possibility of obtaining admissions of fact and genuineness of
documents which will avond unnecessary proof, (4) any limita-
tions on the number of expert witnesses, (5) the time and place
for conducting a deposition (§ 1.673(g)), and (6) any other
matter as may aid in the disposition of the interference. After a
conference, the examiner-in-chief may enter any order which
may be appropriate.

(e) The examiner-in-chief may determine a proper course of
conduct in an interference for any situation not specifically
covered by this part.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

£ 1.611 Declaration of interference.

{a) Notice of declaration of an interference will be sent io
each party.

(by Whenanotice of declaratinnis returned to the Patentand
Trademark Office undelivered, or in any other circumstance
where appropriate, an examiner-in-chief may (1) send a copy of
the notice to a patentee named in a patent involved in an
interference or the patentee’s assignee of record in the Pateni
and Trademark Office or (2) order publication of an appropriate
notice in the Official Gazette.

(c) The notice of declaration shall specify:

(1) The name and residence of each party involved in the
interference.

(2) Thename and address of record of any attorney oragent
of record in any application or patent involved in the interfer-
ence;

(3) The name of any assignee of record in the Patent and
Trademark Office;

(4) Theidentity of any applicaticn or patent involved in the
interference;

(5) Where a party is accorded the benefit of the filing date
of an earlier application, the identity of the earlier application;

(6) The count or counts;

(7y The claim or claims of any application or any patent
which correspond to each count; and

(&) The order of the parties.

{dy The notice of declaration may also specify the time for:
(1) Filing a preliminary statement as provided in § 1.621(a); (2)
serving notice that a preliminary statement has been filed as
provided in § 1.621(b); and (3) filing prcliminary motions
authorized by § 1.633, oppositions to the motions, and replies to
the oppositions,

(e) Notice may be given in the Official Gazette that an
interference has been declared involving a patent.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23123, May 31, 1985, |
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(c) Unless omerwnse parovmd in ﬂus subpan,j umesﬁfor ‘

.::§.;-' 1.6 lj‘5

§ 1.612 Access to.applications.....

(a) Afwt an. interference is declared; each party shall have
access /1] and may oblain copies of the files of any application
set:out in lhe notice declaring. the :interference, except: for
affidavits filed under § 1.131 and any evidence and explanauon
under § 1.608 filed separate from an. amendment. . g

. (b). Aftcr preliminary motions under §-1 633 are dcc1ded 6]
1 640(b)), each party shall have access to and may obtain copies
of any affidavit filed under § 1.131 ‘and any- evidence and
explanation filed under § 1.608 in any application set out in the
notice declaring the interference.

{c) ‘Any evidence and explanation filed under § 1.608 in the
file of any application identified in the notice declaring the
interference shall be served when required by § 1.617(b).

" (d) Theparties at any time may agree to exchange copies of
papers in the files of any application identified in the notice

identifying the interference.
[49 FR 48416, Dec. 12, 1984, cffective Feb. 11, 1985; 50 FR

23124, May 31, 1985)

§ 1.613 Lead attorney, same attorney representing
different parties in an interference,
withdrawal of attorney or agent.

(a) Each party may be required to designate one attorney or
agent of record as the lead attorney or agent.

(b} The same attorney or agent or members of the same firm
of attomeys or agents may not represent two or more parties in
an interference except as may be permitted under this Chapter.

(c) An examiner-in-chief may make necessary inquiry to
determine whether an attorney or agent should be disqualified
from representing a party in an interference, If an examiner-in-
chief is of the opinion that an attorney or agent should be
disqualified, the examiner-in-chief shall refer the matter to the
Commissioner. The Commissioner will make a final decision as
to whether any atiorney or agent should be disqualified.

(d) No attorney or agent of record in an interference may
withdraw as attorney or agent of record except with the approval
of an examiner-in-chief and after reasonable notice io the party
on whose behalf the attorney or agent has appeared. A request.
1o withdraw as attorney or agent of record in an interference

shall be made by motion (§ 1.635).
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.614 Jurisdiction over interference.

(a) The Board shall assume jurisdiction over an intcrference
when the interference is declared under § 1.611.

(b) When the interference is declared the interference is a
contested case within the meaning of 35 U.S.C. 24.

(c) The examiner shall have jurisdiction over any pending
application until the interference is declared. An examiner-in-
chief, where appropriate, may for a limited purpose restore
jurisdiction to the examiner over any application involvedin the

interference.
[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

§ 1.615 Suspension of ex parte prosecution.
(a} When an interference is declared, ex parie prosecution
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.. of an apphcatwn mvolved in’ the intetference’ is stxspmdcd

© . Amendments: and ‘other papers’ ‘related 't me%applzcanon re-
o ceived during pe
or considered i the mterference wnhout the consent ofu_‘ n

of the interférence will not be eritered

examiner-in-chief: " :
(b) Ex parte pmsecuuon as (o spemﬁed maitérs may be
continued concurrently wnh themterferencc w:th lheconsentof

the examiner-in=chief. ST
- [49FR 48416, Dec. 12, 1984 addedeffecnveFeb n 1985 SOFR

23124, May 31, 1985} -

§ 1.616 Sanctions for failure to comply wnth rules or
. order. :

Anexaminer-in-chiefor the Board may impose an appropri-
ate sanction against a party who fails 1o comply with the
regulations of this part or any order entered by an examiner-in-
chief or the Board. An appropriate sanction may include among
others entry of an order:

(a) Holding certain facts to have been established in the
interference;

(b) Precluding a party from filing a motion or a preliminary
statement;

(c) Precluding a party from presenting or contesting a par-
ticular issue;

(d) Precluding a party from requesting, obtaining, or oppos-
ing discovery; or

(e) Granting judgment in the interference.

[49 ER 48416, Dec. 12, 1984, added effective Feb. 11, 1985, 50 FR
23124, May 31, 1985}

§ 1.617 Summary judgment against applicant.

(z) Anexaminer-in-chicf shall review any evidence filed by
an applicant under § 1.608/b) to determine if the applicant is
primafacie entitled to a judgment refative to the patentee. If the
examiner-in-chief determines that the evidence shows the appli-
cantisprimafacie entitled toa judgment relative to the patentee,
the interference shall proceed in the normal manner under the
regulations of this part. If in the opinion of the examiner-in-chief
the evidence fails to show that the applicant is prima facie
entitled to a judgment relative to the patentee, the examiner-in-
chief shalf, concurrently with the notice declaring the interfer-
ence, enter an order stating the reasons for the opinion and
directing the applicant, within a time set in the order, tc show
cause why summary judgment should not be entered against the
applicant,

(b) The applicant may file a response to the order and state
any reasons why summary judgment should not be entered. Any
request by the applicant for a hearing before the Board shall be
made in the response. Additional evidence shall not be pre-
sented by the applicant or considered by the Board unless the
applicant shows good cause why any additional evidence was
not initially presented with the evidence filed under § 1.608(b).
At the time an applicant files a response, the applicant shail
serve on cach opponent a copy of any evidence filed under §
1.608(b) and this paragraph.

(c) If a response is not timely filed by the applicant, the
Board shall enter a final decision granting summary judgment
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vadence shiall not be f‘ led by any opponent. An opponenl may
not requesta hearmg ‘

{e) Within 2’ t1me authonzed by’ the exammer-m chxef an
apphcant may file a reply to any statement ﬁled by any oppo-
nent.

() When more than two parues are involved in an interfer-
ence, all parties may participate in summary Judgment proceed-
ings under this section.

(g) If a response by the applicant is timely filed, the exam-
iner-in-chief or the Board shall decide whether the evidence
submitted under § 1.608(b) and any additional evidence prop-
erly submitted under paragraph (b) of this section shows that the
applicant is prima facie entitled to a judgment relative to the
patentee. If the applicantis not primafacieentitled to ajudgment
relative to the patentee, the Board shall enter a final decision
granting summary judgment against the applicant, Otherwise,
an interlocutory order shall be entered authorizing the interfer-
ence to proceed in the normal manner under the regulations of
this subpart.

(h) Only an applicant who filed evidence under § 1.608(b)
may request a hearing. If that applicant requests a hearing, the
Board may hold a hearing prior to entry of a decision under
paragraph (g) of this section. The examiner-in-chief shall set a
date and time for the hearing. Unless otherwise ordered by the

examiner-in-chief or the Board, the applicant and any opponent
will each beentitled tono more than 30 minutes of oral argument’

at the hearing,
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR

23124, May 31, 1985]

§ 1.618 Return of unauthorized papers.

(a) The Patent and Trademark Office shall return to a party
any paper presented by the party when the filing of the paper is
not authorized by, or is notin compliance with the requirements
of, this subpart. Any paper returned will not thereafter be con-
sidered by the Patent and Trademark Office in the interference.
A party may be permitted to file a corrected paper under such
conditions as may be deemed appropriate by an examiner-in-
chief.

(b) When presenting a paper in an interference, a party shall
not submit with the paper a copy of a paper previously filed in

the interference.
{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

§ 1.621 Preliminary statement, time for filing,
notice of filing.
(a) Within the time set for filing preliminary motions under
§ 1633, cach party may file a preliminary statement, The
preliminary statcment may be signed by any individual having
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’e!mowledge of thefacts recned th ‘m orbym attomey or agent

R T ' "

shall also mmultaneously file and serve on aﬂ @ponems in‘the
interfererice a notice stating that a preliminary ‘statement has
been filed. A copy of the preliminary statement need not be

served until 6idered by the examiner-in-chief.”
: ‘[A9FR 48416, Dec. 12 1984, addedeffecu'veFeb 11,1985; SOFR

23124, May 31, 1935;

: § l-.622 ‘Preliminary statement, who made invention,
" where invention made. ' ‘

(a) A party’s preliminary statement must identify the inven-
tor whomade the invention defined by each count and must state
on behalf of the inventor the facts required by paragraph (a) of
§§ 1.623, 1.624, and 1.625 as may be appropriate. When an
inventor identified in the preliminary statement is not an inven-
tor named in the party’s application or patent, the party shall file
a motion under § 1.634 to correct inventorship.

(b) The preliminary statement shall state whether the inven-
tion was made in the United Statesorabroad. If madeabroad, the
preliminary statement shall state whether the party is entitled to

the benefit of the second sentence of 35 U.S.C. 104.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.623 Preliminary statement; invention made in
United States.

(a) When the invention was made in the United Statesora
party is entitled to the benefit of the second sentence of 35
U.S.C. 104, the preliminary statement must state the following
facts as to the invention defined by cach count:

(1) Thedate on which the first drawing of the invention was
made.

(2) The date on which the first written description of the
invention was made.

(3) The date on which the invention was first disclosed by
the inventor to another person.

(4) The date on which the invention was first conceived by
the inventor.

(5) The date on which the invention was first actually
reduced to practice. If the invention was not actually reduced to
practice by or on behalf of the inventor prior to the party’s filing
date, the preliminary statement shall so state.

(6) The date after the inventor’s conception of the inven-
tion when active exercise of reasonable diligence toward reduc-
ing the invention to practice began.

(b) If a party intends to prove derivation, the preliminary
statement must also comply with § 1.625.

(c)y When a party alleges under paragraph (a)(1) of this
section thata drawing was made, acopy of the first drawing shall
be filed with and identified in the preliminary statement. When
a party alleges under paragraph (a)(2) of this section that a
written description of the invention was made, a copy of the first
written description shall be filed with and identified in the
preliminary statement. Sec § 1.628(b) when a copy of the first
drawing or written description cannot be filed with the prelimi-
nary statement,
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3-§ 1.624 Prelimma' y

{49FR48416 Dec. 12 1984, adde

i abFoad: TR S
- (a) When théi mventnon was made abroad andapany intends

'te rely on introduction-of the inivention into the United States,
the preliminary statementmust statc the fol!owmg factsas to r.he

mmuon defined by gachcount.

* (1) The date on which a drawing of the invention was first
introduced into the United States.

{2) The date on which a written description of the invention
was first introduced into the United States.

- {3) The date on which the invention was first disclosed to
another person in the United States.

(4) The date on which the inventor’s conception of the
invention was first introduced into the United States.

{5) The date on which an actual reduction to practice of the
invention was first introduced into the United States. If an actual
reduction to practice of the invention was not introduced into the
United States, the preliminary amendment shall so state.

{6) The date afterintroduction of the inventor’s conception
into the United States when active exercise of reasonable
diligence in the United States toward reducing the invention to
practice began,

{b) If a party intends to prove derivation, the preliminary
statement must also comply with § 1.625,

{c) When a party alleges under paragraph (2)(1) of this
section that a drawing was introduced into the United States i
copy of that drawing shall be filed with and identified in the
preliminary statement. When a party alleges under paragraph
(a)(2) of this section that a written description of the invention
was introduced into the United States a copy of that written
description shall be filed with and identified in the preliminary
statement. See § 1.628(b) when a copy of the first drawing or
first written description introduced in the United States cannot
be filed with the preliminary statement.

{49FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.625 Preliminary statement; derivation by an
opponent.

(a) When the invention was made in the United States or
abroad and a party intends to prove derivation by an opponent
from the party, the preliminary statement must state the follow-
ing as to the invention defined by each count:

(1) The name of the opponent.

(2) Thedate on which the firstdrawing of the invention was
made.

(3) The date on which the first written description of the
invention was made.

{4) The date on which the invention was first disclosed by
the inventor to another person.

(5) The date on which the invention was first conceived by
the inventor,

(6) The date on which the invention was first communi-
cated to the opponent.

(by If a party intends to prove priority, the preliminary
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£ kstatemem must also comply wlth § 1 623 or§ 1~624

Lo "(c) When a party alleges under pamgmph (a)(2) of this
S secnonthatadrawmgwasmade acopyofmefirstdrawmgsimu '
~ befiled with and identified in the

.a party. alleges under paragraph. (a)(3) of this secticn that a

writien descnptzon of the invention wasmade -acopy.of the first
written description. shall be.filed -with and identified in- the
preliminary statement. See §1 628(b) when a first drawmg or
first written description cannot be filed wnh the prelunmary

statemem
~ {49 FR 48416, Dec. 12, 1984 added eﬁ'ecuve Feb 11 1985]

§ 1.626 Preliminary statem_ent; earlier application.

When a party does not intend to present evidence to prove a
conception or an actual reduction to practice and the party
intends to rely solely on the filing date of an earlier application
filed in the United States or abroad to prove a constructive
reduction o practice, the preliminary statement may so state and
identify the earlier application with particularity.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.627 Preliminary statement, sealing before filing,
opening of statement.

(a) The preliminary statement and copies of any drawing or
written description shali be filed in a sealed envelope bearing
only the name of the party filing the statement and the style (e.g.,
Jones v. Smith) and number of the interference. The sealed
envelope should contain only the preliminary statement and
copies of any drawing or written description. If the preliminary
statement is filed through the mail, the sealed envelope should
be enclosed in an outer envelope addressed tothe Commissioner
of Patents and Trademarks in accordance with § 1.1(e).

(b) A preliminary statement may be opened only at the

direction of an examiner-in-chief,
{49 FR48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.628 Preliminary statement, correction of error.

(a) Amaterial error arising through inadvertence or mistake
in connection with (1) a preliminary statement or (2) drawings
or a written description submitted therewith or omitted there-
from, may be corrected by a motion (§ 1.635) forleave tofilea
corrected statement. The motion shall be supported by an
affidavit and shall show that the correction is essential to the
ends of justice and shall be accompanied by the corrected
statement. The motion shall be filed as soon as practical after
discovery of the error.

(by When a party cannot attach a copy of a drawing or a
written description to the party’s preliminary statement as
required by §§ 1.623(c), 1.624(c), or 1.625(c), the party (1) shall
show good cause and explain in the preliminary statement why
a copy of the drawing or written description cannot be attached
to the preliminary statement and (2) shali attach to the prelimi-
nary statement the earliest drawing or written description made
in or introduced into the United States which is available. The
party shall file a motion (§ 1.635) to amend its preliminary
statement promptly after the first drawing, first written descrip-
tion, or drawing or writicn description first introduced into the
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,:s;Umted States becomes available,. A copy: of the drawmg or

itten: descnpuon may be obtained, where appropriate,; by a

.,;moénon (§:1.635) for additional discovery under § 1. 687 or

[49FR48416 Dec IL 1984, added effective Feb. 11, 1985]

.§ 1 629 Effect of pre immary statement. N )

- (8)- A party. shall be strictly held to any. date alieged in the
prehmmary statement. Doubts as to (1) définiteness or suffi-
ciency of any allegation in a preliminary statement or (2)
compliance with formal requirements will be resolved against
the party ﬁlmgthestatemembyresmctmg mepartyto the earlier
of its filing date or effective filing date or to the latest date of a
period alleged in the prehmmary statement as may be appropri-
ate. A party may not correct a prehmmary statement except as
provided in § 1.628.

(b) Evidence which shows thatan act alleged in the prelimi-
nary statement occurred prior to the date alleged in the statement
shall establish only that the act occurred as early as the date
alleged in the statcrent.

(c) If a party does not file a preliminary statement, the party:

(1) Shall berestricted o the earlier of the party’s filing date
or effective filing date and
(2) Will not be permitted to prove that:
(i) The party made the invention prior to the party’s filing
date or
(ii) Any opponent derived the invention from the party.

{d) If aparty files a preliminary statement which contains an
allegation of a date of first drawing or first written description
and the party does not file a copy of the first drawing or written
description with the preliminary statement as required by §
1.623(c), § 1.624(c), or § 1.625(c), the party will be restricted
to the earlier of the party’s filing date or effective filing date as
tothat allegation unless the party complies with § 1.628(b). The
content of any drawing or written description submitted witha
preliminary statement will not normally be evaluated or consid-
ered by the Board.

(e) A preliminary statement shall notbe used as evidence on
behalf of the party filing the statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.630 Reliance on earlier application.

A party shall not be entitled to rely on the filing date of an
earlier application iiled in the United States or abroad unless (a)
the earlier application is identified (§ 1.611{c)5)) in the notice
declaring the interference or (b) the party files a preliminary
motion under § 1.633 seeking the benefit of the filing date of the

earlier application.
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.631 Access to preliminary statement, service of
preliminary statement,

(a) Unless otherwise ordered by an examiner-in-chief, con-
currently with entry of a decision by the examiner-in-chief on
preliminary motions filed under § 1.633, any preliminary state-
ment filed under § 1.621(a) shall be opefied to inspection by the
senior party and any junmior party who filed a preliminary
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statement. Within a time set by the exmmer-m-chxef a pany

- shallserveacopy of its prehmmary statementon each n pmlent%-:
- who served a notice under§: 1621 (b :
1:-(b) A'junior party who does not file aprehmmmy statementi%
shall not have access 1o the prehmmary statement of any other;f

party.

(9} If an: mtm’ferencc is termmated before the prehmmaryr ‘

statements have been opened, the preliminary statements: will

remainsealed and will beretumed o the respecuve pames who _

submitted the statements.

[49 FR 48416, Dec. 12, 1984 addedeffecnveFeb 11 1985 SOFR"[

23124, May 31, 1985]

§ 1.632 Notice of intent to argue abardonment,
suppression or concealment by opponent.
A notice shall be filed by a party who intends to argue that
an opponent has abandoned, suppressed or concealed an actual
reduction to practice (35 U.S.C. 102(g)). A party will not be
permitted to argue abandonment, suppression, or concealment
by an opponent unless the notice is timely filed. Unless
authorized otherwise by an exaniner-in-chief, anotice is timely
when filed within ten (10) days of the close of the testmony-m-

chief of the opponent.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

§ 1.633 Preliminary motions.

A party may file the following preliminary motions:

(2) Amotion for judgmenton the ground thatan opponent’s
claimcorresponding toa countisnot patentable to the opponent.
In determining a motion filed under this paragraph, a claim may
be construed by reference to the prior art of record. A motion
under this paragraph shall not be based on: (1) Priority of
invention of the subject matter of a count by the moving party
as against any opponent or (2) derivation of the subject matter
of acount by anopponent from the moving party. See § 1.637(a).

(b) A motion for judgment on the ground that there is no
interference-in-fact. A motion under this paragraph is proper
only if: (1) The interference involves a design application or
patent or 2 plant application or patent or (2) no claim of a party
which corresponds to a count is identical to any claim of an
opponent which comresponds to that count. See § 1.637(a).

(cy A motion toredefine the interfering subject matter by (1)
adding or substituting a count, (2) amending an application
claim corresponding to a count or adding a claim in the moving
party’s application to be designated to correspond to acount, (3)
designating an application or patent claim to correspond to a
count, (4) designating an application or patent claim as not
corresponding to a count, or (5) requiring an opponent who is an
applicantto add a claim and to designate the claim to correspond
to a count. See § 1.637(a) and (c).

(d) A motion to substitute a different application owned by
a party for an application involved in the interference. Sec §
1.637(a) and {d).

(¢) A motion to declare an additional interference (1)
between an additional application not involved in the interfer-
ence and owned by a party and an opponent’s application or
patent involved in the interference or (2) when an interference
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- 1.637(@).and (g).

Al ; - §1:¥-1:5 636

mvolvesthreeormorepart:es,betwvenless than allapplications
© andan 'patem i volvedm melmterference 8e

- (e) '

e §1 637(a)and

' .theﬂlmgdate £
an earher apphcanon ﬁled in the Umted States or abroad See E
§l.637(a)and(f) fn g

“1{g)"-A motion:to' attack the benefit accorded an opponcnt in<
thc notice declaring the'interference:of the filing date of an’-
earlies apphcatlon ﬁled m the Umtcd States OF abroacL See §:

.. (h) When-a patent is’ mvolved in-an: mterference and the"
patemee has on file or files an application for reissue under §
1.17%, amotion toadd the apphcanon for reissue to the mterfer-
ence. See § 1.637(a) and (h). - '

. (i) When a motion s filed under paragraph (a), (b), or (g) of
ttus section, an opponeat, in addition to opposing the motion,
may fileamotion toredefine the interfering subject matter under
paragraph (c) of this section or amotion to substitute a different
application under paragraph (d) of this section.

(i) When a motion is filed under paragraph (c}(1) of this
section an opponent, in addition to opposing the motion, may
file a motion for benefit unider paragraph () of this section as to

the count to be added or substituted.
[49FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985; 50 FR

23124, May 31, 1985] -

§ 1.634 Motion (o correct inventorship.

A party may file a motion to (a) amend its application
involved in an interference to correct inventorship as provided
by § 1.48 or (b) correct inventorship of its patent involved in an
interference as provided in § 1.324. See § 1.637(a).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.635 Miscelianeous motions.

A party seeking entry of an order relating to any matier other
than 2 matter which may be raised under § 1.633 or § 1.634 may
file 2 motion requesting entry of the order. See § 1.637 (a) and

).
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.636 Motions, time for filing.

{a) A preliminary motion under § 1.633 (a) through (h) shall
be filed within a time period set by an examiner-in-chief.

(b) A preliminary motion under § 1.633 (i) or (j) shall be
filed within 20 days of the service of the preliminary motion
under § 1.633 (a), (b), (c)(1), or (g) unless otherwise ordered by
an examiner-in-chief,

(c) A motion under § 1.634 shall be diligently filed after an
errorisdiscovered in the inventorship of an application or patent
involved in an interference unless otherwise ordered by an
examiner-in-chief,

(d) A motionunder § 1.635 shall be filed as specified in this
subpart or when appropriate unless otherwise ordered by ar
examiner-in-chief.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985 ]
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§:1.637:
. § 1637 Content of- motmns.

. (a) Every motion shall include (1) as:afcememomemcmf
relnef requested, (2) a statement of the material facts in support.

of the motion; and (3):a full. smementofmereesomwhy.me
relief requested should be:granted.

(b) Amotion under § 1 635shallcontama(:ettlfmmebythue,}T

moving party stating that the moving party bas conferred with

all opposing parties: in:an effort in: good faith to resolve by
agreementtheissuesraised by the motion. A movingparty shall -
indicatemthemoﬁmwhetheranothcrpanyplanstoopposethe :

motion, The provisions of this paragraph do not apply toa
motion to suppress evidence ( § 1.656(h)). - .

(c) Apreliminary motionunder§ 1 633(c)shallexplmnwhy
the interfering subject matter should be redefined. :

(1) A preliminary motion seeking to add or substitute a
count shall:

(i) Propose each count 10 be added or substituted.

(if) When the moving party is an applicant, show the pat-
entability to the applicant of all claims in, or proposed to be
added to, the party’s application which correspond to each
proposed count and apply the terms of the claims to the disclo-
sure of the party’s application; when necessary a moving party
applicant shall file with the motion an amendment adding any
proposed claim to the application. -

(iii) Idenify all claims inan opponent’sapplication which
should be designated to correspond to each proposed count; if an
opponent’s application does not contain such a claim, the
moving party shall propose a claim to be added to the
opponent’s application. The moving party shall show the pat-
entability of any proposed claims to the opponent and apply the
terms of the claims to the disclosure of the opponent’s applica-
tion.

(iv) Designate the claims of any patent involved in the
interference which define the same patentable invention as each
proposed count.

(v} Show that each proposed count defines a separate pat-
entable invention from every other count in the interference.

(vi) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any earlier application
filed in the United States or abroad.

(2) A preliminary motion secking to amend an application
claim corresponding 1o a count or adding a claim to be desig-
nated to correspond to a count shall:

(i) Propose an amended or added claim.

(ii) Show that the proposed or added claim defines the
same patentable invention as the count.

(iii) Show the patentability to the applicant of each
amended or added claim and apply the terms of the amended or
added claim to the disclosure of the application; when necessary
a moving party applicant shall file with the motion an amend-
ment making the amended or added claim to the application.

(iv) Be accompanied by a motion under § 1.633(f)
reqquesting the benefit of the filing date of any earlier application
filed in the United States or abroad.

(3) A preliminary motion seeking to designate an applica-
tion or patent claim to correspond to a count shall:

(i) Identify the claim and the count.

Rev. 7, Dec. 1967

‘JANUAL OF PATENT EXAMINING PROCEDURE
‘‘‘‘‘ (u) Show lheclalm deﬁnes the same pawnlable mvenuon:-;

asuwooum.

(m) Be accompamed byamotion under§ 1. 633(f) request-sr.f

ing the, benefit of the filing date of: any wlxcr applxcanon fi]ed
in the United States or abroad.:: .

(4) Apreliminary motion seékxng to desxgnate an apphca- ;

uon or patent claim as not corresponding to-d count: shall

_+(i)-Identify the claim-and the count. -~ - -

(i) Show the claim does not define the same patentable
invention as any other claim designated in the notice declanng
the interference as corresponding to-the count. - :

(5) A preliminary motion seeking to require an opponent
who is an applicant to add a clalm and desngnate the claim as
corresporkding to a.count shall:

(i) Propose a claim to be added by the opponent.

(ii) Show the patentability to the opponentofthe claimand
apply the terms of the claim to the disclosure of the opponent’s
application.

(iii) Identify the count to which the claim shall be
designated to correspond.

(iv) Show the claim defines the same patentable invention
as the count to which it will be designated to correspond.

(d) A preliminary motion under § 1.633(d) to substitute a
different application shall:

(1) Identify the different application.

(2) Certify that a complete copy of the file of the different
application, except for documents filedunder§ 1.131 or § 1.608,
has been served on all opponents,

(3) Show the patentability to the applicant of all claims in,
or proposed to be added to, the different application which cor-
respond to each count and apply the terms of the claims to the
disclosure of the different application; when necessary the
applicant shall file with the motion an amendment adding a
clais to the different application.

(4) Beaccompanied by a motion under § 1.633(f) request-
ing the benefit of the filing date of an earlier application filed in
the United States or abroad.

(e) A preliminary motion to declare an additional interfer-
ence under § 1.633(e) shall explain why an additional interfer-
ence is necessary.

(1) When the preliminary motion seeks an additional inter-
ference under § 1.633(e)(1), the motion shall:

(i) Identify the additional application.

(ii) Certify thatacomplete copy of the file of the additional
application, except for documents filedunder § 1.131 or § 1.608,
has been served on all opponents.

(iii) Propose a count for the additional interference.

(iv) Show the patentability to the applicant of all claims in,
or proposed to be added to, the additional application which
cormrespond to each proposed count for the additional interfer-
ence and apply the terms of the claims to the disclosure of the
additional application; when necessary the applicant shall file
with the motion an amendment adding any claim to the addi-
tional application.

(v) When the opponent is an applicant, show the patenta-
bility to the opponent of any claims in, or proposed to be added
to, the opponent’sapplication which correspond to the proposed
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';?-.ﬁofthepatmwmchdefinethesamepm:ablemvmuondeﬁned

by the proposed count.
(vii) Show that each proposed count for the addmonal

interference defines a separate patentable invention from all
counts of the interference in which the motion is filed.

- (viii) Be accompanied by a motion under §:1.633(f) re-
questmg the benefit of the filing date of an earher apphcauon
filed in the United Statesorabroad. -

(2) When the preliminary motion seeks an addmonal inter-
ference under § 1.633(c)(2), the motion shall:

(i) Identify any application or patenttobe 1nvoived inthe
additional intesference.

(ii) Propose a count for the additional interference.

(iiiy When the moving party is an applicant, show the
patentability to the applicant of all claims in, or proposed 1o be
added 1o, the party’s application which comrespond to each
proposed count and apply the terms of the claims to the disclo-
sure of the party’s application; when necessary a moving party
applicant shall file with the motion an amendment adding any
proposed claim to the application.

(iv) Identify all claims in any opponent’s application
which should be designated to correspond to each proposed
count; if an opponent’s application does not contain such a
claim, the moving party shall propose a claim to be added to the
opponent’s application. The moving party shall show the pat-
entability of any proposed claim to the opponent and apply the
terms of the claim to the disclosure of the opponent’s applica-
tion.

(v) Designate the claims of any patent involved in the
interference which define the same patentable invention as each
proposed count.

(vi) Show that each proposed count for the additional
interference defines a separate patentable invention from all
counts in the interference in which the motion is filed.

(vii) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filin;, date of an earlier application
filed in the United States or abroad.

(£) A preliminary motion for benefit under § 1.633(f) shall:

(1) Identify the earlier application.

(2) When the earlier application is an application filed in
the United States, certify that a complete copy of the file of the
earlier application, except for documents filed under § 1.131 or
§ 1.608, has been served on all opponents, When the earlier
application is an application filed abroad, certify that a copy of
the application filed abroad has been served on all opponents, If
the carlier application filed abroad is not in English, the require-
ments of § 1.647 must also be met.

(3) Show that the earlier application constitutes aconstruc-
tive reduction 1o practice of each count,

(®) Apreliminary motion to attack benefit under § 1.633(g)
shall explain, as to each count, why an opponent should not be
accorded the benefit of the filing date of the earlier application.

(h) A preliminary motion to add an application for reissue
under § 1.633(h) shall;
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3,gcmnuandapply metenns of the claims to thednscm::e of the

ocireissne has been served on all opponents:-

§1640

(1) Jdentify the application for reissue. - ' :
~(2) Cerufyttmacomplewcopyof theﬁlcof theapphcauon .

.+ (3)::Show. the patentability of all claims in, or proposed to

;.beaddedto.meapphcauon forreissue which correspond toeach

count and apply the terms of the claims to the disclosure of the

- application for reissue; when necessary a moving applicant for
- reissue shall file with the motion ‘an amendment addmg any

proposcd claim to the application: for reissve. :
- (4): Be accompanied by a motion under § 1. 633(0 request-
mg the benefit of the filing date of an earller application ﬁled in

- the United States or abroad.: -

[49FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May3l 1985] ,

§ 1.638 Opposmon and reply, time for filing
opposition and reply.

(a) Unless otherwise ordered by the examiner-in-chief, any
opposition to any motion shall be filed within 20 days after
service of the motion. An opposition shall (1) identify any
material fact set forth in the motion which is in dispute and (2)
include an argument why the relief requested in the motion
should be denied.

(b} Unless otherwise ordened by an examiner-in-chief, a
reply shall be filed within 15 days after service of the opposition.
A reply shall be directed only to new points raised in the oppo-
sition.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.639 Evidence in support of motion, opposition,
or reply.

(a) Proof of any material fact alleged in a motion, opposi-
tion, or reply must be filed and served with the motion, opposi-
tion, or reply unless the proof relied upon is part of the interfer-
ence file or the file of any patent or application involved in the
interference or any earlier application filed in the United States
of which a party has been accorded or seeks to be accorded
benefit.

(b) Proof may be inthe form of patents, printed publications,
and affidavits.

(c) When a party believes the testimony is necessary to
support or oppose a preliminary motion under § 1.633 or a
motion o correct inventorship under § 1.634, the party shall
describe the nature of the testimony needed. If the examiner-in-
chief finds that testimony is needed to decide the motion, the
examiner-in-chief may grant appropriate interlocutory relief
and enter an order authorizing the taking of testimony and

deferring a decision on the motion to final hearing.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.640 Motions, hearing and decision, redeclaration
of interference, order to show cause.

(a) A hearing on a motion may be held in the discretion of
the examiner-in-chief, The examiner-in-chief shall set the date
and time for any hearing. The length of oral argument at a
hearing on a motion is a matter within the discrction of the
examiner-in-chief. An examiner-in-Chief may direct that a
hearing take place by telephone.
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‘§ ik 641 |
@) Motions Wluxwdecmd by s ek

rtzesrammer-ul-chtef may consult:with:an: examnet.m mmdmg '

* - motions involving aquestion of patenmbihtyf An examiner:in-

- zuchief may- grant:or deny any motion or-take: ‘such’other action

- s -wehich will secure the. just, speedy, and mexpenmvcdewrmma-
ucm of theé interference: - = ;
w1y When prehnnnary mouons umicr‘r§ 1.633 are decided,
ﬂle examiner-in-chief wifl; when necessary, set 4 time for filing
any amendment-to-an:application: involved in the interference
-and for filing a’supplemental: preliminary statement as to any
- niew counts involved in the interference. Failure or refusal of a
party to timely present an amendment required by an examiner-
- in-chief shall be taken without further action as a disclaimer by
that party of the invention involved. A supplemental prelimi-
nary statement shall meet the requirements specified in § 1.623,
§1.624,§ 1.625, or § 1.626, but need not be filed if a party states
that it intends to rely on a preliminary statement previously filed
under § 1.621(a). After the time expires for filing any amend-
mentand supplemental preliminary statement, the examiner-in-
chief will, if necessary, redeclare the interference.

(2) Afteradecision is entered on preliminary motions filed
under § 1.633, a further motion under § 1.633 will not be
considered except as provided by § 1.655(b). o

(c) When a decision on any motion under § 1.633, § 1.634,
or § 1.635 is entered which does not result in the issnanice of an
order to show cause under paragraph (d) of this section, a party
may file a request for reconsideration within 14 days after the
date of the decision. The filing of a request for reconsideration
will not stay any time period set by the decision. The request for
reconsideration shall specify with particularity the points be-
lieved to have been misapprehended oroverlooked in rendering
the decision. No opposition to arequest for reconsideration shall
be filed unless requested by an examiner-in-chief or the Board.
A decision of a single examiner-in-chief will not ordinarily be
modified unless an opposition has been requested by an exam-
iner-in-chief or the Board. The request for reconsideration shail
be acted on by a panel of the Board consisting of at least three
examizers-in-chief, one of whom will normally be the exam-
iner-in-chief who decided the motion.

(d) Anexaminer-in-chief may issue an order to show cause
why judgment should not be entered against a party when:

(1) A decision on a motion is entered which is dispositive
of the interference against the pasty as to any count;

(2) The party isa junior party who fails to file a preliminary
statement; or

(3) The party is a junior party whose preliminary statement
fails to overcome the earlier of the filing date or effective filing
date of another party.

(e) When an order to show cause is issued under paragraph
(d) of this section, the Board shall enter a judgment in accor-
dance with the order unless, within 20 days after the date of the
order, the party against whom the order issued files a paper
which shows good cause why judgment should not be entered in
accordance with the order, Any other party may file a response
to the paper within 20 days of the date of service of the paper.
If the party against whom the order was issued fails to show
good cause, the Board shall enter judgment against the party, If
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g partymm«es mtake tesumdny it rcSponse 1o'afi order to'shiow
cause, thepm'ty s response should beacbompamed byamotion

+(§1:635) e

ting the: testimoiy period; $ee'§1.651(c)(d).

49 Flt 48416, Diec: 12,1984, added efféctive Feb: 11; 1985 SOFR

I Unpatentablhty dlscovered by exammer-m-
ochief i
Durmgme pendency of an mterference, 1f lhe exammer-m—

,'f,‘chxef becomes aware of a reason why a claim corresponding to

acount may not be patentable, the examiner-in-chief may notify

- the parties of the reason and set a time within which each party

may present its views. After considering any timely filed views,

. the examiner-in-chief shall decide how the interference shall

proceed.
[49 FR 48416, Dec. 12, 1984, added effecuve Feb. ll 1985)

'§ 1.642 Addition of application or patent to

interferemnce. ,

During the pendency of an interference, if the examiner-in-
chicf becomes aware of an application or a patent not involved
in the mzerie:ence which cfaims the same patentable invention
asacountin the interference, the exammer-m-chxef may addthe

spplication oz patent to the mterfercnce. on such termsasmay be

fair to all parties.
(49 FR 48416, Dec 12, 1984 added effective Feb. 11, 1985]

§ 1.643 Prosecution of interference by assignee.

(@) An assignee of record in the Patent and Trademark
Office of the entire interest in an application or patent invalved
in an interference is entitled to conduct prosecution of the inter-
ference to the exclusion of the inventor.

(b) An assignee of a part interest in an application or patent
involved in an interference may file a motion (§ 1.635) for entry
of an order auihorizing it to prosecute the interference. The
miotion shall show (1) the inability or refusai of the inventor to
prosecute the interference or (2) other cause why the ends of
justice require that the assignee of a part interest be permitted io
prosecute the interference. The examiner-in-chief may allow
the assignee of a part interest to prosecute the interference upon

such terms as may be appropriate.
[49 FR 48418, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.644 Petitions in interferences.

(@) There is no appeal to the Commissioner in an interfer-
ence from a decision of an examiner-in-chief or a panel consist-
ing of more than one examiner-in-chief, The Commissioner will
not consider a petition in an interference unless:

(1) The petition is from a decision of an examiner-in-chief
or a panel and the examiner-in-chief or the panel shali be of the
opinion (i) that the decision involves a controlling question of
procedure or an interpretation of a rule to which there is a
substantial ground for a difference of opinion and (ii) that an
immediate decision on petition by the Commissioner may
materially advance the ultimate termination of the interference;

(2) The petition seeks to invoke the supervisory authority
of the Commissioner and is not filed prior to the decision of the
Board awarding judgment and does not relate to (i) the merits of
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ewdcnoe under the Fedelal Rules of vadence,
(3) “The: petmon seeks relief under §1. 183;

(b) A petition under paragraph (ax1) of this secmn ﬁled
more than 15 days after the date of the decision of the examincr-
m-chxef or the pan 1 may | be dxsmlssed as unumely A pcuuon
under paragraph (a)(2) of thls section shall notbe’ filed 1 prior 10
decision by the Board awardmg Judgment. Any petition inder
paragraph (a)(3) of this section shall be timely if it is made as
part of, or simultaneously with, a proper motion under § 1.633,
§ 1.634, or § 1.635. Any opposition to a petition ‘shall be filed
within 15 days of the date of service of the petition.

() The filing of a petition shall not stay the proceedmg
unless a stay is granted in the discretion of the examiner-in-
chief, the panel, or the Commissioner.

(@) Any petition must contain a statement of the facts
involved and the point or points to be reviewed and the action
requested. Briefs or memoranda, if any, in support of the
petition or opposition shall accompany or be embodied therein.
The petition will be decided on the basis of the record made
before the examiner-in-chief or the panel and no new evidence
will be considered by the Commissioner in deciding the peti-
tion. Copies of documents already of record in the interference
shall not be submitted with the petition or opposition.

{(e) Any petition under paragraph (a) of this section shall be
accompanied by the petition fee set forth in § 1.17(h).

() Any request for reconsideration of a decision by the
Commissionershall be filed within 15 days of the decision of the
Commissioner and must be accompanied by the fee set forth in
& 1.17(h). Noopposition to arequest for reconsideration shali be
filed unless requested by the Commissioner. The decision will
not ordinarily be modified unless such an opposition has been
requested by the Commissioner.

(g) Where reasonably possible, service of any petition,
opposition, or request for reconsideration shall be such that
delivery is accomplished within one working day. Service by
hand or “Express Mail” complies with this paragraph.

(h} Anoralhearing onthe petition will notbe granted except
when considered necessary by the Commissioner.

(iy The Commissioner may delegate to appropriate Patent
and Trademark Office employees the determination 6f petitions

under this section.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985: S0FR

23124, May 31, 1985]

§ 1.645 Extension of time, late papers, stay of
proceedings.

(2) A pariy may file amotion (§ 1.635) secking an extension
of time to take action in an interference, 10 file a notice of appeal
( § 1.302, or § 1.304), or to commence a civil action ( § 1.303,
or § 1.304). The motion shall be filed within sufficient time to
actually reach the examiner-in-chief before expiration of the
time for taking action, filing the notice, or commencing the civil
action. A moving party should not assume that the motion will
be granted even if there is no objection by any other party. The
motion will be denied unlesy the moving party shows good
cause why an extension should be granted. The press of other
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been able to procure the tesum
narie of the witness, any steps taken 1o procure the tesumony of
the witness, the dates on which the steps were taken and the
facts expected to be proved through the witness.

(b) Any paper belatedly filed will not be considered except
upon motion (§ 1.635) which shows sufficient cause why the
paper was not timely filed,

(c) The provisions of § 1.136 do not apply to time periods
in interferences.

(d) In an appropriate circumStance, an examiner-in-chief
may stay proceedings in an interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985; 50 FR
23124, May 31, 1985)

§ 1.646 Service of papers, proof of service.

(a) A copy of every paper filed in the Patent and Trademark
Office in an interference or an application or patent involved in
the interference shall be served upon all other parties except:

(1) Preliminary statements when filed under § 1.621; pre-
liminary statements shall be served when service is ordered by
an examiner-in-chief,

(2) Certified transcripts and exhibits which accompany the
transcripts filed under §§ 1.676 or 1.684; copies of transcripts
shall be served as part of a party’s record under § 1.653(c).

(b) Service shall be on an attorney or agent for a party. 1f
there is no attorney or agent for the party, service shall be on the
party. An examiner-in-chief may order additional service or
waive service where appropriate.

(c) Unless otherwise ordered by an examiner-in-chief, or
except as otherwise provided by this subpart, service of a paper
shall be made as follows:

(1) By handing a copy of the paper to the person served.

(2) Byleaving acopy of the paper with someone employed
by the person at the person’s usual place of business.

(3) When the person served nas no usual place of business,
by leaving a copy of the paper at the person’s residence with
someone of suitable age and discretion then residing therein.

(4) By mailing acopy of the paper by first class mail; when
service is by mail the date of mailing is regarded as the date of
service.

(5) When it is shown to the satisfaction of an examiner-in-
chief that none of the above methods of obtaining or serving the
copy of the paper was successful, the examiner-in-chief may
order service by publication of an appropriate notice in the
Official Gazette.

(d) Anexaminer-in-chief may order that a paper be served
by hand or “Express Mail™.

(e} Proof of service must be made before a paper will be
considered in an interference. Proof of service may appear on or
be affixed 1o the paper. Proof of service shall include the date
and manner of service. In the case of personal service under
paragraphs (¢)(1) through (¢)(3) of this scction, proof of service
shall include the names of any person served and the person who
made the service. Proof of service may be made by an acknowl-
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staung the date and manner -of serv1ce w1ll be accepted as prima

faae proof of service. :
[49FR48416 Dec. 12 1984 gddedeffecnveFeb 11 1985 SOFR

23124, May 31, 1985]

§1.647 Translatlon of document in forelgn language
When a party reliesona document ina language other than

English, a translation of the document into English and an

affidavitautesting to the accuracy of the translation shall be filed

with the document.
[49 ER 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.651 Setting times for discovery and taking
testimony, parties entitled to take testimony.
(a) Atan appropriate stage in an interference, an exam-
iner-in-chief shall set (1) a time {or filing motions (§ 1.635) for
additional discovery under § 1.687(c) and (2) testimony periods
for taking any necessary testimony.
(b) Where appropriate, testimony periods will be set to
permit a party to:

(1) Present its case~-in-chief and/or case-in-rebuttal and/or

(2) Cross-examine an opponent’s case-in-chief and/or a
case-in-rebuttal.

{c) A partyisnotentitled to take testimony to presenta case-
in-chief unless:

(1) The examiner-in-chief orders the taking of testimony
under § 1.639(c);

(2) The party alleges in its preliminary statement a date of
invention prior to the earlier of the filing date or effective filing
date of the senior party;

(3) Atestimony period has been set to permit an opponent
to prova a date of invention prior to the earlier of the filing date
or effective filing date of the party and the party has filed a
preliminary statement alleging a date of invention prior o that
date; or

(4) A motion (§ 1.635) is filed showing gcod cause why a
testimony period should be set.

(d) Testimony shall be taken during the testimony periods

set under paragraph (2) of this section.
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.652 Judgment for failure to take testimony or file
record.

If a junior party fails to timely take testimony authonzui
under § 1.651, or file arecord under § 1.653(¢), an examiner-in-
chief, with or witho:t a motion (§ 1.635) by another party, may
issue an order to show cause why judgment should not be
entered against the junior party. When an order is issued under
this section, the Board shall enter judgment in accordance with
the order unless, within 15 days after the date of the order, the
junior party files apaper which shows good cause why judgment
should not be entered in accordance with the order. Any other
party may file a response to the paper within 15 days of the date
of service of the paper., If the party against whom the order was
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dgmnst the. party\
[49 FR48416 “Dec

agreed ! \ (f) and transcnpts of
mterrogawnes, cross-mterrogatcnes, "and recorded answers
ur'dcr 1.684(c)..

(b) An afﬁdavxt shall be filed as set forth m § 1.672 (b) or
(e) A certified | transcnpt ofa deposmon mcludlng a deposition
cross-examining an affiant, shall be filed as set forth in § 1.676.
An original agreed statement shall be flled as set forth in §
1.672(5). A transcript of i 1merrogatones, cross-mterrogalones
and recorded answers shall be filed as set forth under § 1.684(c).

(c) Inaddition to the items spemﬁed in paragraph (b) of this
section and within a time set by an examiner-in-chief each party
shail file three copies and serve onie copy of a record consisting
of:

(1) Anindex of the names of each witness giving the pages
of the record where the direct testimony and cross-examination
of each witness begins.

(2) An index of exhibits briefly describing the nature of
eachexhibitand giving the page of therecord where each exhibit
is fire: idc nsified and offered into evidence.

(3) The count or counts.

(4) Each (i) affidavit, (ii) transcript, including transcripts of
cross-examination of any affiant, (jii) agreed statement relied
upon by the party, and (iv) transcript of interrogatories, cross-
interrogatories, and recorded answers filed under paragraph (b)
of this section.

(5) Eachnotice, official record, and publication relied upon
by the party and filed under § 1.682(a).

(6) Any evidence from another interference, proceeding, or
action relied upon by the party under § 1.683.

(7 Each request for an admission and the admission and
each wriiten interrogatory and the answer upon which a party
intends to rely under § 1.688.

(d) The pages of the record shall be consecutively num-
bered.

(¢) The name of cach witness shall appear at the top of each
page of each affidavit or transcript.

(f) The record may be typewritten or printed,

(g) When the record is printed, it may be produced by
standard typographical printing or by any process capable of
producing a clear black permanent image. All printed matter
except on covers mustappear in atleast 11 point type on opaque,
unglazed paper. Margins must be justified, Footnotes may not
be printed in type smaller than 9 point. The pages siz¢ shall be
8 1/2 by 11 inches (21.8 by 27.9 cm.) with type maiter 6 1/2 by
9 1/2inches (16.5 by 24.1 cm.). The record shall be bound to lie
flat when open.

(h) whentherecord is typewritten, itmust be clearly legible
on opaque, unglazed, durable paper approximately 8 1/2 by 11
inches (21.8 by 27.9 cm.) in size (letter size). Typing shall be
double-spaced on one side of the paper in not smailer than pica-
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) page. The pages of merecordshallvbezbound with coversattheir |

- leftedges in such manner to lie flat-when open in:one or more
' volumes. of .convenient :size (approximately 100 .pages .per
volume is suggested) Multigraphed or otherwise reproduced
copies oonformmg to the standards spocnfied in lhls paragraph
may beaccepted., .. . -

) Each party s shall ﬁle ns CX.hlbltS wxlh the record specxﬁed
in paragraph (c) of this section. One copy. of cach documentary
exhibit shall be served. Documentary exhibits shall be filed in
an envelope orfolderand shall notbe bound aspartof therecord.
Physmal exhibits, if not filed by an off' icer under §1 676(d),
shall be ﬁled with the record. Each exhibit shall contain a Iabel
which identifies the partv submitting the exhibit and an exhibit
number, the style of the interference (¢.g., Jones v. Smith), and
the interference number. Where possible, the label should
appear at the bottom right-hand comer of each documentary
exhibit. Upon termination of an interference, an examiner-in-
chief may return an exhibit to the party filing the exhibit. When
any exhibit is returned, the examiner-in-chief shall enter an
appropriate order indicating that the exhibit has been returned.

() Any testimony, record, orexhibit which does not comply
with this section may be returned under § 1.618(a).

[49 FR 48465, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

§ 1.654 Final hearing.

(@) At an appropriate stage of the interference, the parties
will be given an opportunity (o appear before the Board to
present oral argument at a final hearing. An examiner-in-chief
shall set a date and time for final hearing. Unless otherwise
ordered by an cxaminer-in-chief or the Board, each party will be
entitled to no more than 60 minutes of oral argument at final
hearing.

(b) The opening argument of a junior party shall include a
fair statement of the junior party’s case and the junior party’s
position with respectio the case presented on behalf of any other
party. A junior party may reserve a portion of its time for
rebutal.

(c) A party shall not be entitled to argue that an opponent
abandoned, suppressed, or concealed an actual reduction to
practice uniess a notice under § 1.632 was timely filed.

(d) Afterfinal hearing, the interference shall be taken under
advisement by the Board. No further paper shall be filed except
under § 1.658(b) or as authorized by an examiner-in-chief or the
Board, No additional oral argument shali be had unless ordered

by the Board,
[49 FR 48466, Dec. 12, 1984, added effective Feb, 11, 1985]

& 1.658 Viatters considered in rendering a final
decision.

(a) Inrendering a final decision, the Board may consider any
properly raised issue including (1) priority of invention, (2)
derivation by an opponent from a party who filed a preliminary
statement under § 1.625, (3) patentability of the invention, (4)
admissibility of evidence, (5) any interlocutory matter deferred
to final hearing, and (6) any other matter necessary toresolve the
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. 'mteifezence ‘The:Board may. also consider whether any, inter-
- Jocutory order was manifestly erroneous or an abuse of discre-

tion. All interlocutory ordexs shall; be, presumed:to:have:been
correct and the burden of showing manifest error.or.an abuse of
discretion shall be on. the party attackmg the order :

:(b): A party shall not be entitled to ruise for consuicrauon at
final hearing:a matter which properly could have been raised by
a motion. under §§ 1.633.0r 1. 634-unlzss (1) the motion was
properly. filed, (2) the matter. was properly raised by a party in
an. opposition t0 a motion. under-§§- 1.633: or 1.634 and the
motion was granted over the opposition, or (3) the party shows
good cause why the issue was not timely raised by motion or
opposition.

(c) To prevent manifest mjusuce the Board may consxder
an issue even though it would not otherwise be entitled to con-

sideration under this section,
{49 FR 48466, Dec. 12, 1984, added effecuve Feb. 11, 1985]

§ 1.656 Briefs for final hearing.

(a) Each party shall be entitled to file briefs for final hearing.
The examiner-in-chief shall determine the briefs needed and
shall set the time and order for filing briefs.

(b) The opening brief of a junior party shall contain under
appropriate headings and in the order indicated:

(1) Aable of contents, with page references, and atable of
cases (alphabetically arranged), statutes, and other authorities
cited, with references to the pages of the brief where they are
cited,

(2) A statement of the issues presented for decision in the
interference.

(3) Astatement of the facts relevant to the issues presented
for decision with appropriate references to the record.

(4) An argument, which may be preceded by a summary,
which shall contain the contentions of the party with respect 10
the issues to be decided, and the reasons therefor, with citations
10 the cases, statutes, other authorities, and parts of the record
relied on.

(5) A short conclusion stating the precise relief requested.

{6) An appendix containing a copy of the counts.

(c) The opening brief of the senior party shall conform to the
requirements of paragraph (b) of this section except:

(1) A statement of the issues and of the facts need not be
made uniess the party is dissatisfied with the statement in the
opening brief of the junior party and

(2) Anappendix containing a copy of the counts need not
be included if the copy of the counts in the opening brief of the
junior party is correct.

(d) Briefs may be printed or typewritten. If typewritien,
legal-size paper may be used. The opening brief of each party in
excess of 50 legal-size double-spaced typewritten pages or any
other brief in excess of 25 legal-size double-spaced typewritten
pages shall be printed unless a satisfactory reason be given why
the bricf should not be printed. Any printed brief shall comply
with the requirements of § 1.653(g). Any typewritien brief shali
comply with the requirements of § 1.653(h), except legal-size
paper may be used and the binding and covers specified are not
required.
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/(e) Anmgmaimdmreecoplesofeachbmfmustbeﬁled -

- (fy Any brief which:does not comply with the require ments

ofuns section’ mayberetumedunder §1. 618(a) &

::{g) - Any pesty. separate fromits- opening’ brief, but ﬁled'

concurremly therewith, may file an original and three copies of
concise proposed findings of fact-and conclusions of law. Any
proposed findings of fact shall be supporied by specific refer-
ences to the record. ‘Any proposed conclusions of law shall be
supported by citation of cases, statutes, or other authority. Any
opposing party, separate from its opening or reply brief, but filed
concurrently therewith, may file a paper accepting or objecting
to any proposed findings of fact or conclusions of law; when
objecting, a reason must be given. The Board may adopt the
proposed findings of fact and conciusions of law in whole or in
part.

(h) If a party wants the Board in rendering its final decision
to rule on the admissibility of any evidence, the party shall file
with its opening brief an original and three copies of amotion (§
1.635) to suppress the evidence. The provisions of § 1.637(b) do
not apply to a motion to suppress under this paragraph. Any
objection previcusly made to the admissibility of an opponent’s
evidence is waived unless the motion required by this paragraph
is filed. An original and three copies of an opposition to the
motion may be filed with an opponent’s opening brief or reply
brief as may be appropriate.

(i) When a junior party fails to timely file an opening brief,
anorder may issue requiring the junior party to show cause why
the Board should not treat failure to file the bricf as a concession
of priority. If the junior party fails to respond within a time
period set in the order, judgment may be entered against the

junior party.
{49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.657 Burden of proof as to date of invention,

A rebuttable presumption shall exist that, as o each count,
the inventors made their invention in the chronological order of
the earlier of their filing dates or effective filing dates. The

burden of proof shall be upon a party who contends otherwise.
[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.658 Final decision.

(ay After final hearing, the Board shall enter a decision
resolving the issues raised at final hearing. The decision may (1)
enter judgment, in whole or in part, (2) remand the interference
to an examiner-in-chief for furiher proceedings, or (3) 1ake
further action not inconsistent with law, A judgment as o a
count shall state whether or not cach party is entitled to a patent
containing the claims in the party’s patent or application which
correspond to the count. When the Board enters a decision
awarding judgment as w all counts, the decision shall be
regarded as a final decision.

(b) Any request for reconsideration of a decision under
paragraph (a) of this section shall be filed within 14 days after
the date of the decision. The request for reconsideration shall
specify with particularity the points believed to have been
misapprehended or overlooked in rendering the decision. Any
reply to a request for reconsideration shall be filed within 14
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days ef the date of service of the' request for reconsndemuon

B Wimemmably poss:blefservxce of the request for rec(msxd-
- eration shill be such’that dehvery is accomphshed by hand or

"Exptess Mail.” The Board shall éntera decision on the request
for recemuiemﬂon If the Board shall be of thé opinion that the
decision on the request for reconsideration significantly modi:
fies its original decision under paragraph (a) of this section, the
Board may des1gnate the’ decnslon on the request for reconsnd-
eramn &s a new decision. :

" ey Ajudgmentin an mterference settles allissues Wthh )
were raised and decided in the interference, (2) could have been
properly raised and decided in the interference by a motion
under § 1.633 (a) through (d) and (f) through (j) or § 1.634 and
(3)couid have been properly raised and decided in an additional
interference with amotion under § 1.633(e). A losing party who
coald have properly moved, but failed to move, under §§ 1.633
or 1.634, shall be estopped to take ex parte or inter partes action
in the Patent and Trademark Office after the interference which
isinconsistent with that party’s failure to properly move, except
that a losing party shall not be estopped with respect to any
claims whic" correspond, or properly could have corresponded,
to a count as to which that party was awarded a favorable

judgment.
[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.659 Recommendation.

(a) Should the Board have knowledge of any ground for
rejecting any application claim not involved in the judgment of
the interference, it may include in its decision a recommended
rejection of the claim. Uponresumption of ex parte prosecution
of the application, the examiner shall be bound by the recom-
mendation and shall enter and maintain the recommended
rejection unless an amendment or showing of facts not previ-
ously of record is filed which, in the opinion of the examiner,
overcomes the recommended rejection.

(b) Should the Board have knowledge of any ground for
reexamination of a patent involved in the interference asto a
patent claim not involved in the judgment of the interference, it
may include in its decision a recommendation to the Commis-
sioner that the patent be reexamined. The Commissioner will
determine whether reexamination will be ordered.

{cy The Board may make any other recommendation to the
examiner or the Commissioner as may be appropriate.

{45 FR 48467, Dec. 12, 1984, added effective Feb, 11, 1985]

§ 1.660 Notice of reexamination, reissue, protest or
litigation.

(a) When a request for reexamination of a patent involved
inan interference is filed, the patent owner shall notify the Board
within 10 days of receiving notice that the request was filed.

(by When an application for reissue is filed by a patentee
involved in an interference, the patentee shall notify the Board
within 10 days of the day the application for reissue is filed.

(cy When aprotest under § 1.291 is filed against an applica-
tion involved in an interference, the applicant shall notify the
Board within 10 days of receiving notice that the protest was
filed.
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..;ofany litigation related to any patent og minvolvedin
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' [49FR48467 Dec 12,1984, addedeffecuvel’-‘e,

. .§ 1 661 Termmatlon 0 ,'nterference after Judgment
' Afteraf'maldecxsmmsemeredbytheBoard aninterference
is considered terminated. when no appeal (35 U. S.C. 141) or
other review (35 U. S.C. 146) has been or can be taken or had
. [49FR 48467 Dec 12 1984 added eﬁ'acnve Feb 11, 1985]

§ 1.662 Request for entry of adverse Judgement,
reissue filed by patentee.

(a) A party may, at any time dusing an interference, request
and agree to entry of an adverse judgment. The filing by an
applicant or patentee of a writien disclaimer of the invention
defined by a count, concession of priority or unpatentability of
the subject matter of a count, abandonment of the invention
defined by a count, or abandonment of the contest as (o a count
will be treated as a request for entry of an adverse judgment
against the applicant or patentee as to all claims which corre-
spond to the count. Abandonment of an application by an
applicant, other than an applicant for reissue having a claim of
the patent sought to be reissued involved in the interference, will
be treated as a request for entry of an adverse judgment against
the applicant as to all claims comresponding 1o all counts. Upon
the filing by a party of arequest forentry of an adverse judgment,
the Board may enter judgment against the party.

(b) If a patentee involved in an interference files an appli-
cation for reissue during the interference and omiis all claims of
the patent corresponding to the counts of the interference for the
purpose of avoiding the interference, judgment may be entered
against the patentee. A patentee who files an application for
reissue other than for the purpose of avoiding the interference
shall timely file a preliminary motion under § 1.633 (h) orshow
good cause why the motion could not have been timely filed.

(c) The filing of a statutory disclaimer under 35U.S.C. 253
by a patentee will delete any statutorily disclaimed claims from
being involved jn the interference. A statutory disclaimer will
not be treated as a request for entry of an adverse judgment
against the patentee unless it results in the deletion of all patent

claims corresponding to a count.
[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.663 Status of claim of defeated applicant after
interference.

Whenever an adverse judgment is entered as (o a count
against an applicant from which no appeal (35 U.S.C. 141) or
otherreview (35 U.S.C. 146) has been or can be taken or had, the
claims of the application cosresponding to the count stand
finally disposed of without further action by the examiner. Such

claims are not open to further ex parte prosecution,
[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.664 Action after interference.
(a) After termination of an interference, the examiner will

promptly take such action in any app'ication previously in-
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‘ji;volved in the; mterference 25 may, be. necessary. Unless entered
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byorder of an examiner-in-chief; amendments presented during

' - th= interference shall not.be entered; but may be subsequently

pxesented by the applicant subject to. the :provisions.of -this

wbpanprmdedprosecuuon of the apphcauon is notothearwxse
,_-‘clowi.

2:AbY- After Judgement. lhe apphcanon of any pany may be

: held subject to further examination, mcludmg an interference

with another application.
- [49 FR 48467, Dec. 12,1984, 50 FR‘23124. May 31, 1985,‘added

effective Feb. 1 1,:1985]

§ 1.665 Second interference.

A second interference between the same partles will not be
declared upon an application not involved in an earlier interfer-
ence for an invention defined by a count of the earlier interfer-

ence. See § 1.658(c).
[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.666 Filing of interference settlement
agreements.

(a) Any agreement or understandmg between parties 10 an
interference, mcludmg any collateral agreements referred to
therein, made in connection with or in contemplation of the
te